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Part | 


REGISTRATION AND USE IN THE TRADEMARK LAWS 
OF DIFFERENT COUNTRIES* 


By Rudolf Callmann** 


A. THE PRESENT STATE OF THE LAW 


The trademark laws of the world reflect, in principle, two 
basically different approaches with respect to the acquisition of 
trademark rights. In one, especially dominant in the Anglo- 
American law and in some Roman laws, trademark rights arise 
out of appropriation and use, and the exclusive right to a particular 
mark belongs to the one who first appropriates and uses it in 
connection with a particular business; registration, being merely 
declaratory of title to the mark, does not affect or perfect the 
trademark right, and though it does confer certain new rights to 
the mark, at the outset, it grants no greater right than would have 
been recognized at common law without registration. In the other 
system, especially dominant in Germany, Austria and the Nordic 
countries, the trademark right is premised upon registration; use 
is not a condition precedent and, in principle, not even necessary 
to perfect a trademark right. 

Which concept is to be preferred? Value judgments on 
questions of comparative law are not readily drawn. Comparative 
studies are ordinarily complicated by the disparate historical 
backgrounds of the legal institutions of different countries and the 
divergent methods of thinking of the opposing cultures.’ In this 





* This article is an extension of the address delivered at the 8lst Annual Meeting 
of The United States Trademark Association held in Atlantic City, N. J., April 10-11, 
1958. It is reprinted by permission from the July and December 1957 and May 1958 
issues of the Bulletin of the International and Comparative Law Section of the American 
Bar Association. 

** Greene, Pineles, Callmann & Durr, New York; member of the New York Bar; 
member of the International Committee of U.S.T.A.; author of “The Law of Unfair 
Competition and Trade-Marks,” 2nd edition 1950, with supplements through 1956. 

1. Compare, for example, the difference between the logistic approach of the 
countries of the European continent with that of the Anglo-American countries. The 
former is deductive-analytical, relying on principles with the factual situations as 
examples to prove or disprove them. The latter is inductive-casuistic and empirical, 
with emphasis on the facts and a relative indifference to theories and principles. This 
comparison shall not be a value judgment. Yet, the most desirable method of thinking 
is obviously a combination of both, as it existed in Roman jurisprudence and other 
sciences and in Judaic talmudism. 
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field the going is not quite so rough. Here we are not concerned 
with a law that is the product of a history as ancient as it is in 
those staid legal “families” of contracts, real property, torts, 
trusts, agencies, etc. Trademark law, like the law of unfair 
competition, is a relative johnny-come-lately; it relies not so 
much upon the customs and morals of a national history as it 
does upon an almost universal appeal to “judicial sensibilities” 
and the levelling necessities of a modern world economy, Indeed, 
I would venture the opinion that if the trademark decisions of 
courts and Patent Offices of the different countries were translated 
into a universal Esperanto, even the specialists would have diffi- 
culty tracing the decision to its country of origin. In this field, 
as in few others, judicial opinions are no more disparate than, let 
us say, the opinions of different courts in one country. 

Comparative study in this field is less complicated also because 
the character of the specific problem under discussion. Whether 
trademark rights should arise out of use or out of registration 
is more a question of convenience than of theory or logic. Its 
solution does not depend upon the functional nature of the trade- 
mark, i.e., its function of indicating origin, of guaranteeing the 
constancy of the quality of goods, of advertising the goods as a 
kind of “silent salesman.” It is more a matter of administrative 
opportunism. 

On principle, we can distinguish the following major systems: 
1. The unconditional requirement of use (represented by the United 
States); 2. Modification of the absolute requirement of use with 
respect to the initial time (represented by Great Britain and 
Canada) ; 3. A combination of use and registration as inter-related 
factors (France, Belgium and the Netherlands); 4, Registration 
as the sole requirement for the creation of rights (Germany, 
Austria and others). 


I. The Unconditional Requirement of Use (U.S.A.)? 


The trademark right originates with its adoption and use; 
registration does not create a mark and use of the mark is a 
condition precedent of registrability. Under the old Act of 1905 
the applicant for trademark registration was required to indicate 
the length of time during which his trademark had been used and 
to append to his application a verified declaration that his trade- 


2. For the following, see CALLMANN, THE LAW OF UNFAIR COMPETITION AND TRADE- 
MARKS (2nd ed. 1950 with supplements 1956), vol. 4 §98.3(a). 
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mark is used in commerce. The new Act of 1946 (the Lanham 
Act) placed even greater emphasis upon the concept of use. 
The applicant for registration must certify to the date of his first 
use of the mark in commerce or otherwise and must also certify 
that the mark is still in use in commerce.’ Furthermore, the 
Lanham Act introduced a new technique under which inactive 
marks can be removed from the register. It further conditions 
the duration of registration upon the filing by the registrant of 
an affidavit within the sixth year following the date of registration, 
attesting to the fact that the mark is either still in use or that its 
nonuse is excusable because of special circumstances and not 
because of any intention to abandon the mark.‘ 

Similarly, when a registrant after twenty years seeks the 
renewal of his registration, he must file an affidavit stating that 
the mark is still in use in commerce.’ As distinguished from the 
six-year affidavit of continuing use,® on a renewal, a showing that 
nonuse of the mark is excusable, due to special circumstances, 
is not permitted. 

Nonuse of a mark for two consecutive years constitutes prima 
facie evidence of abandonment.’ Nonuse may, under certain cir- 
cumstances be excused (e.g. scarcity of materials, lack of demand, 
lack of funds, bankruptcy proceedings, reorganization of business, 
war, accident, etc.). The Commissioner of Patents, acting ex 
officio, is directed to cancel a registration after inexcusable nonuse 
for six years.° 

The concept of use, developed by the common law, now is 
firmly established.” To qualify, the use must be trademark or 
catchword use; it is only that use of a mark which designates 
and identifies a particular article or business that can properly be 
called a trademark use. Furthermore, such use must be deliberate 
and continuous, though not necessarily extensive; it cannot be 
sporadic, secretive, confidential, casual, experimental or internal 
and the trademarked articles must actually be on the market. 
The use must be bona fide and not merely pro forma. A single 
sale or a few sales, solely purposed at laying the foundation for 


Lanham Act, §1. 

Lanham Act, §8. 

Lanham Act, §9. 

Lanham Act, §8. 

Lanham Act, §45(a). 

CALLMANN, Op. cit., supra note 2, vol. 3, p. 1345. 
Lanham Act, $8. 

CALLMANN, op. cit., supra note 2, vol. 3, p. 1186. 
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a claim of use, cannot be seriously considered. The concept of use 
is somewhat different with respect to service marks. A trademark 
is registrable only if it is placed on the goods or their container 
or “on the displays associated therewith,” i.e. invoices or other 
papers, even advertising papers such as catalogues or pamph- 
lets, but not on advertising devices such as newspapers or bill- 
boards. A service mark, on the other hand, is registrable if it 
is “used or displayed in the sale or advertising of services.” ™ 

Under the old statutes only one “first” user was entitled to 
recognition. Therefore, the applicant for registration was re- 
quired to file a declaration stating that he had the exclusive right 
to use the mark. The common law of trademarks, however, had 
accepted the principle that there could be more than one owner 
of a trademark where there was simultaneous and good faith use 
of the same mark for the same or similar goods but in localities 
so dissociated that there was little likelihood of public confusion.” 
The Lanham Act adopted the common-law principle; it permits 
“eoncurrent” registrations of the same or similar marks by more 
than one user entitled to its use, but only upon a showing that 
confusion, mistake or deception is not a likely consequence.”* 

Identity between owner and use was a sine qua non of registra- 
bility under the earlier laws. As a result, if a parent company 
owned the mark used by its subsidiary, or if an association owned 
the mark used by its members, registration was denied. The 
Lanham Act, however, recognizes a division between ownership 
and use and permits registration if the owner and user are 
“related companies.” ** The term “related company” means any 
person who legitimately controls or is controlled by the registrant 
or applicant for registration in respect to the nature and quality 
of the goods or services in connection with which the mark is 
used.** Thus, a holding or parent company can now register 
marks it owns, even though such marks are used only by its 
subsidiary, and vice versa. | 

A peculiar problem, at least at the outset, faces the applicant 
who is a national or resident of a foreign country. If applicant’s 


11. Lanham Act, §45 sub “Use in commerce.” 

12. Hanover Star Milling Co. v. Metcalf, 240 U.S. 403, 6 TMR 149 (1916); 
United Drug Co. v. Rectanus Co., 248 U.S. 90, 9 TMR 1 (1918). 

13. Lanham Act, §$1(a) (1), 2(d). 

14. Lanham Act, §5. Compare this provision with the British Trade Marks Act of 
1938, §28 providing for the entry of a “registered user” of a trademark; see supra 

9 


15. Lanham Act, $45. 
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country and the United States are parties to an international 
convention or treaty relating to trademarks, trade names or the 
repression of unfair competition, he may now rest his application 
for registration of a mark in the United States either upon his 
registration of the mark in his country of origin or upon his use 
of the mark in the United States.** In the former case, the foreign 
applicant is not required to allege use in commerce and his 
registration cannot be canceled until “after a reasonable period” 
of nonuse and then only if he cannot explain or justify the reasons 
for nonuse.*’ 


II. Requirement of Use With Grace Period 
1. Great Britain 


In Great Britain as in the United States, as a matter of princ- 
iple, no trademark right can exist without use.** The requirement 
of use, however, has been modified and there is even a possibility 
of registering reserve marks and, to a certain degree, defensive 
marks as well. 

At the request of any person aggrieved, a registered mark 
can be canceled for nonuse with respect to the goods for which it 
was supposed to be used according to the registration, but only if 
one of the following situations exists :® 

For nonuse for a period of less than five years, the mark can 
be canceled on proof that the registrant, at the time of the appli- 
cation for registration, had no intention of using the mark and in 
fact has not used it in good faith. If nonuse extends over a period 
of five years or more, the mark will be deemed abandoned, and 
registration will be canceled unless the registrant’s inactivity “is 
shown to have been due to special circumstances in the trade and 
not to any intention not to use or to abandon the trademark.” * 
The decision is at the discretion of the court and is not subject to 
appeal.”* 

Defensive registration of marks is permitted for the “in- 
vented” word mark that has become so well-known with respect 


16. Lanham Act, §44(c). 

17. Lanham Act, $8 in connection with Art. 5, paragraph 7 of the Paris Convention. 

18. The Trade Marks Act of 1938 has materially changed §37 of the Act of 1905 
which gave statutory effect to the decision Batt v. Dunnett (1899) A.C. 428; 16 R.P.C. 
411. See KERLY’S LAW OF TRADE MARKS & TRADE NAMES (7th ed. 1951 by LLOYD & BRAY) 

. 275. 

, 19. Trade Marks Act of 1938, §26. 

20. Ibid. 

21. KERLY, op. cit., supra note 18, pp. 280, 382. 
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to certain goods that its use in connection with other goods would 
be likely to cause confusion.”? It may be registered for such other 
goods even though the registrant has no intention to use in that 
connection (e.g., coca-coLa for bicycles, kopaK for knives). 

Another requirement upon which the “related company” pro- 
vision of the United States trademark law may have been pat- 
terned,” is the provision that the use of a mark by a so-called 
registered user (one who, on the basis of a commercial relation- 
ship, uses the mark with the permission of the owner), is con- 
sidered legitimate use by the owner.*%* If “permitted use” of a 
trademark by a third party is desired, the registered owner of 
the mark and the proposed “registered user” file a joint applica- 
tion, accompanied by a statement which details the proposed or 
existing relationship between them. As distinguished from the 
American provision, the British statute does not require control 
over the nature and quality of the trademarked goods or services, 
being satisfied with control over the permitted use. 

The concept of use in the present English law is somewhat 
broader than it is in the American law. The British Act of 1905 
closely paralleled the present American law in requiring the mark 
to be “applied or attached” to the goods or used in an invoice or 
document accompanying the goods. Use in advertising alone was 
not sufficient. The Act of 1938” changed this requirement by elect- 
ing the phrase “in relation to goods,” thereby qualifying use of 
the mark in advertisements.”* Thus the English concept of use 
for all marks is similar to the American concept for service marks 
only.”” It should also be noted that the circulation in Great Britain 
of advertisments of foreign produced goods can only be relied 
upon if the goods are, or are intended to be, dealt with in the 
United Kingdom.” 

The use of, or the intention to use, a mark must be “bona 
fide.” ?® The import of this phrase is almost the same in Great 
Britain and the United States. “Bona fide use” or “bona fide 
intention” to use is not synonymous with honest use or intention 


Trade Marks Act of 1938, $27. 
See Lanham Act, $5, supra p. 18. 
. Trade Marks Act of 1938, §28. 
. Ibid. $68(2). 
KERLY, op. cit., supra note 18, p. 24. 
~ supra p. 18. 
KERLY, op. cit., supra note 18, p. 25. 
Trade Marks Act of 1938, §26(1) (a)(b). 
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but with genuine use or intention to use, i.e., it cannot be pre- 
tended solely to obtain registration. 

As distinguished from American law, in the United Kingdom 
there is no cancellation of a mark ex parte or ex officio, nor is it 
necessary that continued use of the mark be established at certain 
intervals. 


2. Switzerland 


Swiss trademark law® is generally similar to British law. 
Registration is allowed without reference to use or intention to 
use. The mark, however, is invalid and its registration is subject 
to cancellation by court order if it is not used after three years 
or if it was registered without a genuine intention of use. Nonuse, 
however, can be excused if the registrant establishes that it was 
due to circumstances beyond his control and that it was not due 
to intent to abandon the mark. 

The concept of use is the same; it must be genuine and per- 
manent. Defensive marks (and, in this respect, the Swiss law 
differs from the British) are invalid; reserve marks, however, 
are, as a rule, allowed for a period of three years. Courts may 
deny recognition to a reserve mark if the registrant’s interest is 


not deserving of legal protection, i.e., if he uses an unreasonably 
large number of such marks.” 


3. Canada 


Under earlier laws* use of the mark was a condition prece- 
dent of registrability.** The new Trade Marks Act** changed the 
law fundamentally® and the Canadian trademark law today is one 
of the best with respect to the requirement of use. 

Under the new law, registration can be sought if the applicant 
only intends to use the mark in the future (“proposed trade- 
mark”).** The application can be processed up to allowance if it 
is accompanied by a simple statement that the applicant intends 
to use the mark or by the application of a registered user.*’ Regis- 


30. Swiss Trademark Law of 1890 as amended in 1928 and 1939. 

31. TROLLER, DER SCHWEIZERISCHE GEWERBLICHE RECHTSSCHUTZ. 

32. Trade Mark & Design Act of 1868 as amended in 1919, 1923, 1927, 1928. Un- 
fair Competition Act of 1932. 

33. Standard Brands vy. Staley, Ex CR 615, 6 C.P.R. 27 (1946). 

34. Trade Marks Act of 1953 (in effect since July 1, 1954). 

35. FOX, THE CANADIAN LAW OF TRADE MARKS AND UNFAIR COMPETITION (2nd ed. 
1956), vol. 1, p. 341. 

36. Trade Marks Act, $16(3). 

37. Trade Marks Act, §29(e). 
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tration, however, will only be allowed after the applicant uses the 
mark and declares accordingly.** This declaration must be filed 
within six months of notice from the Registrar that the trademark 
is allowable.*® Protection against infringement will be granted 
after the Registrar has declared the registration allowable. 

Similar to American law, the new Canadian trademark law 
authorizes the Registrar to cancel the trademark because of non- 
use or, at his discretion, to confine it to particular goods in con- 
nection with which it is used.*° This authority cannot be exercised 
until three years after the registration, and at that time any in- 
terested party can request an investigation with respect to the 
actual use of the mark. 

The Canadian law represents the happy medium between the 
two basic trademark concepts exemplified by the American and 
the German laws, i.e., between the unconditional requirement of 
use of the mark as an essential of validity and the registration 
without use. 


III. Use of Unregistered Marks Only 
1. France 


Under French Trademark Law“ the one who first uses a mark 
in commerce to identify his goods* gets all rights to it. The con- 
cept of use is similar to the American law on service marks; the 
mark need not be affixed to the merchandise and its use as a 
trademark on invoices, catalogues or advertisements within the 
territory of the French Republic will suffice. It is not clear whether 
a single use without more will qualify. The weight of authority 
suggests that it will if at that time the user intended to use the 
mark in the future and make good on his intention within a 
reasonable time.** The effect of the first use is, therefore, con- 
stitutive. But, strange as it may seem, registration may also have 
the same effect. 

Despite the oft-repeated cliché that registration is of declara- 
tory significance only, creating no property rights, this statement 


38. Trade Marks Act, §39(2). 

39. Trade Marks Act, §39(3). 

40. Trade Marks Act, §44. 

41. Act on Manufacturers and Dealers Marks of June 23, 1857. 

42. 2 ROUBIER, LE DROIT DE LA PROPRIETE INDUSTRIELLE (No. 253), 517 (Paris 
1952, 1954). For a comprehensive survey on the requirement of use in the French 
and Belgian trademark laws, see also BEIER in: GEWERBLICHER RECHTSSCHUTZ UND 
URHEBERRECHT (Intern. part) 105 (1957). 

43. ROUBIER, op. cit. supra, at 518. 
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only has relevance in a contest between a registered mark and one 
which has a priority of use. Although it is true that registration 
does not create a right but only a rebuttable presumption, if there 
is no mark with priority of use, registration without use will 
create a valid trademark right. Thus registration alone can have 
a constitutive effect.** 

The question whether continuance of the trademark right is 
tied to continuous use will be answered one way if the mark is 
registered and another if it is not. Proceeding on the basic prem- 
ise that the rights to any non-registered mark arise out of use, 
it is clear that these rights will fail without use. In this context, 
nonuse indicates an intent to abandon the mark.*® This is similar 
to Anglo-American law in that excusable nonuse, even over a 
considerable period, does not affect the trademark right. 

The registered mark, on the other hand, is completely inde- 
pendent of any use,** and to this extent it can be said, French law 
has de-emphasized the importance of use to such a degree that 
registration is now the predominant factor in the creation of 
trademark rights under French trademark law. 


2. Belgium 


Although the Belgian Trademark Law,*’ like the French, 
rests on the principle of use, registration is even more significant. 
Without registration no action, civil or criminal, can be brought 
on the basis of a trademark right.** In addition, the character of 
the first use is important. To protect a registrant against the first 
use of an obscure trademark in a remote part of the country, by 
special order of January 29, 1935, ordinary use cannot be cited 
against a registration. Such use can only be cited if the mark has 
become distinctive of the user’s goods in commerce. 

On the legal significance of registration, the views vary. The 
weight of authority in the literature (there are no cases on this 
point) suggests that registration alone, as in the French law, can 
be a valid basis for the creation of trademark right.*® 

In all other major respects the Belgian law is similar to the 
French law. 

44, Id. at 605, 612; I id. at 121, 122. 

45. Id. at 520, 521. 

46. Id. at 612. 

47 Trademark Law of April 1, 1879 as amended in 1913, 1925, 1932 and 1933 and 
Royal Ordinances of 1935 and 1939. 

48. BRANN ET CAPITAINE, LES MARQUES DE FABRIQUE ET DE COMMERCE, 161-163 


(Brussels, 1908). 
49. Id. at 645. 
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3. The Netherlands 


The Dutch Trademark Law,” like the French and Belgian, 
requires use of non-registered marks. Here too registration only 
gives rise to a rebuttable presumption of first use, and protects 
the registrant against the registration of identical or confusingly 
similar marks. It does not give him standing to sue infringers 
on the basis of a trademark right. The right to sue depends upon 
use but, as distinguished from the Belgian and Swiss law, inde- 
pendent of prior registration.” The Patent Office theory that the 
applicant must come forward with evidence of use has been re- 
jected by the High Council (Hoge Raad).*? Thus, reserve marks 
and defense marks are registrable, and although it does not create 
an exclusive right to the mark, registration gives the registrant 
a strong legal position by entitling him to prevent the registration 
of conflicting marks.** 

Nonuse of a non-registered mark for a period of three con- 
secutive years after its last use destroys the right in the mark.™ 
No excuse for nonuse, no matter how reasonable, will be admitted 
with respect to national marks.” The registration of a mark, and 
the rights thereby created, will not of course be affected by non- 


use.*® 


4. The Benelux Bill 


A bill for the Benelux countries, drafted by the Belgian, 
Luxemburgian and Dutch groups of the International Association 
for the Protection of Industrial Property (A.I.P.P.I.) and ap- 
proved in 1953," contains the following provisions: 

The right to the mark expires and its registration can be 
canceled on motion of any aggrieved person if the mark is not 
used by the registrant or his licensee within the Benelux territory 
for five consecutive years without reasonable justification. The 
court, in its discretion, can decide which party must prove use or 
nonuse of the mark. However, the owner of a validly registered 


50. Act on Manufacturers and Dealers Marks of September 30, 1893, as amended 
in 1904, 1910, 1911, 1912, 1919, 1920, 1921, 1924. 

51. DRUCKER-BODENHAUSEN, Kort BEGRIP INDUSTRIELE EIGENDOM 103 (3d ed.). 
See also BEIER on the Dutch law, op. cit. supra note 42, at 523. 

52. URMAC—decision of June 26, 1942, B.I.E. _— bij Industriele Eigendom). 

53. Act, supra note 52, art. 9, par. 1. 

54. Id., art. 3, par. 1. 

55. DRUCKER-BODENHAUSEN, op. cit. supra note 51, at 141. With respect to foreign 
and international marks, Art. 5, Paris Convention is controlling; see supra p. 6, n. 16. 

56. DRUCKER-BODENHAUSEN, op. cit. supra at 142. 

57. Projet de Loi Uniforme Benelux en matiére de marque, Ing.-Cons. 1954, 91, 
Art. 3. 
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mark does not have the burden of proving use for a period of more 
than 5 years prior to the date of the complaint. Hence, the 
contestant has the burden of establishing that the owner has not 
used the mark during the 5-year period prior to the complaint. 
Such a burden of proof becomes virtually impossible to sustain, 
the registrant’s right to the mark has, for all practical purposes, 
become incontestable. 


IV. Registration Without Use 
Germany 


Under the German trademark law,” registration alone creates 
the right to the trademark, with priority from the filing date of 
the application.** Perhaps to an even greater extent than in 
Anglo-American law, statutory law in Germany has been supple- 
mented and developed by common law. Indeed, in Germany 
trademark law is not only a part of the law of unfair competition 
but is a technical law subject to the higher law of competitive 
ethics. The bulk of German jurisprudence on unfair competition 
rests upon the blanket norm of section 1 of this law and is there- 
fore judge-made law.” 

The German registrant is free to decide whether or not he 
will use the registered mark and the Patent Office is not entitled 
to require evidence of any intention to use the mark. Only from 
the standpoint of unfair competition will the courts decide whether 
nonuse of a registered mark—be it a reserve or defensive mark, 
reserve goods or defensive goods—amounts to misuse.“ In a 
long line of cases the German Supreme Court (both as the highest 
court of the German Reich and the present German Bundesre- 
publik) developed two underlying principles: first, the formal 
right of registration will be subvested if nonuse of the mark is a 
violation of commercial ethics. (There are very few cases in 
which the registrant was denied protection on this ground; they 


58. Trademark Laws of May 5, 1936; July 18, 1953. 

59. CALLMANN, DER UNLAUTERE WETTBEWERB MIT WARENZEICHENRECHT, sec. 16, 
note 135 et seg. (2d ed. 1932). 

60. Among the countries which, like Germany, adhere to the principle of constitu- 
tive effect of registration, two countries have a law on nonuse of trademarks. In Spain, 
under Arts. 171, 172 of the Law on Industrial Property of July 26, 1929, a mark will 
be canceled by court decision on motion of a private person after nonuse during 5 
consecutive years unless the nonuse is due to force majeure. Not earlier than 3 years 
after the cancellation may the mark be used and filed for registration by anyone else. 
During these three years, the owner of the mark may renew the registration.—In Greece, 
the trademark court can cancel a mark which has not been used for a considerable 
period of time. 

61. CALLMANN, German treatise, supra note 59, notes 139, 148, 149. 





406 THE TRADEMARK REPORTER Vol. 48 T. M. R. 


are mainly cases of equitable estoppel.) Second, a defensive mark 
will be tolerated only if it is similar to the main trademark and, 
conversely, will be protected only if the allegedy infringing mark 
is, to a certain degree, similar to the main mark. 

In Germany, there have been some expressions of doubt with 
respect to the wisdom of the almost unlimited freedom in the 
nonuse of trademarks, such as reserve and defensive marks, 
reserve goods and defensive goods. There appears to be some 
tendency to change the direction of the law and point it to the laws 
of those countries which adhere, at least to a certain degree, to 
the requirement of use. The unconditional requirement of use 
dominates the U.S.A.; this doctrine has been modified in Great 
Britain, Switzerland and Canada, and a hybrid situation prevails 
in such countries as France, Belgium and the Netherlands. One is 
tempted to ask which solution seems the most preferable. 


B. SUGGESTIONS 


Requirement of Use as Matter of Principle 


Analysis reveals that the laws of most countries, as a matter 
of principle. accept the requirement of use, at least to some degree, 
as desirable. All countries either have relatively young trade- 
mark statutes or have adapted their old laws to the modern neces- 
sities of international commerce. Among those who approach the 
problem exclusively from the standpoint of commercial advisa- 
bility and practical convenience (i.e., the trademark owners), the 
majority clearly favors the recognition of the requirement of use 
as a basic principle of modern trademark law. 

Some time ago the German Trademark Association (“Der 
Markenverband”) sent out a questionnaire which was answered by 
280 members. An Association report of January 24, 1955, to the 
members of its Board of Directors and its Legal Committee, re- 
veals the following: | 

The first question was pointed to the complaint that the 
trademark register of the Patent Office was confusingly over- 
loaded and asked the members whether the registration of new 
trademarks suffers from an unreasonable number of nonused 
marks in the register. 152 firms said yes; 76 said no, and 52 had no 
clear position. 

The second question asked: “Should the Patent Office request 
evidence of use as a condition precedent to registration of a 
mark?” “Yes” said 41 firms; “No” said 224 and 14 did not answer. 
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The third question asked whether a trademark registration 
should, after a certain grace period, be canceled because of non- 
use. 176 firms answered in the affirmative; among these 43 with 
a certain reservation for defensive marks; 94 firms answered in 
the negative; 10 abstained. 

Among the firms which participated in this study were some 
with a large and some with a small number of trademarks. 

In a similar survey conducted by the French Manufacturers 
Association (Union des Fabricants in Paris), of 237 answers, 143 
were in favor of and 94 were against the continued requirement 
of use, a result not too dissimilar from that of the German 
survey. From another survey of the French Union it can be 
concluded that French trademark owners are less favorably dis- 
posed toward the requirement of use than they are to the German 
system of constitutive registration. 78 firms favored the former, 
and 128 voted for the latter. 

In the United States, where the unconditional requirement 
of use is dominant, there is no perceptible movement for change. 
Yet there are some experts who favor the English or Canadian 
system, and a committee of the United States Trademark Asso- 
ciation is presently studying the possible advantages of adopting 
an “intention to use” provision in the Lanham Act, which intro- 
duced a new method of enforcing and controlling the principle 
of use. 

Nevertheless, as a matter of sheer economic necessity, there 
is some justification for a relaxation of the rigid principle of 
unconditional requirement of use. 

The requirement of use has been considered the best preven- 
tive against cramming the register of the Patent Office. But I 
cannot agree. Despite our rigid requirement of use the register 
of the U.S. Patent Office is still crammed. Secondly, the argu- 
ment is invalid if only on the principle that technicalities of that 
kind must be adapted to the necessities of life. We don’t ban 
traffic because the streets are already overloaded and we don’t 
forbid conveyances of real estate because title registers are too 
full. In times of expanding economy, technical accessories must 
be expanded proportionately. 

It has been argued that nonused marks deny those who are 
seeking new marks the opportunity to choose marks out of our 
linguistic treasures. If business men could only suppress the 
tendency to select descriptive words and resort to words or word 
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combinations that have no relationship at all to the goods which 
are destined to bear them, there would be an unlimited abundance 
of available words. Our musical composers need only seven notes 
to create hundreds of operas and symphonies. If business men 
would only realize how good a mark like HUNTER is for whiskey, 
STORKCLUB for a night club, everest for watches, MONTE Rosa for 
cigarettes, HUDsoN for tobacco; and not only in divorce cases a 
picture is worth more than a thousand words. 


1. Reserve Marks 


Reserve marks are those which the registrant does not pres- 
ently intend to use but reserves for use in the immediate future. 
They offer an advantage to a registrant who wants to put a new 
article on the market. If he has a registered mark at hand, he 
need not await a protracted Patent Office proceeding; if the idea 
for a good trademark suddenly occurs—and that is an undis- 
guised blessing—one can, with all care, take the necessary steps 
to prepare the article destined to bear that mark: he need not 
rush solely to lay a foundation for filing an affidavit of use. 

When one realizes how difficult it is to come up with a “good” 
trademark—and this will become increasingly difficult in the ex- 
panding economies of our time—how much time, effort and money 
must be invested in experimenting with a mark before it is eventu- 
ally adopted and used, how many facets must be explored before 
it is decided whether a word or a picture will be the “silent sales- 
man,” there can be no doubt that reserve marks satisfy an eco- 
nomic need and their registration should be allowed. To allow 
them, a modification of the requirement of use is fundamental. 


2. Defensive Marks 


The line of demarcation between reserve and defensive marks 
is sometimes difficult to draw. The difference lies essentially in 
economic purpose and therefore in the intent to use. Reserve 
marks will eventually be used when their time comes; defensive 
marks are a bulwark for the main mark. Their existence is trace- 
able to the often justified distrust of judicial understanding, ap- 
preciation and comprehension of the nature and value of a trade- 
mark as an incorporeal economic value in general and of the con- 
cept of confusion in particular. It was once assumed that the need 
for defensive marks only existed when the law of unfair competi- 
tion and trademarks was in its infancy. This is not true; the courts 
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have not learned enough during the last decades and many 
modern judges are just as helpless with respect to concepts of 
industrial property as some judges of old were with respect to 
the sale of land, livery of seisin, and intangible choses in action. 
Nevertheless, defensive marks cannot be justified on that basis 
alone. Other fields of law have inherently difficult problems too 
and there is no insurance against erroneous decision. The only 
remedy is appeal and this is the price we pay for the development 
of the law. Trademark law enjoys no privileged status and it 
could even be said that the defensive mark is in the nature of 
undesirable and unlawful self-help. 


3. Reserve Goods 


Reserve goods protect the trademark owner against the regis- 
tration of a conflicting trademark for a product he is not presently 
making but which he might eventually make because it falls with- 
in the natural expansion sphere of his business. It is a device to 
protect the trademark owner from a too narrowly confined 
analysis of the concept of “related goods.” Reserve goods must 
be treated differently from reserve marks. Reserve marks insure 
the availability of a registered trademark when it becomes needed; 
reserve goods may be advisable even if they are not part of a 
reasonably foreseeable production program; they are justified 
on the ground that no one is entitled to bring them on the market 
with a trademark similar to the mark of the prior user. The 
writer believes they should be allowed. 


4. Defensive Goods 


Defensive goods falling within the purview of the business’ 
natural expansion should be allowed like reserve goods. They 
should, however, not be allowed if they are alien to the goods made 
and/or sold by the trademark owner. In the latter case they 
serve as a preventive remedy against the too timid application 
of the concept of dilution on the part of the courts. (See the 
British law supra p. 399.) Here, as with defensive marks, we can 
speak of unlawful self-help. The danger of dilution is not a 
competitive but a proprietary concept. It is evident whenever the 
distinctiveness of a mark is endangered. The reference in the 
British law to confusion is as erroneous as the American premise 
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that there must be confusion for protection against dilution.” 
Dilution arises out of a great variety of fact-constellations; these 
should be developed by the trial and error method of the common 
law and the courts should not be deprived of this opportunity 
by the formal proceeding of registration. 


5. Export Trademarks 


In countries where the requirement of use is the conditio 
sine qua non of a registration, foreign trademarks can be regis- 
tered without use on the basis of their home registration certifi- 
cate. Export marks must, therefore, be registered in their home 
country with and without use, if only for the purpose of laying 
the foundation for registration in the import country. 


6. Foreign and International Marks 


Under Art. 5, §7 of the Paris Convention, countries with the 
requirement of use cannot deny registration to the national of a 
member country on the ground of nonuse and can cancel or 
invalidate such a mark only after a reasonable time and then 
only if the registrant does not show a reasonable justification for 
the nonuse. Consequently it may happen that especially small 
countries will be swamped by a large number of nonused foreign 
trademarks. Nothing can be done about it. 

A more important question is whether the phrase “reasonable 
time” is the best possible formulation in the provision of Art. 5 
Paris Union. The writer believes it to be too vague. The “reason- 
able time” should be fixed, 5 years as in England, or 6 months as 
in Canada, or in some similar manner. The mere fact that the 
foreign owner is permitted and obliged to justify the nonuse of 
his mark may be a sufficiently effective safety valve in and of itself. 


7. Requirement of Registration 


In countries which emphasize the requirement of use, registra- 
tion is very often optional, and offers procedural advantages 
only without affecting the trademark right. (Recently, especially 
in the United States under the Lanham Act and in Roman coun- 
tries, certain advantages of registration affect the right itself, 
e.g., the incontestability of the trademark registration and the 


62. See, for instance, cases cited in CALLMANN, U.S. treatise, supra note 2, supple- 
ment 1956 to §84.2, p. 1645 n. 51. 
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trademark right and the right to sue being dependent upon regis- 
tration. ) . 

Optional registration should be abolished as a source of un- 
certainty and injustice. One who adopts a mark and invests 
money in it should be protected against a prior user in a remote 
part of the country who contests his mark of the “newcomer.” 
Public information on the existence of marks is necessary and 
it is only reasonable to require that anyone who wants to use a 
mark make that fact known to the business community by enter- 
ing the mark in a public register. 


8. Requirement of Use with Grace Period 


The writer believes that the best solution can be found in a 
happy combination of the British and Canadian law with the 
Benelux proposal, i.e., requirement of use with a grace period, 
granting the nonused trademark priority of protection retroactive 
to the date of application and subject to cancellation if the mark 
is not used, without justifiable excuse, or the nonuse amounts to 
abandonment of the mark. The registration and not the first 
use without registration should create the trademark right. The 


use must be a bona fide (i.e., a genuine) use as is now required in 
the United States, Great Britain, Canada and Switzerland. Use 


99 66 


by “related companies,” “registered users” or similarly authorized 
companies should also qualify. 

Technically, and to give a clear picture of how many regis- 
tered marks are being used and how many are not, it might be 
advisable to establish two kinds of registers and any additional 
registers which the Patent authorities may believe proper. 

Within five years after the registration of a mark in the 
register for nonused marks, an application to transfer the mark 
into the Register for used marks must be filed, together with an 
affidavit of use, and if such an application is not filed, the mark 
shall be eliminated from the Register for nonused marks. 

If the mark has been transferred to, or registered in, the 
Register for used marks, and its use has been discontinued for 
five consecutive years, the mark shall be presumed to have been 
abandoned and can be canceled unless the registrant is in a 
position to rebut the presumption by justifying the nonuse. 

The applicant for registration of a mark in the Register for 
used marks or for transfer of a mark from the Register for 
nonused marks must show use of the mark. If, in a court pro- 
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ceeding or a proceeding before the Patent Office, the use of the 
mark is controverted, the burden of proving use or nonuse shall 
(as provided in the Benelux Proposal) devolve upon that party 
which, in the opinion of the judge, according to equitable princi- 
ples should carry that burden. However, if the mark is registered 
in the Register for used marks, the owner will not be required to 
prove use for a period of more than 5 years prior to the com- 
mencement of the litigation. This probatio diabolica may be 
attempted by the trademark owner’s opponent. 

Abandonment of a mark should entitle any other person to 
appropriate it; if the mark is still registered in the name of 
the original user, the new user may properly seek its cancella- 
tion.®* If, however, the public still identifies the mark with the 
original user, an appropriation thereof, though it will not infringe 
upon his rights, will, in all likelihood, deceive the public. The 
public will not identify the mark with the original user after 
the new user has vested it with his own secondary significance. 
This may not be too rare a case, for it may be assumed that the 
prior user would have neglected his mark prior to abandoning it. 





‘ 


63. See CALLMANN, U.S. Treatise, supra note 2, vol. 3, p. 1354. 
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THE INFLUENCE OF TELEVISION ON TRADEMARKS* 


By Rodney Erickson** 


As you know, 7% billion dollars have been invested over 
the past ten years in television advertising, and the American 
public has spent 15.1 billion dollars for the purchase of television 
sets over the same number of years. The purpose of this invest- 
ment is to secure programs and time in this exciting medium, in 
which to put our commercials, which we hope will move mer- 
chandise. 


First, let me repeat, the purpose of television is to move 
merchandise. We are not in the business of entertaining people. 
We are in the business of selling. 

Many new trademarks have been established in the past 
decade quickly and emphatically through the use of a medium that 
reaches everybody with sight, sound and demonstration. In order 
to properly evaluate its effectiveness in influencing the introduc- 
tion or furthering the penetration of a trademark, it is first 
necessary to evaluate television as an advertising medium. 


The National Scope of Television 


At this time, more than 95 percent of all homes in the 
United States live within range of a first-rate television signal. 
There are almost five hundred stations operating in the United 
States and sooner or later we may have seven hundred stations. 
91.4 percent of all television homes have a choice of three or more 
channels. This, of course, means that programs have to fight to 
win the favor of the audiences. 

The growth of television in the United States has been ex- 
tremely fast. From almost no sets in 1948, the television industry 
has manufactured over 50,000,000 sets, and as of January 1, 1958, 
almost 42,500,000 homes in the United States have television sets. 
It is estimated that by January, 1959 this figure will be closer 
to 46,000,000 homes. 

One of the most exciting chapters in the future of television 
is color. It is very difficult to predict when color will become a 
significant factor in our thinking. At the present time many 





* Address delivered at the 81st Annual Meeting of The United States Trademark 
Association held in Atlantic City, N. J., April 10-11, 1958. 
** Vice-President, Young & Rubicam, Inc., New York City. 
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programs have been telecast in color and look very good indeed. 
The networks are programming about fifteen hours of color 
television a week, and 80 percent of all television homes live in an 
area where a color television signal is now being transmitted. 

Unfortunately the manufacturers have not yet decided on 
what set they are going to produce. Only RCA is going ahead 
full steam with color sets which retail from $495. We believe 
the development of color television is directly related to the ability 
of the manufacturers to mass produce a reliable large screen color 
set at a lower cost to the consumer. 

The prediction on color is 1,000,000 sets in the first year of 
full production, and from that point on color sets will be sold 
and installed at the rate of four to six million a year. 

In answer to our question, “is television a national advertis- 
ing medium?”: 


1. Almost all U. S. homes can receive a television signal. 
2. More than four out of five homes have television sets. 


3. New stations make network clearances easier, but increase 
competition in every market. 


Television Set Usage 


This second chapter answers the questions, “do the American 
people use their sets?” “is television a novelty?” “is there a 
decline in their viewing?” 

Sets-in-use on a yearly basis peak at 57.7 percent. This 
means that at any given minute between 9:00 and 10:00 p.m. 
Eastern Time during any day of the year 1957, almost 60 percent 
of all television sets in the United States were tuned to some 
program or other. This is a lot of viewing. This figure also takes 
into consideration the decline of viewing in the summertime when 
people go outdoors or are on vacation. In the peak winter months 
it is considerably higher and will represent, this coming season, 
about 24,000,000 homes. 

Over the past three years, sets-in-use have remained very 
stable in the evening, while the number of homes has increased 
from 12,800,000 to 19,430,000 tuned to some program or other 
between 8:00 and 11:00 p.m. any given minute, any given day, 
from October through March. 

I do not expect you to believe this next figure. But it is a 
fact, and it is a fact corroborated by every rating service as well 
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as our own research. The average home spent 5.15 hours a day 
viewing television any given day during the whole of 1957. The 
figure for 1958, when computed, should be a little higher, Let 
me say that this includes the woman viewing alone during the 
daytime, children when they come home from school, and the 
family viewing as a family unit at night. 

In answer to our question about television set usage, we 
conclude: 


1. In evening hours sets-in-use have become stabilized. 
2. In the daytime there has been a gradual rise in sets-in-use. 


3. Television homes are viewing as much as or more than 
they ever did. 


Ratings, Circulation and Costs 


Despite its unique ability to offer sight, plus sound, plus 
animation, television is just another advertising medium, and it 
must take its place along with all other media in relation to 
ratings, circulation and cost to reach your potential customers. 
Here is a typical picture of the average evening half-hour program. 


21.6 percent of all homes in the United States watch it each 
evening it is on, representing 8,426,000 homes. It costs about 
$86,000 per telecast for time, talent and commercials and it reaches 
1,000 homes for $3.88 per minute. 

The average evening hour programs gets a 23.0 rating, reaches 
9,097,000 homes and costs about $187,200. Its cost-per-thousand 
per commercial minute is $3.50 due to that fact that, while cost 
is higher, there are six minutes of commercial time allotted to a 
nighttime hour program. 

Some of the top programs are expensive, but they are very 
efficient advertising buys on the basis of audience delivery. For 
example, “Gunsmoke,” “Wyatt Earp,” “Tales of Wells Fargo,” 
“Have Gun, Will Travel,” and “The Danny Thomas Show” 
deliver 1000 homes for about $2.00 a commercial minute. They 
reach about 15,000,000 homes. This could be an excellent adver- 
tising value despite the fact that the out-of-pocket cost looks 
pretty high—$94,120 per week. The true test of an advertising 
value is not “did it cost $4,000,000 a year?” but instead, “how 
many potential customers did I get for a dollar?” Program ratings 
are going down to increased competition, but the circulation 
of the average program is sharply up over the three year period 
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Spectaculars have been much maligned and much over-praised. 
They did fairly well on the whole, but cost more money than 
regular programs and as a result the cost-per-thousand homes 
delivered to the spectacular is fairly premium priced—from $3.43 
(“Annie Get Your Gun”) to $7.46 (Standard Oil 75th Anniversary 
Show). 

Television spots represent a good way to reach a national 
audience with reminder advertising. A good nighttime spot 
schedule costs about as much as a good half-hour program, and 
may reach more people if there is frequency in the positioning of 
spots on different nights of the week. They cost fairly little for im- 
pressions per home, but because of the restricted amount of time— 
20 seconds or 8 seconds—they present a selling limitation. 


You know, there is a remarkable event that takes place 
in the average American home between program entertainment. 
One-third of the people go to the bathroom, get a drink, change 
their clothes, or do chores about the house. Seventeen percent 
are in the room reading, talking, or playing cards. And only 38 
percent are actually watching television. This means that while 
a spot is on, only about half of the people are actually paying 


attention to it. It is, therefore, difficult to determine the effective- 
ness of a spot campaign as related to a commercial within a 
program. We can conclude from this chapter that television 
program ratings are about the same in spite of increased com- 
petition in every market area, but the number of people watching 
television shows is still rising due to the great number of sets 
that are sold each year. While costs are going up, circulation is 
rising at the same rate, which means that television remains as 
good an advertising value as it ever was. 


Audience Composition 


This is one of the most underestimated and yet vitally im- 
portant parts of research we do. In order to make a sale, you 
must reach the right person. If your potential customer is a 
woman, you can reach one housewife for every set tuned in from 
8:00 in the morning until 4:30 in the afternoon, although your 
potential is limited. During that time there is a pre-school child 
around the house and a quarter of a man, but in effect you are 
selling to only one woman. The children dominate the set between 
4:30 and 7:30 at night, at which time the man of the household 
and the woman join the children. 
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In conclusion, evening television reaches a full-family audience 
—one man and one woman per set—with the number of children 
decreasing with the lateness of the hour. 


Programming 


This is the key to all television. Television programming 
should be understood by all classes of people, all colors, all creeds, 
all levels of intelligence. Unless these criteria are met, you will 
have a selective audience. A program which appeals to me or to 
you personally, in most instances would not be a good program 
to reach all potential customers. 

If you examine flow charts you will note that television audi- 
ences are very fickle. They shift from program to program; 
they shift in the middle of a program. It is, therefore, of para- 
mount interest to place the major commercial in the body of a 
show to avoid as much of this shifting of audience as possible. 

About sixty percent of all television shows are now on film 
and the audience doesn’t seem to care as long as the program 
content is good. It is, of course, more economical to put programs 
on film because we can repeat them in the summertime at con- 


siderably less money than the first time around. In addition, many 
people did not have a chance to see a single episode the first 
time the series was shown, and those who did see certain episodes 
do not seem to mind seeing them again if the program content 
is good enough. 


1953-54 1954-55 1955-56 1956-57 1957-58 
60% 
40% 





In conclusion, more and better programs are sharply increas- 
ing competition between programs. 


The Magazine Concept in Television 


Some of you may wonder why there is an increasing amount 
of sharing of programs on the part of advertisers in television. 
Much of this is explained by what we call the “Magazine Concept 
in Television.” This means the sharing of a program by several 
brands within or without a corporation. The out-of-pocket costs 
for a television program are so great that few advertisers can 
afford a program all their own, or one that sells a single product. 
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Very few brands, except those such as a beer, a Coca-Cola, or an 
automobile, have enough money in their budgets to own an 
entire show. 

By taking half the costs of the show, a company can have 
the major commercial sponsorship every other week and a minor 
sponsorship on the alternate weeks. In effect, this means that for 
the price of 50 percent of the show, you get every week com- 
mercial exposure. 

Another important statistical advantage of television is called 
“cumulative audience.” This phrase simply means that you and 
your neighbor are obviously unable to watch a show week in, week 
out. Some nights you simply cannot watch television because of 
other commitments. Therefore, different homes turn on different 
weeks, and over a four week period, if a show were to get a twenty 
rating, 47 percent of all the homes in the area would have seen 
the program at least once at the end of the four weeks. The 
average home would have heard 1.8 episodes. If the program 
were to get a thirty rating, by the end of a month 55 percent of 
all homes would have seen it at least once, and if it were to get 
a forty rating, the figure would jump to about 67 percent. This 
is one of the great advantages of television; people tend to 
sample a lot of different programs, and, therefore, you get into 
a lot of different homes. In a six month or a one year period, 
you reach about 90 percent of all homes at least once. 

In general, the following conclusions can be reached regarding 
television as an advertising medium: 


Television is now a national medium. 
Sets-in-use remain high and circulation is still rising. 


There is increasing competition between programs for 
audiences. 


Television represents a good buy on a cost-per-thousand 
basis. 


. A shortage of good time availabilities results in a trend 
toward shared programs. 


On shared programs the commercial is the sole sales 
determinant. 


Color television development will tend to make advertising 
an even stronger advertising medium. 
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In closing, this seems a fitting time to look forward a little 
to the future. I wish I could tell you that in the very near future 
you would get “smellies” and “feelies.” Actually, inventors are 
now working on a device which would, by electronic impulse, send 
an odor into the room, just as there are some grocery stores 
equipped with man-built odors simulating fresh roasted coffee, 
fruits and vegetables. As far as “feelies” are concerned, this 
is nothing more than a glove or a device at the edge of the chair 
in front of the television set which allows you to feel fabrics or 
furs or any other pleasant sensation. Along with Vista Vision, 
Stereophonic Sound and Dimensional Color, these inventions are 
being worked on and undoubtedly will become a commonplace 
part of the lives of future generations. But there is one thing 
I can promise you, and that is that color is just around the 
corner. Some of you already have color sets, and in the future 
most of you will have one. Within a few years those of you who 
do not have color sets will be visiting your friends and relatives 
who do have one to see the new exciting programs. 

Television has been highly influential in establishing the fol- 
lowing new trademarks in the past decade of its existence: 


SARAN WRAP 

SALEM cigarettes 

NEWPORT cigarettes 

WINSTON cigarettes 

L&M cigarettes 

KENT cigarettes 

KOOL cigarettes 

oaASIs cigarettes 

POLAROID Land cameras 

EDSEL cars 

Hazel Bishop, coMPLEXION GLOW, non-smear lipstick 

Revlon, ToucH & GLO, FUTURAMA lipstick case, LOvE PAT pressed 
powder, Lustrous lipstick, tivine lipstick 

Max Factor, u1-F1 liquid make-up 

Colgate, VEL, AD, FAB, AJAX, RAPID SHAVE 

Helene Curtis, STOPETTE, FINESSE, SPRAY NET 

WHITE RAIN shampoo 

LUSTRE cream shampoo 

LILT home permanent 

BLUE DUZ 

Remington Rand, princess electric shaver 

CHOCK FULL o’NuTs coffee 

QUILTED aluminum foil 
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SWANSON TV DINNERS 

PAPER-MATE pens 

Bristol-Myers, mana squeeze bottle toothpaste, BAN, BUFFERIN 

castro convertible furniture 

Lever Bros., LUX, WISK, DOVE, BREEZE, STRIPE toothpaste 

KLEENEX table napkins 

Pharmaceuticals, GERITOL, NIRON, ZARUMIN 

Procter & Gamble, BLUE CHEER, GLEEM, JOY, DREFT, COMET, PACE 
home permanents 

Simoniz Co., non-scurr floor wax, IVALON sponges, HI-LITE 
furniture polish 

Purex Corp., BEADS 0’BLEACH, TREND, BLU-WHITE 


In addition, it has given national acceptance to companies 
such as Reynolds Metal, Kaiser Aluminum, American Machine 
and Foundry, Union Carbide, Aluminium Limited of Canada, Ciba, 
U. S. Steel, Armstrong Cork Co., Kraft, ete. 

And there you have the generic approach to television as a 
selling medium, plus the specific benefits which television con- 
tributes to trademarks. As you can see, we take the investment 
of advertising dollars very seriously and research their benefits 
in as much depth as is possible. At the same time, however, we 
know that the sell is what really counts. We must rely on creative 
ideas to put together the kind of commercial that tells the world 
how good a trademark really is, and one that dramatically demon- 
strates its superiority over all other competing trademarks, and 
embodies hard sell with advertising in good taste. After that we 
have only one other recourse—to leave it to the men in the field 
who are the closest contact with the consumer and the public 
to get in there and capitalize on the accepted trademark with 
the halo supplied by television advertising. 
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NOTES FROM THE PATENT OFFICE 


By Katharine |. Hancock* 


Drawings in Typed Form 


The subject of typed drawings in trademark applications 
was discussed in a previous Note from the Patent Office,’ in 
which it was pointed out that there are some situations where 
a typed drawing of a word, letter or numeral might not be accept- 
able under Trademark Rule 2.51(d). 

Rule 2.51(d) provides that if the application is for regis- 
tration only of a word, letter or numeral, or any combination 
thereof, not depicted in special form, the drawing may be the 
mark typed in capital letters on suitable paper. This means that 
if the application is for registration of only a word, letter or 
numeral, or any combination thereof, which it 1s not necessary to 
depict on the drawing in special form, a typed drawing may be 
used. It is the duty of the examiner in the examination of the 
application to evaluate the mark as shown on the specimens to 
decide whether it embodies such a special form that it cannot 
be depicted by means of typing. 

Where there is included as an integral part of a mark some 
design feature, or some unusual form of punctuation (such as 
diacritical marks, or stars or other fanciful forms used as sub- 
stitutes for punctuation marks), it is easy to see that these 
cannot be shown by a means of reproduction which utilizes only 
common and conventional forms of typing. It is harder to see 
some of the other more fundamental types of special form which 
cannot be reproduced by typing. 

Illustrations used in the previous Note to point out the more 
fundamental situations were letters entwined in a distinctive 
monogram or words which shown without their special form 
would appear to be merely trade names. The year and a half 
which have elapsed since that Note have shown that situations in 
which it is necessary for ink drawings to be required occur rather 
frequently, and that these situations include quite a variety of 
circumstances. 


* Announcement has just been made of Miss Hancock’s promotion to Chief of 
Trademark Division III of the U. 8. Patent Office. She is a member of the District of 
Columbia Bar.—Ed. 

1. 46 TMR 1099, September 1956. 





THE TRADEMARK REPORTER Vol. 48 T. M.R. 


SWANSON TV DINNERS 

PAPER-MATE pens 

Bristol-Myers, rpana squeeze bottle toothpaste, BAN, BUFFERIN 

castro convertible furniture 

Lever Bros., LUX, WISK, DOVE, BREEZE, STRIPE toothpaste 

KLEENEX table napkins 

Pharmaceuticals, GERITOL, NIRON, ZARUMIN 

Procter & Gamble, BLUE CHEER, GLEEM, JOY, DREFT, COMET, PACE 
home permanents 

Simoniz Co., non-scurr floor wax, IVALON sponges, HI-LITE 
furniture polish 

Purex Corp., BEADS 0’BLEACH, TREND, BLU-WHITE 


In addition, it has given national acceptance to companies 
such as Reynolds Metal, Kaiser Aluminum, American Machine 
and Foundry, Union Carbide, Aluminium Limited of Canada, Ciba, 
U. S. Steel, Armstrong Cork Co., Kraft, ete. 

And there you have the generic approach to television as a 
selling medium, plus the specific benefits which television con- 
tributes to trademarks. As you can see, we take the investment 
of advertising dollars very seriously and research their benefits 
in as much depth as is possible. At the same time, however, we 
know that the sell is what really counts. We must rely on creative 
ideas to put together the kind of commercial that tells the world 
how good a trademark really is, and one that dramatically demon- 
strates its superiority over all other competing trademarks, and 
embodies hard sell with advertising in good taste. After that we 
have only one other recourse—to leave it to the men in the field 
who are the closest contact with the consumer and the public 
to get in there and capitalize on the accepted trademark with 
the halo supplied by television advertising. 





Vol. 48 T. M. R. NOTES FROM THE PATENT OFFICE 


NOTES FROM THE PATENT OFFICE 


By Katharine |. Hancock* 


Drawings in Typed Form 


The subject of typed drawings in trademark applications 
was discussed in a previous Note from the Patent Office,’ in 
which it was pointed out that there are some situations where 
a typed drawing of a word, letter or numeral might not be accept- 
able under Trademark Rule 2.51(d). 

Rule 2.51(d) provides that if the application is for regis- 
tration only of a word, letter or numeral, or any combination 
thereof, not depicted in special form, the drawing may be the 
mark typed in capital letters on suitable paper. This means that 
if the application is for registration of only a word, letter or 
numeral, or any combination thereof, which it is not necessary to 
depict on the drawing im special form, a typed drawing may be 
used. It is the duty of the examiner in the examination of the 
application to evaluate the mark as shown on the specimens to 
decide whether it embodies such a special form that it cannot 
be depicted by means of typing. 

Where there is included as an integral part of a mark some 
design feature, or some unusual form of punctuation (such as 
diacritical marks, or stars or other fanciful forms used as sub- 
stitutes for punctuation marks), it is easy to see that these 
cannot be shown by a means of reproduction which utilizes only 
common and conventional forms of typing. It is harder to see 
some of the other more fundamental types of special form which 
cannot be reproduced by typing. 

Illustrations used in the previous Note to point out the more 
fundamental situations were letters entwined in a distinctive 
monogram or words which shown without their special form 
would appear to be merely trade names. The year and a half 
which have elapsed since that Note have shown that situations in 
which it is necessary for ink drawings to be required occur rather 
frequently, and that these situations include quite a variety of 
circumstances. 


* Announcement has just been made of Miss Hancock’s promotion to Chief of 
Trademark Division III of the U. S. Patent Office. She is a member of the District of 
Columbia Bar.—Ed. 

1. 46 TMR 1099, September 1956. 





THE TRADEMARK REPORTER Vol. 48 T. M. R. 


Before attempting to illustrate some of these circumstances, 
it might be well to summarize the purpose of the rule permitting 
typed drawings. The theory on which the use of typed drawings 
is based is that a word mark or a letter mark or a numeral mark 
remains the same mark in essence regardless of the varying forms 
of type face or manners of display in which it is presented from 
time to time, and typing the drawing affords a quick and efficient 
way of presenting the essence of such a mark. This theory is valid 
only if, in the beginning, the mark as used is a word mark, or 
a letter mark, or a numeral mark, and is not a word-combined- 
with-essential-display mark. If the mark is “something more” 
than only a word mark, or only a letter mark, or only a numeral 
mark, then an ink drawing is necessary in order correctly to 
reproduce and illustrate that ‘“‘something more” in the exact form 
in which it appears on the specimens. 

A general guide for determining when a mark has that “some- 
thing more” which only an ink drawing will be able to depict 
might be somewhat as follows: if the design or the display of 
the mark is significanily different from the appearance of the 
mark when shown in typing; if the display as seen on the speci- 
mens creates an impression or gives a commercial impact which 
is materially different from the impression or impact made by 
the typed drawing; if the mark has a special form which is 
significant, and that significance is lost in typing—then an ink 
drawing is necessary to depict that special form. 

In administering the rule relative to drawings, it is not the 
purpose of the Trademark Office to discourage or prevent the 
use of typed drawings, nor is it the purpose of the Office to dictate 
what the trademark is. Rather the purpose is to register trade- 
marks in the essential form in which they are used and in which 
they have created a meaning in the minds of the public. Drawings 
in typed form are an exception to the usual rule relative to draw- 
ings in trademark applications, and should be used only where 
the facts show that their use is justified. 

The following examples illustrate a few of the typical situa- 
tions where it has been necessary to require ink drawings: 

Many times the display of a word, letter or numeral mark 
is so significant that it must be shown on the drawing. Display 
might be design features such as outlines in geometric shapes; 
it might be varying sizes of letters; it might be breaks in the 
mark so that different portions are on different lines; and so 
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forth. Often a mark which would be read as having only descrip- 
tive connotations when presented in the uniform, conventional 
manner of typing, will have its meaning changed, its impression 
altered, or its emphasis shifted by a particular display. An 
illustration will be found in the registered mark ors,’ for office 
furniture, the mark being depicted on the drawing in ink to show 
the particular display of size and style of lettering within a 
triangle-like outline design. 

In other situations, relative prominence as between different 
portions of the mark are significant and can only be shown by 
means of an ink drawing. For instance, on one line there may 
be a term which is readily recognizable as a trademark, and on 
the line below in much smaller and different style of type a long 
slogan. While these together may be a composite mark, the 
proper relationship and significance of their parts can only be 
depicted by an ink drawing which will reproduce accurately the 
size, style and location of the various elements. 

This is also true where there is a basic word trademark, such 
as a house mark, across which may be placed another word mark 
in some distinctive format designed to set the two apart. If these 
words are lined up side by side in the uniform lettering of typing, 
the commercial impression as created by the mark on the speci- 
mens may be destroyed. 

Although, generally speaking, it is permissible to register 
only words in cases where those words are combined with a 
design on the specimens, it is not always possible to register 
those words by means of a typed drawing. The same standards 
govern here as with any word mark. An illustration might be a 
one-word house mark in the upper half of a block design, with 
a two-word specific style or line mark in the lower half of the 
block design. The upper half of the block design might be a 
different color from the lower half of the block design. Although 
a final determination in each case depends upon an inspection 
of the specimens in the light of all the surrounding facts, it prob- 
ably would be quite misleading merely to type all three words 
evenly and uniformly on one line as is necessary in a typed 
drawing. 

Sometimes color is an essential feature of the mark, in which 
case an ink drawing is necessary in order that color may be shown 


2. Registration 659,046. 
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by lining. In a mark such as RED sun, where the specimens show 
the words in red and in association with a red sun, it may be 
necessary to show color on the drawing as part of the mark. 

In all situations the use of judgment and discretion is para- 
mount in order to determine properly whether display, or promi- 
nence of parts, or emphasis, or color, as shown on the specimens, 
is a significant divergence from the appearance or impact of the 
mark as it appears when typed. 
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RULES OF PRACTICE IN TRADEMARK CASES 


The Patent Office has proposed a number of important amend- 
ments to certain rules and regulations relating to trademarks 
which were printed in the Federal Register, April 22, 1958, 23 Fed. 
Reg. 2641: 


NOTICE OF PROPOSED RULE MAKING 


Notice is hereby given that the United States Patent Office 
proposes to amend certain rules and regulations relating to trade- 
marks. The amendments are proposed to be issued pursuant to 
the authority contained in Title 15, U. S. Code, section 1123, Title 
35, U. S. Code, section 6, and other authority. 

All persons who desire to submit written data, views, argu- 
ments or suggestions, for consideration in connection with the 
proposed amendments, are invited to forward the same to the 
Commissioner of Patents, Washington 25, D. C., on or before 
July 1, 1958. An oral hearing will not be scheduled unless suffi- 
cient requests for the same are received. 


The text of the proposed amendments follows: 


1. Paragraph (a) of $2.12 is proposed to be amended to 
read as follows: 


(a) Attorneys at law: Any person who is a member in 
good standing of the bar of the Supreme Court of the United 
States or of the highest court of any State, Territory, or the 
District of Columbia, and is not under any order of any court 
suspending, enjoining, restraining, disbarring, or otherwise 
restricting him in the practice of law, may represent others 
before the Patent Office in trademark cases. No application 
for recognition to practice in trademark cases by attorneys 
at law is required. 


2. Section 2.15 is proposed to be amended to read as 
follows: 


§2.15 Signature and certificate of attorney or agent. 
(a) Every paper filed by an attorney at law or other person 
representing an applicant or party to a proceeding in the 
Patent Office must bear the signature of such attorney at law 
or other person except those papers which are required to be 
signed by the applicant or party (such as the application 
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itself and verifications required of applicants, registrants or 
others). The signature of an attorney at law or such other 
person to a paper filed by him, or the filing of any paper by 
him, constitutes a certificate that the paper has been read; 
that its filing is authorized; that to the best of his knowledge, 
information, and belief there is good ground to support it; 
and that it is not interposed for delay. 


(b) When an applicant or party is represented by a firm 
composed of attorneys at law, papers may carry the signature 
or name of the firm, with the signature of a member or asso- 
ciate of the firm. 


(c) When an applicant or party is represented by a firm 
(registered in accordance with $ 1.341 (d) of this chapter, 
Patent Rule 341 (d)) which includes one or more nonlawyers, 
papers may carry the signature or name of the firm, but in 
any case, they must carry the signature of an individual mem- 
ber of the firm or of an individual employee of the firm who 
is registered in the Patent Office and who is authorized to 
sign on behalf of the firm, and the certification referred to 
in paragraph (a) of this section shall, in either case, be a 
certification by and on behalf of the firm and by the individual. 


3. Section 2.17 is proposed to be amended to read as 
follows: 


§ 2.17 Recognition for representation. (a) When an 
attorney at law acting in a representative capacity appears 
in person or signs a paper in practice before the Patent Office 
in a trademark case, his personal appearance or signature 
shall constitute a representation to the Patent Office that 
under the provisions of these rules and the law he is author- 
ized, and qualified under § 2.12 (a), to represent the particular 
party in whose behalf he acts. Further proof of authority 
to act in a representative capacity may be required. 


(b) Before any nonlawyer will be allowed to take action 
of any kind in any application or proceeding, a written 
authorization from the applicant, party to the proceeding, 
or other person entitled to prosecute such application or pro- 
ceeding must be filed therein. 


4. Section 2.18 is proposed to be amended to read as 
follows: 


§ 2.18 Correspondénce held with: attorney or agent. 
Correspondence will be held with the attorney at law, or other 
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recognized person who shall have filed his written authoriza- 
tion, representing the applicant or party to a proceeding. 
Double correspondence will not be undertaken, and if more 
than one attorney at law appears or more than one agent 
is authorized, correspondence will be held with the one last 
appearing or appointed, as the case may be, unless otherwise 
requested. 


5. Section 2.19 is proposed to be amended to read as 
follows: 


§2.19 Revocation of power of attorney or authorization 
of agent. Authority to represent an applicant or a party to 
a proceeding may be revoked at any stage in the proceedings 
of a case upon notification to the Commissioner; and when 
it is so revoked, the Office will communicate directly with the 
applicant or party to the proceeding or with such other quali- 
fied person as may be authorized. The Patent Office will notify 
the person affected of the revocation of his authorization. 


6. The last sentence of § 2.24 is proposed to be deleted and 
the following inserted in lieu thereof: “Official communications 
of the Patent Office will be addressed to the domestic representa- 
tive unless the application is being prosecuted by an attorney at 
law or other qualified person duly authorized. The mere designa- 
tion of a domestic representative does not authorize the person 
designated to prosecute the application unless qualified under 
§ 2.12 (a), or qualified under subparagraph (b) or (c) of § 2.12 
and authorized under § 2.17 (b).” 


7. Section 2.27 is proposed to be amended by changing the 
title to read “Pending applications index; access to applications”’ 
and by changing the word “description” in the first sentence to 
“reproduction.” 


8. Section 2.37 is proposed to be amended to read as 
follows: 


§ 2.37 Authorization for representation; U. S. represen- 
tative. The authorization of a qualified person to represent 
applicant (§ 2.17 (b)) and the appointment of a domestic 
representative (§ 2.24) may be included as a paragraph or 
paragraphs in the application. 
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9. The last sentence of paragraph (a) of § 2.39 is proposed 
to be amended to read as follows: “If the certificate is not in the 
English language, a translation is required.” 


10. Section 2.41 is proposed to be amended to read as 
follows: 


§ 2.41 Proof of distinctiveness under section 2 (f). (a) 
When registration is sought of a mark which would be un- 
registrable by reason of section 2 (e) but which is said by 
applicant to have become distinctive in commerce of the goods 
set forth in the application, applicant may, in support of 
registrability, submit with the application, or in response 
to a request for evidence or to a refusal to register, affidavits, 
depositions, or other appropriate evidence showing duration, 
extent and nature of use and advertising expenditures in con- 
nection therewith (identifying types of media and attaching 
typical advertisements), and affidavits, letters or statements 
from the trade or public, or both, tending to show that the 
mark distinguishes such goods. 


(b) In appropriate cases, ownership of one or more prior 
registrations on the principal register or under the act of 


1905 of the same mark may be accepted as prima facie evi- 
dence of distinctiveness. Also, if the mark is said to have 
become distinctive of applicant’s goods by reason of substan- 
tially exclusive and continuous use thereof by applicant for 
the five years next preceding the application filing date, a 
showing by way of verified statements in the application may, 
in appropriate cases, be accepted as prima facie evidence 
of distinctiveness. In each of these situations, however, fur- 
ther evidence may be required. 


11. Section 2.53 is proposed to be amended to read as 
follows: 
§ 2.53 Transmission of drawings. Drawings transmitted 
to the Patent Office, other than those typed in accordance with 
§ 2.51 (d), should be sent flat, protected by a sheet of heavy 
binder’s board, or should be rolled for transmission in a suit- 
able mailing tube to prevent mutilation or folding. 


12. Paragraph (b) of § 2.67 is proposed to be amended to 
read as follows: 


(b) If registration is refused solely on the basis of a 
prior registration and the applicant files a petition to cancel 





Vol. 48 T. M. R. RULES OF PRACTICE IN TRADEMARK CASES 429 


the reference registration, such action upon notice thereof 
being placed in the application file by the applicant within 
the time for reply, shall be taken as a response to the refusal, 
and further action by the Office shall, at applicant’s request, 
be suspended pending the termination of the cancellation 
proceeding. 


13. Section 2.75 is proposed to be amended by canceling the 
last sentence thereof. 


14. Section 2.86 is proposed to be amended by canceling the 
word “description” and substituting the word “identification.” 


15. The second sentence of § 2.95 is proposed to be amended 
by inserting the words “under § 2.143” after the word “Commis- 
sioner.” 


16. Section 2.98 is proposed to be amended by deleting the 
third and fourth sentences and substituting in lieu thereof the 
following: “If, however, any testimony has been, or is about to 
be, taken the case will not be added except upon approval of the 
Examiner of Interferences. If not added, the Examiner of Trade- 
marks may suspend action on such case pending termination of 
the interference proceeding, following which an interference may 
be instituted between such case and the case of the party prevail- 
ing in the first interference.” 


17. Section 2.120 is proposed to be amended to read as 
follows: 


§ 2.120 Discovery procedure. The provisions of the 
Federal Rules of Civil Procedure relating to discovery are 
inapplicable in inter partes trademark cases except as spe- 
cifically set forth in this section. 


(a) Depositions for discovery. (1) Any party to an 
opposition, interference, cancellation or concurrent use pro- 
ceeding may, at any time not later than thirty days prior to 
the date when any testimony may be first taken, take the 
deposition of any person, including a party, for the purpose 
of discovery. Such depositions may be taken upon oral exami- 
nation in the manner prescribed by $§ 1.273, 1.274 and 1.275 
of this chapter (Patent Rules 273, 274 and 275), or upon 
written interrogatories in the manner prescribed by § 2.124. 
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15. The second sentence of $2.95 is proposed to be amended 
by inserting the words “under § 2.143” after the word “Commis- 
sioner.” 


16. Section 2.98 is proposed to be amended by deleting the 
third and fourth sentences and substituting in lieu thereof the 
following: “If, however, any testimony has been, or is about to 
be, taken the case will not be added except upon approval of the 
Examiner of Interferences. If not added, the Examiner of Trade- 
marks may suspend action on such case pending termination of 
the interference proceeding, following which an interference may 
be instituted between such case and the case of the party prevail- 
ing in the first interference.” 


17. Section 2.120 is proposed to be amended to read as 
follows: 


§ 2.120 Discovery procedure. The provisions of the 
Federal Rules of Civil Procedure relating to discovery are 
inapplicable in inter partes trademark cases except as spe- 
cifically set forth in this section. 


(a) Depositions for discovery. (1) Any party to an 
opposition, interference, cancellation or concurrent use pro- 
ceeding may, at any time not later than thirty days prior to 
the date when any testimony may be first taken, take the 
deposition of any person, including a party, for the purpose 
of discovery. Such depositions may be taken upon oral exami- 
nation in the manner prescribed by $§ 1.273, 1.274 and 1.275 
of this chapter (Patent Rules 273, 274 and 275), or upon 
written interrogatories in the manner prescribed by § 2.124. 
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(2) Scope of examination. The deponent may be exam- 
ined regarding any matter, not privileged, which is relevant 
to the subject matter involved in the pending proceeding, 
whether it relates to the claim or defense of the examining 
party or to the claim or defense of any other party, including 
the existence, description, nature, custody, condition and loca- 
tion of any books, documents, or other tangible things and 
the identity and location of persons having knowledge of 
relevant facts. It is not ground for objection that the testi- 
mony will be inadmissible at the trial if the testimony sought 
appears reasonably calculated to lead to the discovery of 
admissible evidence. 


(3) Use of discovery depositions. Discovery depositions 
may be used in accordance with Rule 26 (d) (1), (2), (4) and 
(f) of the Federal Rules of Civil Procedure, provided the 
party offering the deposition, or any part thereof, in evidence 
files it before the close of his testimony period and also files 
a notice of reliance thereon, setting forth in said notice the 
specific portions to be relied upon. Objections, including any 
made during the examination, will be considered only if they 
are renewed in the brief or at the time of the hearing. 


(b) Requests for admission. (1) Any party to an opposi- 
tion, interference, cancellation or concurrent use proceeding 
may, at any time prior to the opening of his period for taking 
testimony, serve upon any adverse party a written request 
for admission by the latter of the genuineness of any relevant 
document described in and attached to the request (a photo- 
copy may be attached, provided the original thereof is made 
available for inspection). The genuineness of each such docu- 
ment shall be considered as admitted unless, within fifteen 
days after service thereof, the party to whom the request 
is directed serves upon the party requesting the admissions 
a sworn statement denying the genuineness thereof, or setting 
forth in detail the reasons why he cannot truthfully either 
admit or deny the same. 


(2) Effect of admissions. No admission shall be con- 
sidered as part of the record in the case unless a party files, 
before the close of his testimony period, a notice of reliance 
thereon, setting forth in said notice each request and admis- 
sion relied upon. Any objections noticed will be considered 
only if made at the time of the hearing. 


18. Section 2.127 is proposed to be amended by deleting 
paragraph (c). 
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19. Paragraph (a) of § 2.128 is proposed to be amended by 
changing “date of service,” both occurrences, to ‘‘due date.” 


20. Section 2.131 is proposed to be amended to read as 
follows: 


§ 2.131 Ex parte matter in-an inter partes case. If, in 
considering an inter partes case involving an application, 
facts appear which, in the opinion of the Examiner of Inter- 
ferences, may render the mark of the applicant unregistrable 
on one or more ex parte grounds, he may in his decision on 
the inter partes issues in the case recommend that if the 
applicant finally prevails in the case, registration be withheld 
pending a reexamination by the Examiner of Trademarks of 
the application in the light of such facts. If, upon such 
reexamination following termination of the inter partes case, 
the Examiner of Trademarks finally refuses registration to 
applicant, appeal may be taken as provided in §§ 2.141 and 
2.142. 


21. New § 2.162a is proposed, reading as follows: 


§2.162a Notice to registrant. If no affidavit is filed 
within a reasonable time prior to expiration of the sixth year, 
the registrant may be notified that the registration will be 
canceled by the Commissioner at the end of such sixth year 
unless the owner files in the Patent Office the affidavit of use 
or excusable nonuse required by section 8. Failure to notify 
the registrant does not, however, relieve the registrant of the 
responsibility of filing the affidavit within the period required 
by statute. 


22. Paragraph (b) of § 2.164 is proposed to be amended by 
deleting “he may petition to the Commissioner for review under 
§ 2.146” and inserting in lieu thereof “he may request the Com- 
missioner to review the action under § 2.146,” in the first sentence; 
by deleting “petition to” and inserting in lieu thereof “review by” 
in the second and third sentences; and by inserting “or review 
by the” before the word “court” in the last sentence. 


23. The first sentence of § 2.165 is proposed to be amended 
to read as follows: “If no affidavit is filed within the sixth year 
following registration or publication under section 12 (c), the 
registration will be canceled forthwith by the Commissioner.” 
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(2) Scope of examination. The deponent may be exam- 
ined regarding any matter, not privileged, which is relevant 
to the subject matter involved in the pending proceeding, 
whether it relates to the claim or defense of the examining 
party or to the claim or defense of any other party, including 
the existence, description, nature, custody, condition and loca- 
tion of any books, documents, or other tangible things and 
the identity and location of persons having knowledge of 
relevant facts. It is not ground for objection that the testi- 
mony will be inadmissible at the trial if the testimony sought 
appears reasonably calculated to lead to the discovery of 
admissible evidence. 


(3) Use of discovery depositions. Discovery depositions 
may be used in accordance with Rule 26 (d) (1), (2), (4) and 
(f{) of the Federal Rules of Civil Procedure, provided the 
party offering the deposition, or any part thereof, in evidence 
files it before the close of his testimony period and also files 
a notice of reliance thereon, setting forth in said notice the 
specific portions to be relied upon. Objections, including any 
made during the examination, will be considered only if they 
are renewed in the brief or at the time of the hearing. 


(b) Requests for admission. (1) Any party to an opposi- 
tion, interference, cancellation or concurrent use proceeding 
may, at any time prior to the opening of his period for taking 
testimony, serve upon any adverse party a written request 
for admission by the latter of the genuineness of any relevant 
document described in and attached to the request (a photo- 
copy may be attached, provided the original thereof is made 
available for inspection). The genuineness of each such docu- 
ment shall be considered as admitted unless, within fifteen 
days after service thereof, the party to whom the request 
is directed serves upon the party requesting the admissions 
a sworn statement denying the genuineness thereof, or setting 
forth in detail the reasons why he cannot truthfully either 
admit or deny the same. 


(2) Effect of admissions. No admission shall be con- 
sidered as part of the record in the case unless a party files, 
before the close of his testimony period, a notice of reliance 
thereon, setting forth in said notice each request and admis- 
sion relied upon. Any objections noticed will be considered 
only if made at the time of the hearing. 


18. Section 2.127 is proposed to be amended by deleting 
paragraph (c). 
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19. Paragraph (a) of $ 2.128 is proposed to be amended by 
changing “date of service,” both occurrences, to “due date.” 


20. Section 2.131 is proposed to be amended to read as 
follows: 


§ 2.131 Ex parte matter m-an inter partes case. If, in 
considering an inter partes case involving an application, 
facts appear which, in the opinion of the Examiner of Inter- 
ferences, may render the mark of the applicant unregistrable 
on one or more ex parte grounds, he may in his decision on 
the inter partes issues in the case recommend that if the 
applicant finally prevails in the case, registration be withheld 
pending a reexamination by the Examiner of Trademarks of 
the application in the light of such facts. If, upon such 
reexamination following termination of the inter partes case, 
the Examiner of Trademarks finally refuses registration to 
applicant, appeal may be taken as provided in $4 2.141 and 
2.142. 


21. New § 2.162a is proposed, reading as follows: 


§2.162a Notice to registrant. If no affidavit is filed 
within a reasonable time prior to expiration of the sixth year, 
the registrant may be notified that the registration will be 
canceled by the Commissioner at the end of such sixth year 
unless the owner files in the Patent Office the affidavit of use 
or excusable nonuse required by section 8. Failure to notify 
the registrant does not, however, relieve the registrant of the 
responsibility of filing the affidavit within the period required 
by statute. 


22. Paragraph (b) of § 2.164 is proposed to be amended by 
deleting “he may petition to the Commissioner for review under 
§ 2.146” and inserting in lieu thereof “he may request the Com- 
missioner to review the action under § 2.146,” in the first sentence; 
by deleting “petition to” and inserting in lieu thereof “review by” 
in the second and third sentences; and by inserting “or review 
by the” before the word “‘court” in the last sentence. 


23. The first sentence of § 2.165 is proposed to be amended 
to read as follows: “If no affidavit is filed within the sixth year 
following registration or publication under section 12 (c), the 
registration will be canceled forthwith by the Commissioner.” 
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24. Section 2.173 is proposed to be amended by inserting the 
words “and verified” after the word “signed” in the second sen- 
tence of paragraph (a) and by deleting the word “specification” 
and inserting in lieu thereof the word “identification” in para- 
graph (b). 


25. Paragraph (b) of § 2.175 is proposed to be amended by 
inserting the words “and verified” after the word “signed,” in 
the first sentence. 


26. Section 2.176 is proposed to be amended by deleting 
“petition may be taken to the Commissioner under $ 2.146” and 
inserting in lieu thereof, “registrant may request the Commis- 
sioner to review the action under § 2.146.” 


27. Paragraph (b) of § 2.184 is proposed to be amended by 
deleting “he may petition to the Commissioner for review under 
§ 2.146” and inserting in lieu thereof “he may request the Com- 
missioner to review the action under § 2.146.” 


[SEAL | 
Rosert C. Watson, 
Commissioner of Patents. 


Approved: April 16, 1958. 


SrncLarR WEEKS, 
Secretary of Commerce. 
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PATENT OFFICE 


Trademark Statistics 


Applications filed 


Registrations issued 
Principal Register 
Supplemental Register 


Renewals 


Sec. 12(c), publications 


Sec. 8, affidavits filed 
See. 8, cancellations 


Cancellations, other 


* Not available. 


Cumulative 
January—March 


1958 


5,542 


3,135 
185 


3,320 


091 


1957 


5,101 


4,076 
183 


4,259 


721 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Austria 
Infringement by Import 


Plaintiff, owner of an international registration protected 
in Austria on BRUNSWICK for records, was the exclusive distributor 
for BRUNSWICK records in Austria, under license from an Amer- 
ican company. Defendant imported into Austria records bearing 
the BRUNSWICK label purchased from the American company’s 
British licensee, which owned a registration on BRUNSWICK in 
Great Britain. Plaintiff sought and obtained from the Commer- 
cial Court of Vienna an injunction restraining defendant from 
distributing in Austria BRUNswick records not made by plaintiff 
or its Austrian subsidiary. 

The Court of Appeals reversed, holding that a trademark 
registration merely entitled its owner to prevent others from 
illegally using the mark and that there was no illegality involved 
in the affixation of the mark to the records in Great Britain by 


the British company. Any other interpretation, said the Court 
of Appeals, would enable the trademark registrant to build his 
registration into a sales monopoly, which was not the intent of 
the trademark law. 


The Supreme Court reinstated the original judgment, holding 
that the Court of Appeals had overlooked that provision of the 
Unfair Competition Law which entitles the registrant to enjoin 
any use of the mark likely to create confusion as to the origin 
of the goods. The Supreme Court conceded that trademark rights 
are exhausted when the goods are placed in circulation and that 
a subsequent link in the chain of distribution cannot be held 
responsible for the original illegality of the affixation of the mark, 
but held that, in view of the principle of territoriality, this applies 
only to goods which are first placed in circulation domestically. 
The Supreme Court pointed out that, leaving aside questions of 
copyright law, its views of the trademark aspects of the dispute 
could not be construed to confer a monopoly upon the plaintiff, 
since the plaintiff’s trademark registration did not enable it to 
prevent the defendant from importing goods from the British 
company under a different label. Decision of the Supreme Court 
of September 4, 1957. 
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Germany 


Finality of Decisions by the Appeal Senate of the Patent Office 


A decision of potentially far-reaching importance to German 
patent and trademark practice is currently awaiting review by 
the Supreme Administrative Court of Germany. It had long 
been accepted in Germany that only one appeal was available 
from a decision of the German Patent Office (i.e., the Examiner), 
namely, to the Appeal Senate of the Patent Office, the judgment 
of the latter being final. In 1956, a German national against whom 
an adverse ruling had been handed down by the Appeal Senate 
of the Patent Office instituted an action against the President 
of the Patent Office before the Administrative Court of Bavaria, 
seeking a reversal of the decision and basing her right of appeal 
on the non-judicial character of the Patent Office and the Appeal 
Senate. The President of the Patent Office denied the Adminis- 
trative Court’s jurisdiction on the ground that the Appeal Senate 
was a judicial rather than an administrative body and that its 
decisions were therefore unappealable. 


The Administrative Court of Bavaria, subjecting the compo- 


sition of and procedure before the various departments of the 
Patent Office as well as of its Appeal Senate to detailed scrutiny, 
found those of the latter lacking in the essentials of the judicial 
process and held that, since its acts were administrative in nature, 
its decisions were appealable to the Administrative Courts. 

The Patent Office has appealed this decision to the Supreme 
Administrative Court in Berlin. 


Scope of Protection of Device Marks Claiming Color 


Plaintiff was the owner of several registrations covering 
different words accompanied by representations of bands or rings. 
Each registration was accompanied by a statement to the effect 
that the band was intended to be affixed to the body or cap of a 
fountain pen in a color different from the pen itself. Plaintiff 
also owned a registration on a mark without words, consisting 
of a black and white representation of a fountain pen surrounded 
at one point by a narrow band which, in the statement accompany- 
ing the registration, is described as red. 

On the basis of these registrations, plaintiff sought to enjoin 
defendant from using a colored band on its fountain pens. Defen- 
dant agreed to cease further use of a red or reddish band, but 





436 THE TRADEMARK REPORTER Vol. 48 T. M.R. 


counter-sued for a declaratory judgment that plaintiff was not 
entitled to restrain defendant from using bands of any other 
color. The counter-suit was granted by the Courts of First and 
Second Instance. 

On appeal to the Supreme Court by the original plaintiff, 
it was held that the two courts below correctly ruled that the 
various word-and-device registrations claiming color in general 
for the band entitled their owners to bar the use of colored bands 
by others only with respect to that color which had actually ac- 
quired distinctiveness as identifying the registrant’s goods, i.e., 
the color red. However, the Supreme Court held further that 
the Court of First Instance should also have ascertained whether 
the idea of a colored band in general had come to be associated 
by the public with the plaintiff’s goods, even though plaintiff 
had been using only red bands on its fountain pens, in which 
ease plaintiff’s request for an injunction restraining defendant 
from using bands of any color would have been justified. The 
case was remanded to the Court of First Instance for appropriate 
findings of fact. Decision of the Supreme Court of May 14, 1957. 


Great Britain 
Malicious Falsehood—Passing-Off 


The BRITISH MAID case reported herein at 47 TMR 716 has 
been taken on appeal by the defendants to the Court of Appeal. 
The only issue on appeal was whether or not the sale by the 
defendants of the plaintiffs’ canned milk without changing the 
original labels or cans amounted to passing-off if the milk was 
old and deteriorated and the defendants knew or should have 
known the state of the milk. The Lower Court had held that the 
defendants had represented that the milk was the plaintiffs’ 
normal current output and this representation by the defendants 
was not true and the selling of one class of the plaintiffs’ goods 
as and for another class amounted to passing-off. On appeal 
the defendants stressed the argument that the ultimate purchasers 
of the milk would not have had a cause of action for breach of 
warranty against the retailers. This contention was dismissed on 
the ground that it was not relevant to the injury done to the 
plaintiffs’ reputation. Leave to appeal to the House of Lords 
was denied. Wilts United Dairies, Ld. v. Thomas Robinson Sons & 
Coy, Ld. (1958), R.P.C. 94. 
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Union of South Africa 
Opposition Proceedings 


Applications to register the trademark PERMATHENE in re- 
spect of plastic film material falling in several different classes 
were opposed by the owner of PENTATHENE registered in respect 
of “piping, tubing, and tubular and sheet film made of plastic 
material.” The oppositions were heard before A. A. F. Keeton, 
Acting Registrar of Trade Marks. It was established at the 
outset that the applicants’ and the opponents’ goods were similar. 
The applicants attempted to establish that after the applications 
were filed goods bearing the trademark PERMATHENE were put on 
the market and there were no instances of confusion with PEntTa- 
THENE but the Acting Registrar held that use subsequent to the 
date of the applications and the lack of evidence of confusion 
subsequent to that date are of little consequence. The applicants 
also contended that the suffix THENE was common to the trade 
but this contention was dismissed on the ground that there was 
no evidence to indicate the extent of the use of such marks con- 
taining the suffix THENE in the Union of South Africa and the mere 
existence of registrations for marks containing that suffix would 
not be sufficient without evidence from the trade. The Acting 
Registrar held that, the burden of proof being on the applicants, 
the trademarks PERMATHENE and PENTATHENE are likely to lead 
to deception and confusion. In outlining the relevant factors the 
Acting Registrar said: 


“In an approach to the question of the probability of confusion 
the several propositions discussed by Counsel may be sum- 
marized as: 


(a) The analysis and comparison of the marks as to: 
(1) Appearance (to the eye). 
(2) Sound (to the ear). 
(3) Idea (the mental picture). 


Factors governing the relative significance of the appear- 

ances, sounds and ideas of the marks. These factors have 

been taken into account from time to time in the cases 

cited by Counsel. They are: 

(1) The class of persons who purchase the goods. 

(2) The existence of other trademarks similar in part 
or as a whole to the marks applied for and which 
are in use or common to the trade. 
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(3) The question of distinctiveness or otherwise of the 
marks as opposed to descriptiveness. Under this 
heading would be included the doctrine of imperfect 
recollection and the idea behind the mark.” 


Patent Journal, February 26, 1958. 
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BOOK REVIEWS 


Foreign CoMMERCE AND THE ANTITRUST Laws. By Wilbur L. 
Fugate. The Trade Regulation Series, S. Chesterfield Oppen- 
heim, Editor. Boston and Toronto, Little, Brown & Company, 
1958. Pp. 384. $16.00. 


This is the second book in a series of monographs on trade 
regulation published under the editorship of Professor Oppenheim 
of the University of Michigan Law School. The first volume, 
Trade Association Law and Practice, by George P. Lamb and 
Sumner S. Kittelle, published in 1956, has come to be considered 
as the most comprehensive and up-to-date study of antitrust 
problems confronting trade associations. The volume which has 
now become available was prepared by a member of the legal staff 
of the Antitrust Division, Department of Justice, who also served 
in an advisory capacity on the Attorney General’s National Com- 
mittee to Study the Antitrust Laws. It is the most comprehensive 
as well as the most important study made to date of all antitrust 
problems which arise in the foreign commerce of the United States. 
No American corporation engaged in foreign commerce can afford 
to overlook this book regardless of whether the problem may 
involve marketing, foreign distributorship, merger or patent 
problems or, indeed, questions involving trademark protection in 
foreign commerce. Chapter 9 of the book, entitled ‘“Trade-Marks 
in Foreign Trade,” not only includes a fine analysis of the trade- 
mark problems raised by the now famous Timken decision, but also 
discusses problems resulting from alleged misuse of Section 42 
of the Trademark Act and Section 526 of the Tariff Act which 
are now before the United States Supreme Court in the perfumery 
importers cases (United States v. Guerlain, Inc., United States v. 
Parfums Corday, Inc., and Umted States v. Lanvin Parfums, Inc., 
Civ. 93-267, 93-268, and 93-269, S.D. N.Y. 1957). In our opinion, 
Mr. Fugate’s book belongs on the shelf of the library of every 
trademark lawyer and every patent and trademark department 
of United States corporations engaged in foreign commerce. 


Wuat THE GENERAL PRACTITIONER SHOULD Know Asout TRapDE- 
MARKS AND Copyricuts. By Arthur H. Seidel. Committee on 
Continuing Legal Education, American Law Institute, Phila- 
delphia, 1957. Pp. 175. $3.00. 


This publication follows a similar handbook by the same 
author on “What the General Practitioner Should Know About 





440 THE TRADEMARK REPORTER Vol.. 48 T. M. R. 


Patent Law and Practice.” It does not, in our opinion, quite meet 
the excellent standards which have always governed the publica- 
tions of the American Law Institute, some of which, as for 
instance the study by Cyrus Austin, “Price Discrimination and 
Related Problems under the Robinson Patman Act,” first pub- 
lished in 1952, have gone through several editions. Perhaps the 
reason why the volume here under review may be subject to criti- 
cism is found in the fact that, contrary to the same author’s mono- 
graph on patent law, the present work seeks to condense both 
trademark law and copyright law into one short work, with the 
result that each of these subjects is so summarily dealt with that 
neither is covered entirely satisfactorily. This is true particu- 
larly of that part of the book which, in approximately 25 pages, 
seeks to advise the general practitioner with regard to the intri- 
eacies of our present copyright system. It would probably have 
been a greater service to the profession if all available space in 
this volume had been devoted to protection and registration of 
trademarks and a separate volume of equal size had been prepared 
with regard to copyright. It would then have been possible to do 
greater justice to each subject by having separate volumes for 
these two subjects. This might also have permitted the inclusion 
of references to some of the leading cases, of which not more 
than about ten are referred to in the section dealing with trade- 
marks. It might have made possible a more adequate treatment 
of such timely problems as are raised in connection with the regis- 
tration of service marks, certification marks and collective marks, 
which receive but brief mention in very short paragraphs. The 
treatment of service marks, in particular, maybe because of its 
briefness, is rather ambiguous. What, for instance, is meant by 
the author’s statement at page 46: “Moreover, a phrase or mark 
indicative that services are rendered by a particular person who 
is in fact the person rendering such services is likewise not a valid 
basis for a service mark.”? Similar criticism might be made of 
the author’s treatment of the controversial problem involving the 
proper scope of Section 42 of the Trademark Act and Section 526 
of the Tariff Act (page 25). The author’s suggestion that the 
advantage of recordation of a trademark “may be more than 
offset by the interference with the shipment of goods into the 
United States through friendly associates who are not related 
companies” is not readily understood. With regard to the subject 
of trademarks, the book includes, at page 39, a brief list of refer- 
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ence material which, while referring to some of the earlier text- 
books on the subject, makes no mention of the annual progress 
reports to the American Bar Association on the Trademark Act 
of 1946 which have been regularly published since the new act 
was enacted both in The United States Patents Quarterly and in 
The Trademark Reporter. Concerning copyright law, the author 
does not list any reference material at all. 

Despite these shortcomings, the general practitioner may find 
the monograph of assistance in getting a cursory view and some 
practical help in approaching trademark and copyright problems. 
In our opinion, both the Institute and the author would render 
a greater service to the profession if the subject of copyright 
law were not treated as an appendix to a monograph on trade- 
marks but would be eliminated in future editions of this mono- 
graph so that all available space could be devoted to practical 
trademark problems.—W.J.D. 


INTERNATIONAL NON-PROPRIETARY NAMES FOR DRUGS 
PROPOSED BY W. H. O. 


Information has been received from the World Health Organi- 
zation that 162 additional names are under consideration as 
proposed international non-proprietary names for pharmaceutical 
preparations. Due to space limitations we are unable to publish 
this list in the Reporter, but it will be printed in the March 1958 
issue of the “Chronicle of the World Health Organization” which 
may be consulted in the Association’s library. 

Comments or objections to these proposed names may be 
made within the period ending four months following the month 
of publication of the list in the “Chronicle” and should be sent 
to the Director-General, World Health Organization, Palais des 
Nations, Geneva, Switzerland. 

Previous references may be found in: 47 TMR 596, 808 and 
1053 (1957). 
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LIST OF OTHER TRADEMARK ARTICLES 
AND LEGAL NOTES* 


ARTICLES 


Beech-Nut Life Savers, Inc. 

New, Livelier Beech-Nut. (Modern Packaging, v. 31, no. 7, March 1958, pp. 
135-137.) 
Results of merger of Beech-Nut and Life Savers seen in design overhaul of Beech- 
Nut packaging. 
Behrman, J. N. 

Advantages and Disadvantages of Foreign Licensing. (Patent, Trademark, and 
Copyright Journal of Research and Education, v. 2, no. 1, March 1958, pp. 137-158.) 


Diamond, Sidney A. 

Only Copying a Specific Thing Can Infringe a Copyright. (Advertising Agency 
Magazine, February 14, 1958, p. 20.) 
Federal Rule of Civil Procedure 23(b): Its Application under Erie R.R. v. 
Tompkins. (Fordham Law Review, v. 26, no. 4, Winter 1957-58, pp. 694-699.) 


Federation of Rhodesia and Nyasaland. 
Trademarks Act of 1957, effective April 1, 1958. (Patent and Trade Mark Review, 
v. 56, no. 4, January 1958, pp. 87-104; v. 56, no. 5, February 1958, pp. 128-142. 


Fisher Flouring Mills Co., Seattle, Wash. 

Rainbow of Flour Cartons. (Modern Packaging, February 1958, pp. 104-105.) 
West Coast miller switches from conventional bags to over-wrapped boxes for line 
of variety flours. 


Nicholas, George P. 

Importers Make Singer Mend Its Ways. (Sales Management, February 21, 1958, 
pp. 82-86, 88.) 
Foreign makes gained foothold with zig-zag machine, but Singer expanded distri- 
bution by importing its Scotch machines and importers are now running into more 
competition from Singer. 


Patent Institute of Canada. 
Report of Proceedings, 3lst Annual Meeting, Toronto, 1957. 
“Trademark Symposium,” pp. 61-124. 
Schramm, Frederic B. 
Leases of Machinery and the Antitrust Laws. (Journal of the Patent Office 
Society, v. 60, no. 2, February 1958, pp. 110-147.) 


A Symposium on Trade Regulation and Practices, Part I. (Vanderbilt Law Review, 
v. 11, no. 1, December 1957, Pp. 270.) 


Taiwan. 

Trademarks. Provisional Regulations for Entrusting Trademark Registration to 
the National Bureau of Standards, Promulgated August 1, 1954. (Patent and Trade 
Mark Review, v. 56, no. 5, February 1958, pp. 123-124.) 


LEGAL NOTES 


Esquire, Inc. v. Esquire Slipper Mfg. Co. 
Trade Regulation—Unfair Competition—Dilution of Trademarks. (North Carolina 
Law Review, v. 36, no. 1, December 1957, pp. 105-109.) 


United States v. Guerlain, Inc. 

Trademarks and Trade Names. Affiliated Trademark Owner Cannot Prevent Im- 
portation of Genuine Goods Bearing the Mark. (Harvard Law Review, v. 71, no. 3, 
January 1958, pp. 564-568.) 


* Copies of these articles and legal notes are available for reference in the 
Association’s library. 
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APPLE GROWERS ASSOCIATION v. PELLETTI 
FRUIT COMPANY, INC. 


No. 7322 — D. C., N. D. Calif., N. Div. — June 27, 1957 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—INCONTESTABILITY 
A registration incontestable pursuant to sections 1065 and 1115(b) of Title 15 
U.S.C. is conclusive evidence of the registrant’s exclusive right to the use of the 
mark in commerce or in connection with the goods specified in the registration. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
An infringement results where only part of a trademark is appropriated if the 
partial appropriation results in confusion as to the source of origin of the goods 
sold under the infringing mark. 
REGISTRABILITY—STYLE DESIGNATIONS 
A trademark may include a grade or quality designation without losing its 
trademark character. 
REGISTRABILITY—SECONDARY MEANING MARKS 
REGISTRABILITY—CONCURRENT MARKS 
The Lanham Act extends registrability to marks which, although originally 
weak, have become distinctive through use, even though such use was concurrent 
with another’s use of the mark. Notwithstanding such original defects, plaintiff 
not only overwhelmingly established that its DIAMOND mark had acquired a secondary 
meaning but also that it had acquired an incontestable status, thus precluding a 
defense by the defendant that plaintiff had not acquired exclusive rights in the 
mark since this was not one of the defenses specified in the statute in the case of 
incontestable marks. 
REGISTRABILITY—COLOR MARKS 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—NOTICE 
Evidence that the legend “Reg. U.S. Pat. Off.” was used in connection with 
varied colorations of the registered mark, does not support defense of “unclean 
hands” where the colors were employed to distinguish different grades and qualities 
of the product and as part of the registered brand or trademark. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ATTORNEY’S FEES 
Counsel fees may be allowed as costs in exceptional cases in the discretion 
of the trial court but ordinarily they will not be awarded unless required by 
statute. 


Action by Apple Growers Association v. Pelletti Fruit Company, Inc., 
for trademark infringement and unfair competition. Judgment for plain- 


tiff. 


Kenneth 8. Klarquist and Buckhorn, Cheatham & Blore, of Portland, 
Oregon, and John F. Downey and Downey, Brand, Seymour & Rohwer, 
of Sacramento, California, for plaintiff. 
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William G. MacKay, of San Francisco, California, and Frank L. Barrett 
and Geary, Spridgen & Moskowitz, of Santa Rosa, California, for 
defendant. 


Bo.pT, District Judge. 

Plaintiff Apple Growers Association, an Oregon corporation, seeks to 
restrain defendant Pelletti Fruit Company, Inc., a California corporation, 
from using a diamond symbol or the word piaAMoNpD as part of defendant’s 
trademark or name in connection with the production, sale or shipment 
of fresh apples. 

Jurisdiction of the court to try the issues of unfair competition and 
technical trademark infringement, raised by the pleadings, is based upon 
§ 1332 of 28 U.S.C. by virtue of the diversity of citizenship and amount 
in controversy as well as upon § 1338 of the same title and § 1121 of 
Title 15. 

In 1917 plaintiff, as successor to the Hood River Apple Growers 
Union, became the assignee of United States Patent Office Registration 
No. 90,992 covering the use of a diamond symbol as a trademark for fresh 
apples. Thereafter in 1935 plaintiff was granted trademark Registration 
No. 321,880 covering a blue diamond symbol and the words BLUE DIAMOND 
BRAND for fresh apples. This registration was later renewed under the 
provisions of Section 9 of the Trademark Act of 1946 (Lanham Act), 15 
U.S.C. § 1059 and is presently in force and effect. In 1950, pursuant to 
the Act of 1946, plaintiff was granted by the United States Patent Office 
registration of three additional trademarks: No. 525,600 consisting of a 
diamond symbol for “fresh deciduous fruits—namely, fresh apples, fresh 
pears and fresh cherries;”’ No. 525,599 consisting of the word DIAMOND 
accompanied by a diamond symbol, also for fresh deciduous fruits; No. 
525,598 consisting of the words BLUE DIAMOND accompanied by a blue 
diamond symbol, also for fresh deciduous fruits. The diamond symbols 
in trademarks 525,600 and 525,599 are shown in the certificates of regis- 
tration to be lined for color blue but no particular color is specifically 
claimed. All three of the 1950 registrations have since become incontes- 
table pursuant to §§ 1065 and 1115(b) of Title 15 U.S.C. and therefore 
are now conclusive evidence of plaintiff’s exclusive right to the use of 
such marks in commerce or in connection with the goods specified in the 
certificates. 

Since 1917 plaintiff has engaged continuously in the business of grow- 
ing and selling fresh apples in interstate and foreign commerce on a large 
scale, always using various combinations of the word DIAMOND and a 
diamond symbol to identify its product. Through the years and widely 
in the apple trade brokers, wholesalers and retailers have come to asso- 
ciate the diamond brand with apples grown and shipped by plaintiff. 
DIAMOND BRAND APPLES, as plaintiff’s apples are commonly known in the 
trade, have for many years been considered by both foreign and domestic 
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buyers to be highly desirable because of their uniform high quality and 
salability. 

Henry Pelletti, president of the defendant corporation, has been in 
the fruit and produce business in California for the past 29 years, having 
been employed in various capacities in connection with the marketing of 
apples prior to 1941 and as general manager of the Dahlke Fruit Co. of 
Graton, California, from 1942 to 1945. In 1946 Pelletti and others organ- 
ized the defendant corporation naming Pelletti as president. Some time 
in 1946 the defendant began marketing apples in California and in inter- 
state commerce under a label bearing the name SEBASTOPOL DIAMOND and a 
diamond symbol. Defendant’s apples are sold in substantially the same 
market areas in California as plaintiff’s apples. Defendant’s sEBASTOPOL 
DIAMOND label has never been registered with the United States Patent 
Office as a tradezmark although application for registration was filed after 
the institution of this suit. 


Plaintiff contends that defendant’s use of labels on its fresh apples 
bearing the name SEBASTOPOL DIAMOND and a diamond symbol constitutes 
unfair competition and infringement of its various diamond trademarks. 
To support this contention plaintiff argues that although the diamond 
was initially a “weak” mark it has acquired a secondary significance 
through prolonged use which entitles it to protection both at common law 
and under the terms of the Lanham Act. It is plaintiff’s position that 
DIAMOND BRAND APPLES to the trade means apples of the Apple Growers 
Association and that the use by defendant of the SEBASTOPOL DIAMOND label 
is likely to produce confusion in the minds of apple buyers (brokers, 
wholesalers and retailers) as to the source of the apples so advertised and 
marketed. Plaintiff urges that this likelihood of confusion is an infringe- 
ment of its diamond trademark because of its probable effect of diluting 
the value and lessening the distinctiveness of plaintiff’s mark, and that 
it is unfair competition in that it permits defendant to profit unjustly 
from the good will which plaintiff has established. In consequence of the 
alleged infringement and unfair competition, plaintiff asks: (1) a declara- 
tion that defendant’s use of the trademark SEBASTOPOL DIAMOND constitutes 
unfair competition and infringement of plaintiff’s trademark rights; (2) 
injunctive; relief; (3) damages; (4) defendant’s profits and (5) costs, 
including attorneys’ fees. 

Defendant contends that trademark Registration No. 90,992 should 
have been cancelled and held invalid by reason of a Patent Office decision 
rendered January 27, 1916, by the Examiner of Trademark Interferences, 
in favor of one Roland Morrill of Benton Harbor, Michigan and adverse 
to the Hood River Apple Growers Union, predecessor to plaintiff in this 
action. However, the record shows that the decision was based on a written 
agreement between Morrill and the Union dated August 9, 1915, reciting 
that the marketing areas of the two producers were not in conflict. In those 
circumstances Union agreed not to contest the interference and Morrill 
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agreed not to object to the continued use by Union of diamond labels. 
Therefore, a finding adverse to defendant’s first contention is required. 

Defendant next contends that since plaintiff has not used the word 
DIAMOND and the diamond symbol alone, but has used them in conjunc- 
tion with various colors indicating different grades of fruit and with 
pictures or words indicating the source of plaintiff’s fruit as Hood River, 
Oregon, defendant’s use of the word DIAMOND and the diamond symbol 
cannot be unfair competition or an infringement of plaintiff’s marks. This 
contention is sufficiently answered in this Circuit by Mershon Co. v. Pach- 
mayr, 220 F.2d 879, 105 USPQ 4 (45 TMR 560), and Tillman & Bendel v. 
Califorma Packing Corp., 63 F.2d 498, 16 USPQ 332 (23 TMR 131), 
wherein it was held that infringement results from an appropriation of 
only part of a trademark where the partial appropriation results in con- 
fusion as to the source of origin of the goods sold under the infringing 
mark. In this connection defendant suggests that plaintiff’s use of the 
diamond mark in conjunction with color grade designations (i.e., blue 
diamond for extra fancy, red diamond for fancy and white diamond for 
“©” grade) precludes plaintiff from seeking trademark protection for its 
labels. This argument also is without foundation for it is clear that a 
trademark may include a designation of grade or quality without losing 
its character as a trademark. Tillman & Bendel v. California Packing 
Corp., supra. 

Defendant’s next contention is that the word DIAMOND and the diamond 
shape, because of their wide and general use as trademarks and trade 
names in the fresh apple market, are not subject to exclusive appropria- 
tion by either plaintiff or defendant but are public property. Defendant 
claims that other apple growers and shippers in plaintiff’s market areas 
in the past have used and presently are using trademarks employing a 
diamond term or symbol without challenge by the plaintiff. One of the 
most significant changes in trademark law introduced by the Lanham Act 
is the extension of registrability to marks which though originally weak 
have gained distinctiveness through use even though such use may have 
been concurrent with that of another user. The testimony of the various 
apple brokers and wholesalers who gave evidence at the trial is over- 
whelmingly convincing that plaintiff's mark has acquired a secondary 
significance identifying apples carrying the diamond brand with the 
plaintiff Apple Growers Association; furthermore, plaintiff’s Registration 
Nos. 525,600, 525,599 and 525,598 have become incontestable under the 
terms of 15 U.S.C. §§ 1065 and 1115(b) unless one or more of the seven 
defenses enumerated in 1115(b) be established by the defendant. There- 
fore, it is found and held that the word DIAMOND and the diamond symbol 
applied to fresh apples as used in plaintiff’s trademarks have acquired a 
secondary significance and that plaintiff is exclusively entitled to such 
use subject to the defenses enumerated in 15 U.S.C. § 1115(b). 
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The contention most strongly urged by defendant is that plaintiff 
was guilty of fraud in procuring the registration of its marks and that 
such marks are therefore not entitled to protection from infringement 
and should be cancelled. Defendant mistakenly grounds this claim solely 
upon the provisions of 15 U.S.C. § 1064. In a trademark infringement 
suit such defense may be asserted under 15 U.S.C. §1115(b)(1). Under 
either section, however, the question to be decided remains the same, 
namely, whether defendant has succeeded in establishing that either the 
registration or the incontestable right to the use of any of plaintiff’s 
marks was obtained fraudulently. There is no credible evidence of acts 
or representations on the part of plaintiff amounting to fraud in the 
procurement of any of its registrations or in acquiring incontestable rights 
to the use of any of its marks. Accordingly, plaintiff’s trademarks are 
entitled to protection against infringement. 

As to the equitable defenses of laches, estoppel and acquiescence 
asserted by defendant, such defenses are not available as against allega- 
tions of infringement of trademarks which have become incontestable 
under the appropriate provisions of the Lanham Act, but in any event 
there is no credible evidence in this case to support any of the alleged 
defenses. The defense of abandonment while still available in such a 
situation, is not supported by any evidence. 

Defendant finally asserts that plaintiff has come into court with 
“unclean hands” by virtue of its use of the legend “Reg. U.S. Pat. Off.” on 
certain of its labels bearing the name RED DIAMOND BRAND accompanied by a 
red diamond symbol and similar labels bearing the name WHITE DIAMOND 
BRAND and a white diamond symbol, when in fact the names WHITE DIAMOND 
BRAND and RED DIAMOND BRAND and the red and white colored diamond 
symbols had never been registered with the United States Patent Office. 
Defendant readily admits that the red, blue and white colors were used 
by plaintiff to distinguish different grades of fruit and not necessarily 
as a part of the brand name or trademark. That this is true should be 
obvious from the express disclaimer in Registration Nos. 525,599 and 
525,600 of any particular color for the diamond symbol. The unclean 
hands contention is without merit. 

It clearly appears that the defendant has been and now is guilty of 
acts of trademark infringement amounting also to unfair competition and 
that plaintiff is entitled to a permanent injunction restraining defendant 
from such conduct. The evidence is insufficient to support an award of 
damages or profits as prayed for by plaintiff. 

Costs in accordance with the applicable rules are awarded to plaintiff. 
Such costs will not include counsel fees. Counsel fees may be allowed as 
costs in exceptional cases at the discretion of the trial court, but ordi- 
narily will not be awarded unless required by statute. Gold Dust Corp. v. 
Hoffenberg, 87 F.2d 451, 32 USPQ 207 (27 TMR 205) ; In re Swartz, 130 
F.2d 229; Rolax v. Atlantic Coast Line R. Co., 186 F.2d 473; Sprague v. 
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Ticonic National Bank, 307 U.S. 161. There is no statutory provision for 
counsel fees in the present type of case and exceptional circumstances 
calling for such an award do not appear. 

Findings of fact, conclusions of law and a decree in accordance here- 
with may be presented. 


TURNER v. GILMORE et al. 
No. 34146 — Washington Sup. Ct. — August 29, 1957 


CoMMON LAW TRADEMARKS—ABANDONMENT 
To establish abandonment it is necessary to show acts indicating a practical 
abandonment and an actual intent to abandon. Acts, which unexplained, would 
sufficiently establish abandonment, may be answered by showing there never was 
an intention to give up and relinquish the right claimed. 


Action by M. C. Turner v. David 8. Gilmore et al. for unfair competi- 
tion. Defendants appeal from Superior Court, King County, Washington 
from judgment for plaintiff. Affirmed. 


John E. Belcher, of Seattle, Washington, for appellants. 
Stanley N. Kasperson, of Seattle, Washington, for respondent. 


Hitz, Chief Justice. 

David S. Gilmore appeals from a judgment which enjoins him from 
using the trade name WEST SEATTLE REALTY. 

The injunction was secured by M. C. Turner, whose right to use that 
trade name until November, 1953, is not questioned. At that time, he 
ceased using the name TURNER’S WEST SEATTLE REALTY in his advertising, 
and operated under the name of TURNER REALTY, Or M. C. TURNER REALTY CO., 
which is the name under which he is presently registered with the real- 
estate division of the state department of licenses. 

We have twice spelled out in some detail the law with reference to 
the use of trade names: Foss v. Culbertson, 17 Wn.2d 610, 57 USPQ 341 
(33 TMR 325), Seattle Street R. & Municipal Employees Relief Ass’n v. 
Amalgamated Ass’n of Street Elec. R. & Motor Coach Employees of 
America, 3 Wn.2d 520, 45 USPQ 503 (30 TMR 516). 

The only question with which we are concerned is whether Turner 
abandoned the use of the trade name WEST SEATTLE REALTY. If there has 
been no abandonment, Turner’s right to use it should be protected and 
the trial court must be affirmed; conversely, if there has been an abandon- 
ment, the trial court erred in enjoining Gilmore’s use of it. The question 
of whether there has been an abandonment is one of fact to be determined 
from all the circumstances of the case. Foss v. Culbertson, supra. 

The trial court made a finding that Turner had not abandoned the 
trade name WEST SEATTLE REALTY, and that he adopted the trade name of 
TURNER REALTY “for the purpose of economy in his advertising expenses.” 
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The trial court further found that, at all times from November, 1953, 
to the date of trial, Turner had “displayed at his business location in 
West Seattle two large exterior signs reading WEST SEATTLE REALTY.” 

The evidence was that these signs were four feet by twelve feet, and 
four feet by four feet in size. There was also evidence that creditors and 
customers have continued to address bills and communications to Turner 
aS WEST SEATTLE REALTY, or the like. His intention to open a second office, 
and to use the name WEST SEATTIE REALTY, was likewise found by the trial 
court. Another West Seattle realtor testified that efforts had been made 
by Turner at various times, since 1953, to obtain a suitable location for a 
second office in West Seattle. Contrary to the defendant Gilmore’s con- 
tention, Turner was not precluded from using a different name than the 
one under which his license was issued. RCW 18-85.170 (3). 

The law with respect to abandonment is clear. An intention to aban- 
don is ordinarily an essential element of an abandonment. Olympia Brew- 
ing Co. v. Northwest Brewing Co., 178 Wash. 533, 23 USPQ 25 (24 TMR 
455); Washington Barber & Beauty Supply Co. v. Spokane Barber & 
Beauty Supply Co., 171 Wash. 428, 16 USPQ 284 (23 TMR 187) ; Foss v. 
Culbertson, supra. 

To establish an abandonment, it is necessary to show not only acts 
indicating a practical abandonment, but actual intent to abandon. Acts, 
which unexplained, would be sufficient to establish an abandonment, may 
be answered by showing there never was an intention to give up and 
relinquish the right claimed. Sazlehner v. Eisner & Mendelson Co., 179 
U.S. 19; Olympia Brewing Co. v. Northwest Brewing Co., supra; Wash- 
ington Barber & Beauty Supply Co. v. Spokane Barber & Beauty Supply 
Co., supra. 

The trial court could well conclude that non-use had not been proven, 
inasmuch as Turner still kept the name WEST SEATTLE REALTY on the two 
signs on his building, and that, under all the circumstances, no intention 
to abandon that trade name had been established. In our opinion, the 
evidence preponderates in favor of the trial court’s finding of no abandon- 
ment. It follows that the injunction was properly issued. 

The judgment appealed from is affirmed. 

MALLERY, FINLEY, WEAVER, and OTT, Justices, concur. 


HEIMOWITZ et al. v. STERI-CLEAN DIAPER 
COMPANY, INC. et al. 


N. Y. Sup. Ct., Spec. Term, Kings Co. — September 3, 1957 


StTaTE STATUTES 
Under New York Penal Law Section 964 it must be established that there is 
a likelihood that reasonable persons will be misled and while the evidence need 
not be beyond a reasonable doubt it must be clear and convincing with the basic 
averments not substantially controverted; there also must be conclusive evidence 
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Ticonic National Bank, 307 U.S. 161. There is no statutory provision for 
counsel fees in the present type of case and exceptional circumstances 
calling for such an award do not appear. 

Findings of fact, conclusions of law and a decree in accordance here- 
with may be presented. 


TURNER v. GILMORE et al. 
No. 34146 — Washington Sup. Ct. — August 29, 1957 


COMMON LAW TRADEMARKS—ABANDON MENT 
To establish abandonment it is necessary to show acts indicating a practical 
abandonment and an actual intent to abandon. Acts, which unexplained, would 
sufficiently establish abandonment, may be answered by showing there never was 
an intention to give up and relinquish the right claimed. 


Action by M. C. Turner v. David 8. Gilmore et al. for unfair competi- 
tion. Defendants appeal from Superior Court, King County, Washington 
from judgment for plaintiff. Affirmed. 


John E. Belcher, of Seattle, Washington, for appellants. 
Stanley N. Kasperson, of Seattle, Washington, for respondent. 


Hix, Chief Justice. 

David S. Gilmore appeals from a judgment which enjoins him from 
using the trade name WEST SEATTLE REALTY. 

The injunction was secured by M. C. Turner, whose right to use that 
trade name until November, 1953, is not questioned. At that time, he 
ceased using the name TURNER’S WEST SEATTLE REALTY in his advertising, 
and operated under the name of TURNER REALTY, Or M. C. TURNER REALTY CO., 
which is the name under which he is presently registered with the real- 
estate division of the state department of licenses. 

We have twice spelled out in some detail the law with reference to 
the use of trade names: Foss v. Culbertson, 17 Wn.2d 610, 57 USPQ 341 
(33 TMR 325), Seattle Street R. & Municipal Employees Relief Ass’n v. 
Amalgamated Ass’n of Street Elec. R. & Motor Coach Employees of 
America, 3 Wn.2d 520, 45 USPQ 503 (30 TMR 516). 

The only question with which we are concerned is whether Turner 
abandoned the use of the trade name WEST SEATTLE REALTY. If there has 
been no abandonment, Turner’s right to use it should be protected and 
the trial court must be affirmed ; conversely, if there has been an abandon- 
ment, the trial court erred in enjoining Gilmore’s use of it. The question 
of whether there has been an abandonment is one of fact to be determined 
from all the circumstances of the case. Foss v. Culbertson, supra. 

The trial court made a finding that Turner had not abandoned the 
trade name WEST SEATTLE REALTY, and that he adopted the trade name of 
TURNER REALTY “for the purpose of economy in his advertising expenses.” 
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The trial court further found that, at all times from November, 1953, 
to the date of trial, Turner had “displayed at his business location in 
West Seattle two large exterior signs reading WEST SEATTLE REALTY.” 

The evidence was that these signs were four feet by twelve feet, and 
four feet by four feet in size. There was also evidence that creditors and 
customers have continued to address bills and communications to Turner 
aS WEST SEATTLE REALTY, or the like. His intention to open a second office, 
and to use the name WEST SEATTLE REALTY, was likewise found by the trial 
court. Another West Seattle realtor testified that efforts had been made 
by Turner at various times, since 1953, to obtain a suitable location for a 
second office in West Seattle. Contrary to the defendant Gilmore’s con- 
tention, Turner was not precluded from using a different name than the 
one under which his license was issued. RCW 18-85.170 (3). 

The law with respect to abandonment is clear. An intention to aban- 
don is ordinarily an essential element of an abandonment. Olympia Brew- 
ing Co. v. Northwest Brewing Co., 178 Wash. 533, 23 USPQ 25 (24 TMR 
455); Washington Barber & Beauty Supply Co. v. Spokane Barber & 
Beauty Supply Co., 171 Wash. 428, 16 USPQ 284 (23 TMR 187); Foss v. 
Culbertson, supra. 

To establish an abandonment, it is necessary to show not only acts 
indicating a practical abandonment, but actual intent to abandon. Acts, 
which unexplained, would be sufficient to establish an abandonment, may 
be answered by showing there never was an intention to give up and 
relinquish the right claimed. Sazlehner v. Eisner & Mendelson Co., 179 
U.S. 19; Olympia Brewing Co. v. Northwest Brewing Co., supra; Wash- 
ington Barber & Beauty Supply Co. v. Spokane Barber & Beauty Supply 
Co., supra. 

The trial court could well conclude that non-use had not been proven, 
inasmuch as Turner still kept the name WEST SEATTLE REALTY on the two 
signs on his building, and that, under all the circumstances, no intention 
to abandon that trade name had been established. In our opinion, the 
evidence preponderates in favor of the trial court’s finding of no abandon- 
ment. It follows that the injunction was properly issued. 

The judgment appealed from is affirmed. 

MALLERY, FINLEY, WEAVER, and OTT, Justices, concur. 


HEIMOWITZ et al. v. STERI-CLEAN DIAPER 
COMPANY, INC. et al. 


N. Y. Sup. Ct., Spec. Term, Kings Co. — September 3, 1957 


StTaTE STATUTES 
Under New York Penal Law Section 964 it must be established that there is 
a likelihood that reasonable persons will be misled and while the evidence need 
not be beyond a reasonable doubt it must be clear and convincing with the basic 
averments not substantially controverted; there also must be conclusive evidence 
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of an intent to deceive and mislead the public. The proofs not conforming to these 
standards, the court dismissed a petition brought by the prior user of STERILIZED 
DIAPER SERVICE to enjoin another’s use of STERI-CLEAN DIAPER COMPANY, INC. 


Petition by Heimowitz et al. v. Steri-Clean Diaper Company, Inc. et al., 
under section 964 of New York Penal Law. Petition dismissed. 


Manuel 8. Gottdenker, of New York, N. Y., for plaintiff. 
Goldstone & Wolff, of New York, N. Y., for defendant. 


KEOGH, Justice. 

In this application for injunctive relief pursuant to the provisions 
of section 964 of the Penal Law, petitioners move for an order forever 
restraining and enjoining the respondents from using the name and phrase 
STERI-CLEAN DIAPER COMPANY, INC. and the trademark or symbols sTERI- 
CLEAN, or any related names or phrases in connection with the phrase 
DIAPER COMPANY, and for an order directing respondents to remove the 
said name or names from their vehicles, supplies, diapers, stationery and 
other equipment, and from telephone directories and other advertising 
matter. 

The petition reveals that petitioners have operated a diaper service 
under the firm name and style of STERILIZED DIAPER SERVICE for a period of 
some sixteen years. During this time petitioners have, according to their 
allegations, built up a profitable diaper service business operating in sev- 
eral counties of the metropolitan area. Approximately two years ago the 
respondents General Diaper Service Corporation and Associated Baby 
Service, Inc., who have been in a similar business as long as, if not for a 
longer period than petitioners, incorporated the respondent Steri-Clean 
Diaper Company, Ine. to test whether there was a market, as they claim, 
for a deluxe diaper service in the metropolitan area designed only to 
attract a limited number of parents willing to pay a higher price for a 
more expensive and luxurious type of diaper service than offered by them 
or any other diaper service company. The STERI-CLEAN operation has been 
conducted by the respondents, as claimed by them, as a completely separate 
operation in one county of the metropolitan area. It is the use of this 
name STERI-CLEAN by respondents in connection with its special diaper 
service business that petitioners now seek to enjoin. It is argued by the 
petitioners that by dint of hard labor, the expenditure of large sums of 
money in the establishment and expansion of their business, by extensive 
and widespread advertising, by personal contact and by the rendering of 
an efficient, hygienic, unique and outstanding service, the petitioners have 
given to the name STERILIZED DIAPER SERVICE the connotation that it applies 
exclusively to the petitioners’ firm. That the respondents by the adoption 
and use of the corporate name STERI-CLEAN DIAPER COMPANY, INC. did so 
with the intent and calculation to mislead, deceive and confuse the public 
as well as the customers and potential customers of the petitioners. These 
allegations are categorically denied by respondents who contend that in 
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no way is there any conflict or confusion in the use of the names and that, 
in any event, petitioners in the use of their name did not acquire such a 
secondary significance which would permit them to “arrogate to themselves 
the word STERILIZED in an industry where the sterilization process is so 
important.” Other than conclusory and argumentative statements no other 
proof or evidence has been submitted by the petitioners. 

The statute, so far as pertinent, provides: “No * * * corporation shall, 
with intent to deceive or mislead the public, assume, adopt or use as * * * 
a corporate * * * name, for advertising purposes, or for the purpose of 
trade, or for any other purpose, any name * * * or a part of any name 
* * * which may deceive or mislead the public as to the identity of such 
* * * corporation or as to the connection of such * * * corporation with any 
other * * * corporation.” 

In Association of Contracting Plumbers of the City of New York, Inc. 
v. Contracting Plumbers Association of Brooklyn and Queens, Inc., 302 
N.Y. 495, 89 USPQ 629 (41 TMR 697), the court, in discussing the sum- 
mary effect of the statute stated: “When the legislature enacted Section 
964 of the Penal Law it provided a new and summary proceeding not here- 
tofore available by which an aggrieved party in a proper case could obtain 
speedy and drastic relief without the delays incident to a plenary action. 
Matter of Julius Restaurant v. Lombardi, 282 N.Y. 126, 45 USPQ 109 (30 
TMR 187). This is not to say, however, that compliance with basic evi- 
dentiary rules may be dispensed with. The very nature of the remedy— 
a permanent injunction—to be had without a trial on affidavits alone— 
requires that it be invoked only when the right thereto is established in 
a clear and convincing manner. Where basic factual allegations of viola- 
tions are controverted summary relief may be denied. Matter of Alez- 
ander’s Department Stores v. Cohen, 269 App. Div. 117, 65 USPQ 341 (35 
TMR 121) revd. 295 N.Y. 557.” 

The court further stated: “The wrong is in the use with intent * * * 
and the summary relief authorized should be invoked only when there is 
conclusive evidence of ‘intent to deceive and mislead the public’.” 

In prior decisions such as Matter of Agash Refining Corporation v. 
Gash, 182 Mise. 309, 63 USPQ 108, 109, it was held: “Before a remedy so 
summary and sweeping is granted the proof in support of the application 
should be clear and convincing that the statute is or may be violated or 
that the public is in present danger of harm or deception.” Citing Matter 
of Bill’s Gay Nineties v. Fischer, 180 Misc. 721, 60 USPQ 151 (34 TMR 95). 
See also Overseas News Agency v. Overseas Press, Inc., et al., 183 Misc. 40, 
62 USPQ 510 (34 TMR 329), aff’d 268 App. Div. 856, 63 USPQ 361; Matter 
of Murray v. Roedel, 196 Misc. 233, 83 USPQ 482. 

While the statute does not require proof that any person has in fact 
been deceived or misled, the likelihood that reasonable persons will be 
misled is required to be established. As was held in Industrial Plants Cor- 
poration v. Industrial Liquidating Co., Inc., 286 App. Div. 568, 570, 107 
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USPQ 334, 335 (46 TMR 103): “* * * the remedy may be invoked only 
when the right thereto is established in a clear and convincing manner, and 
it must be denied where basic factual allegations of violation are contro- 
verted, supra, at p. 498, 89 USPQ at 629 (41 TMR 697) ; Matter of Alez- 
ander’s Dept. Stores v. Cohen, 295 N.Y. 557, revg. 269 App. Div. 117, 65 
USPQ 341 (35 TMR 121). “It is clear that the evidehce to support an 
order under section 964 need not be beyond a reasonable doubt as would be 
required to convict for the misdemeanor provided in that section. Matter of 
Overseas News Agency v. Overseas Press, 183 Mise. 40, 62 USPQ 510 (34 
TMR 329) aff’d 268 App. Div. 856, 63 USPQ 361. But, again, the evidence 
must be clear and convincing, and the basic averments must not be substan- 
tially controverted. Indeed, the proof by affidavit and absence of factual 
issue must be tantamount to that which would authorize a summary judg- 
ment in an appropriate case under Rule 113 of the Rules of Civil Practice. 
Cf. Association of Contr. Plumbers v. Contracting Plumbers Ass’n, supra, 
and Matter of Overseas News Agency v. Overseas Press, supra.” 

When that is established a case for summary relief is made out. Here, 
however, the proof falls short of such a showing. The record herein pre- 
sents issues of fact impossible of determination on conflicting affidavits 
and a conclusory statement that the change in the respondent’s name was 
calculated and likely to deceive and mislead the petitioner’s customers, 
potential or otherwise. There is no positive factual proof indicating a 
violation of the subject section or any inference to be drawn that the 
assumption by the respondent Steri-Clean of its present name was calcu- 
lated to secure business upon the good will and standing of the petitioners. 
Under these circumstances a permanent injunction under the highly penal 
provisions of section 964 of the Penal Law should not issue without the 
presentation of the testimony of witnesses given in court and attended by 
all the safeguards including the right of cross-examination and compulsory 
production of evidence with which the law protects the rights of litigants. 
This is particularly true where the statute, as it does here, requires that 
an “intent to deceive” the public must exist before an injunction may issue, 
and such intent must be established without any substantial controversy 
of fact. Matter of Fischer Spring Co. v. Fischer, 3 App. Div. 2d 475, 113 
USPQ 421 (47 TMR 1057). 

Accordingly, the petition is dismissed. Settle order on notice. 
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PHOTOGRAPHIC TRADE NEWS, INC. v. 
PHOTO INDUSTRY NEWS, INC. 


N. Y. Sup. Ct., Spec. Term, N. Y. Co.— September 12, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
PIN for a trade publication unfairly competes with PTN used to distinguish 
an earlier and competing publication. User of PIN having only recently entered 
the field can change its name without too serious results. 


Action by Photographic Trade News, Inc. v. Photo Industry News, 
Inc., for unfair competition. Plaintiff moves for temporary injunction. 
Motion granted. 


Saul E. Rogers, of New York, N. Y., for plaintiff. 
William L. Standard, of New York, N. Y., for defendant. 


EPSTEIN, Justice. 

Motion for temporary injunction granted to the extent of barring 
defendant from using mark PIN for a label or trademark on its publication. 
Plaintiff has published a photographic trade magazine since 1940 and has 
used the letters pTN as its mark of distinction or recognition. It has an 
undisputed position of high rank in the photographic industry. Defendant 
began its publication about October, 1956, titled PHOTO INDUSTRY NEWS and 
subtitle THE PHOTOGRAPHIC TRADE’S ONLY WEEKLY NEWSPAPER. Notified of 
the alleged conflict in name and trade appeal, defendant did not desist. 
This court cannot determine on the basis of letters submitted by defendant 
from those solicited that no harm may come to plaintiff in the industry’s 
future. In at least one instance plaintiff received a written communication 
addressed to defendant. The facts disclosed in the papers warrant the 
granting of the interim injunction pending trial. Gotham Silk Hosiery 
Co., Inc. v. Reingold et al., 223 App. Div. 260; 8S. T. Taylor Co. v. Nast, 
154 N.Y.S. 982, 984; Town Taxi Service Corp. v. Vet-Cab, Inc., 104 N.Y.S. 
2d 915, 927; N. Y. World’s Fair 1939, Inc. v. World’s Fair News, Inc., 
163 Mise. 661, 664-5 (28 TMR 27). The similarity of letters used and 
their manner of use in the same trade led the court to frown upon the 
choice made. Since the time of defendant’s entry into the trade field of 
plaintiff is so recent, it can now change without too serious results. The 
court in an endeavor to adjust these differences conferred with counsel 
and plaintiff was willing to go so far as to allow defendant to use the 
words PIN POINT Or PIN POINTER, but not the letters prin alone. The acquisi- 
tion of a vice-president named PINOVER does not add any strength to defen- 
dant’s position. The said vice-president did not associate with defendant 
until July, 1957, whereas the publication pin appeared in October, 1956. 
Lerner Stores Corp. v. Lerner Ladies’ Apparel Shop, Inc., 218 App. Div. 
427. The claim of laches does not in the facts here disclosed move the 
court favorably to defendant. Temporary restraint granted. Settle order. 
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SNYDER v. KRAMER 
N. Y. Sup. Ct., Spec. Term, Kings Co. — September 17, 1957 


REMEDIES—UNFAIR COMPETITION—DEFENSES 
STATE STATUTES 
Right to relief under New York Penal Law Section 964 must be established 
in a clear and convincing manner and relief lies where a respondent fails to establish 
a true factual issue; such an issue does not exist where the respondent admits a 
deliberate appropriation of the name NEW MIRACLE in connection with its carpet 
cleaning business for the purpose of causing confusion with petitioner’s NU MIRACLE 
name for a similar business, in order to retaliate for an alleged infringement by 
the latter. 


Three petitions by Snyder v. Kramer under section 964 of New York 
Penal Law. One petition granted, two petitions dismissed. 


Schwartz, Nathanson and Cohen (George H. Schwartz and Paul E. Gelb- 
hard, of counsel), of New York, N. Y., for plaintiff. 
Abraham Epstein, of New York, N. Y., for defendant. 


BECKINELLA, Justice. 

The parties herein each petition this court pursuant to section 964 of 
the Penal Law to restrain the other from using names in their businesses 
which were allegedly adopted to deceive and mislead the public as to the 
identity of such firms. For the purposes of clarity, the petitions will be 
hereinafter designated as petition No. 1 and petition No. 2. 

In petition No. 1 it is urged that the petitioners have been using the 
name NU-MIRACLE CARPET CLEANING COMPANY since 1949 in connection with 
the cleaning of rugs, carpets, curtains, draperies and slip covers; that 
since 1931 the said name was used by its predecessors in interest from whom 
they bought the title and interest in 1949; that throughout the years they 
have spent thousands of dollars in advertising and developed a business 
in which they serve over 18,000 customers who rely on their reputation 
and good will. It is also alleged that the respondent is engaged in the 
general cleaning business and in early 1957 caused to be inserted in the 
list of telephone numbers in Brooklyn the name NEW MIRACLE CARPET 
CLEANERS and NU-MIRACLE CARPET CLEANERS and thereafter asserted to cus- 
tomers of petitioner who called the respondent’s number that the respon- 
dent was conducting petitioner’s business; that the adoption of the said 
name by the said respondent was with the intent and purpose of deceiving 
and misleading the public. The respondent admits the use of the name 
NEW MIRACLE CARPET CLEANERS and states that it is done for the purpose 
of giving the petitioners “a taste of its own medicine.” The respondent 
asserts that over many years and considerable expense and advertising 
he has built a reputation in the cleaning business under the trade names of 
FAMOUS CLEANERS, FAMOUS CARPET CLEANERS and FAMOUS CURTAIN CLEANERS; 
that in October, 1955, the petitioner purchased a small cleaning operation 
which had been conducted under the name of FAMOUS ORIENTAL RUG & 
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CARPET CLEANING COMPANY and advertised that the latter was one of its 
subsidiaries; that the petitioners inserted ads in the Classified Red Book 
emphasizing the word FAMOUS with the words THE ORIGINAL thereunder and 
listed in the telephone directory the name FAMOUS CARPET CLEANING COM- 
PANY under the petitioner’s telephone number. It is further asserted by 
the respondent that he believed that if petitioners experienced the same 
difficulties and hardships which they inflicted upon him a compromise 
could be effected where there would be mutual forbearance and accord- 
ingly he adopted the name of NEW MIRACLE CARPET CLEANERS. 

Section 964 of the Penal Law under which this proceeding is brought 
provides a summary remedy by injunction to prevent the misleading or 
deception of the public as to the identity of a person, firm or corporation. 
Matter of Rayco Mfg. Co. v. Layce Auto Seat Cover Center, Inc., 205 Misc. 
827, 101 USPQ 39 (44 TMR 813). The right to an injunction must be 
“established in a clear and convincing manner” (Association of Contract- 
ing Plumbers v. Contracting Plumbers Association, 302 N.Y. 495, 89 
USPQ 629 (41 TMR 697) and will lie where the respondent fails to estab- 
lish a true issue of fact. Matter of Industrial Plants Corporation v. Indus- 
trial Liquidating Co., 286 App. Div. 568, 107 USPQ 334 (46 TMR 103). 

It is clear from the respondent’s admissions that the petitioner’s name 
was deliberately taken for the purpose of creating confusion and to de- 
ceive. No issue of fact is created by the respondent setting forth his motives 
in justification. Florists Telegraph Delivery Association v. Florists Tele- 
graph Delivery Association, Inc., 124 N.Y.S. 2d 57. Nor is the doctrine of 
unclean hands, assuming arguendo that it is applicable to a proceeding of 
this nature, available to the respondent under the facts set forth. The 
violations, if any, by the petitioner in using a name similar to the name 
used by the respondent is a matter separate and apart from the improper 
use by the respondent of the petitioner’s name. Accordingly, petition 
No. 1 is granted. 

In petition No. 2 the respondent of petition No. 1 is the petitioner. 
Petitioner herein also seeks relief under section 964 of the Penal Law 
alleging the matter set forth above as a defense to petition No. 1. The 
names used by the petitioner are FAMOUS CURTAIN CLEANERS, FAMOUS 
CLEANERS and FAMOUS CARPET CLEANERS. The names used by the respon- 
dent in this proceeding are FAMOUS ORIENTAL RUG & CARPET CLEANERS CO. 
and FAMOUS CARPET CLEANING co. The answer to the petition which in itself 
is a cross-petition to enjoin the petitioners of this proceeding from using 
the word CARPET in conjunction with the word Famous alleges that the 
respondents purchased in 1955 the FAMOUS ORIENTAL RUG & CARPET CLEAN- 
ina co. from one Anna Swidler who, through herself or her husband, had 
been operating the said business since 1912 under one of the following 
names: FAMOUS RUG CLEANERS, FAMOUS ORIENTAL RUG CLEANERS, FAMOUS 
ORIENTAL CARPET CLEANERS CO. and since 1950, FAMOUS ORIENTAL RUG & 
CARPET CLEANING co. In addition thereto, in 1952, Mr. Swidler adopted the 
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name FAMOUS CARPET CLEANING Co. and had listed the said name in the 
telephone directory since 1953. It is further asserted that the petitioner 
first adopted the name FAMOUS CARPET CLEANERS in 1956 and that the 
respondents have used the word Famous prior to the petitioner or any of 
his predecessors and has been using the word CARPET in conjunction with 
the word Famous for over twenty years. 

As indicated above, the right to relief under section 964 of the Penal 
Law must be established in a clear and convincing manner and will be 
granted only where there is no substantial controversy of fact. Here, 
there is a sharp issue of fact with respect to petition No. 2 and its cross- 
petition, whether the use of the names was intended to deceive and as to 
the right of either of the parties to use the names superior to the other. 
“These are not the kind of issues that readily admit of summary resolu- 
tion.” Matter of Fischer Spring Co., Inc. v. Fischer, 2 App. Div. 2d 475, 
113 USPQ 421 (47 TMR 1057). Accordingly, petition No. 2 and its cross- 
petition are dismissed without prejudice to such other proceeding or action 
as may be appropriate. The motion to consolidate petition No. 1 with 
petition No. 2, having thus become academic, is denied. Settle order on 
notice. 


AMBASSADOR EAST, INC. v. ORSATTI, INC. et al. 


No. 16658 —D. C., E. D. Pennsylvania — October 10, 1957 


CouRTS—J URISDICTION 
The jurisdictional amount to sustain federal diversity jurisdiction is determined 
by the amount of injury, present and prospective, inflicted upon plaintiff’s trade 
name by defendants’ conduct. In an action involving two restaurants, both using 
the name PUMP ROOM, the requisite federal jurisdictional amount was not established 
where it appeared that plaintiff operated no restaurant within 100 miles of defen- 
dants’ and there was no evidence of confusion or proof that residents of defendants’ 
area had been to plaintiff’s restaurant or that defendants’ customers had even heard 
of plaintiff’s restaurant. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REMEDIES—UNFAIR COMPETITION—IN GENERAL 
The name PUMP ROOM has acquired special significance in America as exclusively 
identifying plaintiff’s Chicago restaurant; it is unfair competition for defendants 
to use for their Philadelphia restaurant the name PUMP ROOM or plaintiff’s pump 
insignia although use of ORSATTI’S PUMP ROOM will not be enjoined where there is 
no reasonable likelihood of confusion between it and plaintiff’s PUMP ROOM, the 
decor, waiter’s dress, food specialties and operation of both restaurants being 
dissimilar and discriminating persons patronizing either restaurant are unlikely to 
be confused. 


Action by Ambassador East, Inc. v. Orsatti, Inc., and Arnold Orsatti 
for unfair competition. Complaint dismissed. 
Louis J. Goffman, Franklin Poul, and Wolf, Block, Schorr & Solis-Cohen, 
of Philadelphia, Pennsylvania, for plaintiff. 
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Edward W. Mullinix and Schnader, Harrison, Segal & Lewis, of Philadel- 
phia, Pennsylvania, for defendants. 


Van Dusen, District Judge. 

This is an action brought by the owner of a Chicago restaurant, which 
has used and widely advertised the name PUMP ROOM since 1938, to enjoin 
defendants from using that name for a Philadelphia restaurant. Defen- 
dants used this name on the initial menu adopted in 1951, still use it on 
a neon sign over the main entrance, but, in general, have referred to this 
restaurant since suit was brought as ORSATTI’s PUMP ROOM.'! The hearing 
judge has concluded that defendants’ motion for dismissal of the action, 
made at the conclusion of plaintiff’s case, must be granted for failure of 
the plaintiff to sustain the burden of proving that the amount in contro- 
versy is in excess of $3,000. See 28 U.S.C.A. § 1331; Kaufman et al. v. 
Liberty Mutual Insurance Company et al., 245 F.2d 918 (3rd Cir. 1957). 
Although the defendants’ answer admitted the allegation in plaintiff's 
complaint (paragraph 3) that the amount in controversy exceeded $3,000., 
defendants stated at page 31 of their brief, filed 9/4/57, “After study of 
the question, we have concluded that jurisdiction is lacking.” F. R. Civ. P. 
12(h) provides: 


“Whenever it appears by suggestion of the parties or otherwise, 
that the court lacks jurisdiction of the subject matter, the court shall 
dismiss the action * * *.” 


As stated in Page v. Wright, 116 F.2d 449, 453 (7th Cir. 1940) : 


“«“ * * * the conclusion seems inescapable that the duty devolves 
upon the court ‘at any time’ the jurisdictional question is presented to 
proceed no further until that question is determined. It can not be 
conferred by agreement, consent or collusion of the parties, whether 
contained in their pleadings or otherwise, and a party can not be 
precluded from raising the question by any form of laches, waiver 
or estoppel.” 


See, also, Brown v. Fennell, opinion of 10/2/57 (E. D. Pa., C. A. No. 
21,030). 

In a ease such as this, where the decor and general operation of the 
two restaurants using the trade name is so dissimilar and there is no show- 
ing either of confusion in the minds of people in the Philadelphia area or 
that defendants’ operation is of an inferior or poor type (though admit- 
tedly different, as well as less elaborate and flamboyant), the method of 
calculating jurisdictional amount adopted by Chief Judge Charles E. Clark 
in Pure Oil Co. v. Puritan Oil Co., Inc., 39 F.Supp. 68, 49 USPQ 628 (31 
TMR 382) (D. Conn. 1941), reversed on other grounds 127 F.2d 6, 52 





1. Plamtiff’s attorney wrote defendants on February 10 and February 24, 1954, 
demanding that defendants cease using the name PUMP ROOM for their restaurant (P-78 
and P-79). This suit was instituted on April 12, 1954. 
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USPQ 600 (2nd Cir. 1942), is applicable. The injury, present and prospec- 
tive, inflicted upon plaintiff’s trade name, PUMP ROOM, by defendants’ 
conduct is the measure of the jurisdictional amount. See, also, Draper v. 
Skerrett, 116 F. 206, 207-8 (E. D. Pa. 1902) ;? Food Fair Stores v. Food 
Fair, 83 F.Supp. 445, 452, 79 USPQ 114, 119-120 (88 TMR 1085) (D. Mass. 
1948), aff'd 177 F.2d 177, 88 USPQ 14 (39 TMR 894) (1st Cir. 1949) ; ef. 
Seagram Distillers, Inc. vy. New Cut Rate Liquors, Inc., 245 F.2d 453, 455-9 
(7th Cir. 1957).* 

Plaintiff has not sustained its burden of proving that the value. of 
such injury is in excess of $3,000. and the cases relied on by it are dis- 
tinguishable for these reasons, among others: 


1. Plaintiff is not operating any restaurant in this jurisdiction* 
or within 100 miles of defendant’s restaurant. Since plaintiff offered 
evidence to prove that it was negotiating for the acquisition of a res- 
taurant in New York (N. T. 81),° the order dismissing the action will 
be without prejudice to plaintiff’s right to apply for modification of 
the order if a restaurant is acquired by plaintiff within 100 miles of 
City Hall, Philadelphia, within ten months of the last day of the 
trial (4/9/57).° 


2. The only evidence offered by plaintiff suggesting that defen- 
dants could possibly be inflicting any injury, present or prospective, 





2. In this case, the court said at pp. 207-8: “It is to be remembered, however, 
in the present instance, that the plaintiff proceeds for the purpose of protecting his 
trade name; and it is the value of that name, as measured by the damages to it, not 
only present, but prospective, which determines the amount in controversy. This the 
plaintiff avers in the bill to be above the sum of $2,000, and I think the claim is sustained 
by the evidence. The trade per year taken away by the defendants, if not restrained, 
would soon exceed that sum, if it does not now do so; and, as already intimated, that 
is the real guide.” (Emphasis supplied). 

3. See Note, “Criterion of jurisdictional amount to vest jurisdiction of federal 
court where injunction is sought,” 30 A.L.R.2d 602 (1953). 

4, Cases such as Great Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, Inc., 
20 F.Supp. 703, 35 USPQ 444 (27 TMR 783) (E.D. Pa. 1937); Coca-Cola v. Busch, 44 
F.Supp. 405, 52 USPQ 377 (32 TMR 174) (E.D. Pa. 1942), are distinguishable since 
the defendant was actively conducting all or a substantial portion of its business in 
the jurisdiction where plaintiff operated. The same factor distinguishes the other cases 
cited by plaintiff in the last paragraph on page 17, continuing on page 18, of its brief 
filed 9/3/57. 

5. In Stork Restaurant, Inc. v. Marcus, 36 F.Supp. 90, 43 USPQ 306 (31 TMR 
132) (E.D. Pa. 1941), the evidence showed that plaintiff’s New York restaurant was 
extensively advertised in, and patronized by, people from Philadelphia. 

6. Since plaintiff produced evidence at the trial that its officers were “negotiating 
* * * with the hotel in New York, and it is very possible that this deal may be con- 
summated whereby * * * we will want to install a puMP RooM there” (N. T. 81), the 
order dismissing this action for lack of jurisdiction will be made without prejudice to 
plaintiff’s right to show, within 10 months of the trial, that it has in fact acquired a 
restaurant in New York. If plaintiff should establish a puMP ROOM in New York, the 
likelihood of confusion, and, hence, possible damage to plaintiff from defendants’ activ- 
ities as described in Findings of Fact Nos. 2 and 3 below, would certainly be greater. 
Under such circumstances, plaintiff should be entitled to show the nature and surround- 
ing circumstances of any New York operation under definite contract. However, if 
plaintiff’s negotiations are not completed within the ten-month period, it does not seem 
unreasonable to require plaintiff to bring another suit at such time as it may be able 
to prove, more definitely, damages resulting from defendants’ operation of the Phila- 
delphia restaurant. 
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on plaintiff's trade name was that in the last five years over 600 
Philadelphians had stayed at their hotels (Exhibit P-17; N. T. 37). 
There was no showing that these particular people had ever been to 
either plaintiff’s PUMP ROOM or ORSATTI’S PUMP ROOM,’ nor was there 
any evidence of confusion of the two restaurants in anyone’s mind. 


3. Assuming that the value to defendants of capitalizing on the 
good will built up by plaintiff in the trade name pump Room is the 
measure of damages,® there is no showing that any of defendants’ 
customers have heard of the plaintiff’s restaurant. 

In the event that the hearing judge should be in error in his 
conclusion that this court does not have jurisdiction of this suit, the 
Findings of Fact and Conclusions of Law he would make on the 
merits are stated below: 


I. Frnpinos or Fact 


1. Paragraphs 1, 2, 4-8,° 10-17, and 19-22 of plaintiff’s Requests for 
Findings of Fact and paragraph 4-15, 17-22, 24-28, 30, 31, 38 and 39 of 
defendants’ Requests for Findings of Fact are adopted as Findings of 
Fact by the court. 


2. Defendants have used the words PUMP ROOM without qualification 
by insertion of the word orsaTTI’s before those two words on these occa- 
sions, among others: 


A. The words PUMP ROOM MENU were printed at the top of the 
menu used by defendants in 1951 (P-55). 


B. The words THE PUMP ROOM have been used by defendants in 
window displays at the Locust Street entrance to its restaurant (P-47 
and P-49). 


C. The words PUMP ROOM are used on a neon sign over the Locust 
Street entrance to the defendants’ restaurant (P-51, P-52).?° 





7. Although the testimony indicated that most people making reservations at plain- 
tiff’s hotels ask for a reservation to be made at its PUMP ROOM (N.T. 41), there was 
no evidence that any of these 600 people had done so. 

8. See International Industries, Inc. v. Warren Petroleum Corporation, Warren 
Maritime Corporation, 115 USPQ 104. 

9. Add in the parentheses at the end of plaintiff’s Request for Finding of Fact 
No. 7 these words: “see plaintiff’s Exhibits 1-A and 22 for a history of the name pump 
ROOM as developed at Bath, England, and adopted by plaintiff in 1938 and succeeding 

ears.” 

, 10. The trial judge has had occasion to walk along Locust Street on many occa- 
sions since defendants started to operate the PUMP ROOM in 1951, because he has fre- 
quently had luncheon at a club located at Locust and Camac Streets. He observed the 
neon sign PUMP ROOM and these words on the canopy (see Finding of Fact 2-D) without 
ever noticing that they were qualified by the word orsaTTI’s on the top part of the 
canopy until the winter of 1955 and 1956, when he first had the pleasure of visiting 
defendants’ puMP ROOM. A person walking up and down Locust Street would think 
that the Locust Street entrance to defendants’ PUMP ROOM was the only entrance to 
that restaurant and that it had nothing to do with the BONFIRE ROOM at the corner, 
which is entered from 13th Street. The trial judge rejects defendants’ contention that 
a person walking on Locust Street would think that the sign over the canopy and the 
words on the canopy were qualified by the large ORSATTI sign at the southeast corner 
of 13th and Locust Streets. Also, the trial judge found on this visit that the quality 
of service, food, drink and overall management of the PUMP ROOM was of a very high 
type and not such as to cast any adverse reflection on the name PUMP ROOM. 
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D. The name PUMP ROOM appears on the canopy covering the 
Locust Street entrance to defendants’ restaurant in white lettering, 
whereas the name ORSATTI’s appears in dark letters on the slanting 
part of the canopy, above the name PUMP ROOM, and is not as readily 
visible as the words PUMP ROOM on this canopy (P-48, P-51, P-52). 


E. In the October 1955 Philadelphia Classified Telephone Direc- 
tory, issued by the Bell Telephone Company of Pennsylvania, this 
listing appeared at page 1050 under the letter “P”: PUMP ROOM 
ORSATTI’s (Exhibit 77B). 


F. On a menu used at times from 1952-1956 (N. T. 112-6), the 
words PUMP ROOM appear at the top of the cover of the menu, whereas 
the name ORSATTI’s appears at the bottom of this menu cover. 


G. In numerous advertisements, the name PUMP ROOM appears 
alone and separated from the name oRSATTI’s,"? 


3. Defendants have used plaintiff’s reproduction of a pump, which 
insignia has been consistently used by plaintiff in its advertising and 
literature since 1938 (see P-6, P-7, P-20 to P-23, P-30 and P-2) on the 
following occasions : 

A. Advertisement at page 1040 of October 1953 Philadelphia 


Classified Telephone Directory issued by the Bell Telephone Company 
of Pennsylvania (D-13 at D-13A). 


B. Advertisement at page 1046 of Philadelphia Classified Tele- 


phone Directory of October 1955 (P-77 at P-77B). 


C. On its match covers advertising the pump Room (P-57; cf. 
P-58, containing a similar but very slightly different pump). 


D. On its menu used from 1952 to 1956 (P-53, N. T. 112-6). 


E. On its “swizzle sticks” used for mixing drinks (P-56). 


4. By 1951, the defendant Arnold Orsatti was one of the most success- 
ful cafe and restaurant operators in mid-town Philadelphia and at the New 
Jersey seashore. The Orsatti name was familiar, well-known, and promi- 
nent in this field in mid-town Philadelphia and at the New Jersey seashore 
(N. T. 141, 148). 


5. ORSATTI’S PUMP ROOM has a good reputation for good food and 
Arnold Orsatti is recognized as a good host (N. T. 150). 


11. Daily News of November 1 and November 3, 1951 (P-59); Daily News of 
May 26, 1952 (P-60), May 28, 1952 (P-60), May 30, 1952 (P-60) ; Inquirer of May 30, 
1952 (P-60); Daily News of September 8, September 10, September 12 and Bulletin 
of September 12, 1952 (P-60); Daily News of October 20, October 22, and October 24, 
1952, Bulletin of October 24, 1952 (P-62); Daily News of December 1, December 3, 
December 4, December 5, and Bulletin of December 5, 1952 (P-63); Daily News of 
June 29, 1953 (P-66); Daily News, Bulletin and Inquirer of May 11, 1953 (P-67); 
Daily News of February 2, 4 and 6, 1953, and Bulletin of February 6, 1953 (P-68) ; 
Daily News of January 5, 12, 14 and 16, 1953, Inquirer of January 16, 1953 (P-69). 
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6. The words PUMP ROOM have a special significance as exclusively 
denominating and identifying plaintiff’s restaurant, as distinguished from 
all other places in this country. See footnote 14 below. 


7. Although the intent of defendants in adopting the name pUMP ROOM 
in 1951 is not clear, their explanation for the adoption of this name as 
relating to a place alleged to have had that name in Philadelphia during 
the time of the Revolution does not seem plausible to the trial judge in 
view of defendants’ admitted inability to confirm this in the records of 
the Historical Society..? Also, defendants’ use of the identical pump 
insignia as that adopted and used by plaintiff for several years indicates 
that the use of this device was, at the least, one which a reasonable man 
should know might have the effect of making customers think that defen- 
dants’ restaurant had some connection with that of the plaintiff’s.** 


8. Defendants’ use of the name PUMP ROOM when not immediately 
preceded by the word orSATTI’s (see Finding of Fact No. 2) and defendants’ 
use of the plaintiff’s pump insignia (see Finding of Fact No. 3) are of 
such a nature that they are likely to cause confusion in the minds of the 
public between plaintiff’s operation and defendants’ operation. 


9. In approximately early October 1956, plaintiff filed application 
in the United States Patent Office for registration of the name PUMP ROOM 
as a service mark used in conjunction with an operation of a restaurant 
(N. T. 229-232), but no action had been taken by the United States Patent 
Office on this application as of the time of trial, April 8 and 9, 1957 (N. T. 
233-4). 


All requests for Findings of Fact which are inconsistent with the 
foregoing are denied. 


II. Discussion 


The trial judge finds that the name PUMP ROOM has acquired a special 
significance as the name of plaintiff’s restaurant in Chicago, since a sub- 
stantial number of present or prospective customers understand these 
words, when capitalized, to refer to plaintiff’s restaurant.* See § 716, 


12. See N.T. 202-4. 

13. The defendants’ advertising material and literature show that they are quite 
familiar with pump designs other than the insignia first used by plaintiff and adopted 
by defendants, as shown in Finding of Fact 3 (see D-7, D-10 and P-74). 

14, The numerous exhibits (P-24 to P-41, see summary in Exhibit A attached 
hereto) disclose the very large amount of free publicity, as well as advertising (P-18A 
to E, inclusive (magazines); P-19 (Wall Street Journal)), which has made plaintiff’s 
PUMP ROOM well-known throughout this country. Even defendants’ principal witness 
(Mr. Gaghan, columnist for the Philadelphia Daily News) testified that he knew of 
plaintiff’s puMP ROOM in 1951 through “many magazine articles” and a public relations 
entertainment of traveling news commentators conducted by plaintiff with the staff of 
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including comment b, Restatement of Torts; Stork Restaurant, Inc. v. 
Marcus, 36 F.Supp. 90, 48 USPQ 306 (31 TMR 132) (E. D. Pa. 1941); 
Goebel Brewing Co. v. Esslingers, Inc., 373 Pa. 334, 340-2, 97 USPQ 491, 
497 (43 TMR 1040) (1953) ;° Stork Restaurant, Inc. v. Sahati, 166 F.2d 
348, 76 USPQ 374 (38 TMR 431) (9th Cir. 1948) ; Ambassador East, Inc. 
v. Shelton Corners, Inc., 120 F.Supp. 551, 101 USPQ 180 (44 TMR 828) 
(S. D. N. Y. 1954). It is noted that in the last cited case, involving this 
very PUMP ROOM, the court said, at page 553, 101 USPQ at 182 (44 TMR 
at 830), ““When the PUMP room is spoken of in America, I am convinced 
that the reference is generally understood to mean the plaintiff’s establish- 
ment in Chicago.” The trial judge agrees with this statement. 

On the other hand, the trial judge concludes that defendants are 
entitled to use the name ORSATTI’S PUMP ROOM, since there is no reasonable 
likelihood of confusing this name with the name PUMP ROOM as used by 
plaintiff for these reasons: 


1. The use of the name ORSATTI’s with PUMP ROOM reduces the 
chances of confusion of the two names in the mind of the public. See 
Barbary Coast, Inc. v. Exhibition Concessions, Inc., 174 Mise. 728, 21 
N.Y.S. 2d 769 (Sup. Ct. 1940); New Yorker Hotel Corp v. Pusateri, 
87 F.Supp. 294, 88 USPQ 423 (39 TMR 1004) (W. D. Mo. 1949); 
Soy Food Mills, Inc. v. Pillsbury Mills, Inc., 161 F.2d 22, 29-30, 73 
USPQ 141, 148 (7th Cir. 1947), cert. den. 332 U.S. 766, 75 USPQ 366 
(1947) ; General Baking Co. v. Goldblatt Bros., Inc., 90 F.2d 241, 33 
USPQ 525 (27 TMR 421) (7th Cir. 1937), cert. den. 302 U.S. 732, 
37 USPQ 842 (1937); Best & Co. v. Miller, 67 F.Supp. 809, 811, 70 
USPQ 493, 494 (36 TMR 308) (S. D. N. Y. 1946), aff’d 167 F.2d 374, 
77 USPQ 133 (38 TMR 543) (2nd Cir. 1948), cert. den. 335 U.S. 818, 
79 USPQ 453 (1948); Stroehmann Brothers Co. v. Manbeck Baking 
Co., 331 Pa. 96, 100 (1938) ; ef. Food Fair Stores, Inc. v. Food Fair, 


the PUMP ROOM near the Chicago airport (N. T. 144-5), thereby giving a graphic example 
of the widespread effect of plaintiff’s publicity of the name PUMP ROOM. 

In addition to the references to plaintiff’s PUMP ROOM in the magazines of national 
circulation appearing in Exhibit A, the following references have appeared in Phila- 
delphia newspapers: 

P-33 The Philadelphia Inquirer, 10/1/54, column “Man About Town,” re- 
ferring to lettuce eaten by Arthur Godfrey “in Chicago’s PUMP ROOM.” 

P-36 The Philadelphia Inquirer, 11/26/56, p. 18, article on “Era of Elegance 
in Clothes Ahead,” referring to style of tailcoat worn by maitre d’hotel of “Chicago’s 
famous PUMP ROOM,” with pictures of maitre d’hotel. 


In the Broadway play, “A Girl Can Tell,” the producers secured permission from plain- 
tiff to produce, on a backdrop or curtain used in Scene 1 of Act II, a replica of the 
menu and crest of the PUMP ROOM (see N.T. 86 and p. 19 of P-45). Plaintiff has also 
used the name and pump insignia on various products other than the food sold for 
consumption at its restaurant, such as a record called “An Evening At The Pump Room” 
(P-44). 

15. The United States Court of Appeals for the Third Circuit has pointed out 
that “Pennsylvania, in fact, looks to federal decisions and federal precedents for its 
law of trade name infringement.” Sears Roebuck and Co. v. Johnson, 219 F.2d 590, 
592, 104 USPQ 280, 282 (45 TMR 461) (3rd Cir. 1955). For additional federal cases, 
see footnote 4 above; see also, Brass Rail, Inc. v. Ye Brass Rail of Massachusetts, Inc., 
43 F.Supp. 671, 36 USPQ 192 (D. Mass. 1938). 
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Inc., 83 F.Supp. 445, 452-3, 79 USPQ 114, 120 (38 TMR 1085) (D. 
Mass. 1948), aff’d 177 F.2d 177, 83 USPQ 14 (39 TMR 894) (1st Cir. 
1949) .2° 


2. Defendants’ operation is not similar to plaintiff’s operation. 
Although both restaurants are high type establishments, furnishing 
excellent food and drink, the decor, dress of the waiters, food special- 
ties and operation of the two restaurants are quite dissimilar.’’ This 
factor is important on the issue of confusing similarity. See § 729(c) 
of the Restatement of Torts.** 


3. The discriminating type of person patronizing either of these 
two restaurants is not likely to be confused. See § 729(d)** of Restate- 
ment of Torts.’® 


4. Any improper intent of defendants in using plaintiff’s name, 
PUMP ROOM, without the word orsaTTI’s (see Finding of Fact No. 2) 
and in using plaintiff’s pump insignia (see Finding of Fact No. 3) can 
be negatived by requiring defendants to cease such uses without neces- 
sitating their giving up the name ORSATTI’s PUMP ROOM."* Plaintiff’s 
evidence fails to sustain the burden of proving that the use of this 
three-word name would permit defendants to “reap where they have 
not sown.” Cf. Stork Restaurant v. Sahati, supra, at p. 357. 76 USPQ 
at 380 (38 TMR 431). 


16. In this case, the court said at pp. 452-3, 79 USPQ at 120: “* * * in the light 
of the lack of originality of plaintiff’s trade name and the fact that the confusion of 
customers and others can be dissipated by small alterations in the symbol, I direct that 
an injunction shall issue which while it prohibits defendant from using the words 
FOOD FAIR simpliciter leaves defendant free to use the two words if it prefaces them 
by as distinctive a first word as the name of the chief officer of the defendant or the 
name of the town, so that the enterprise is called something like Rodman’s Food Fair 
or Brookline Food Fair.” 

17. The very unusual nature of plaintiff’s operation is well and accurately sum- 
marized at pp. 2-6 of its brief. Plaintiff’s brief filed 9/3/57 and defendants’ brief filed 
the same day are being placed in the file. 

18. Section 729 of the Restatement of Torts contains this language: 


“In determining whether the actor’s designation is confusingly similar to the 
other’s trademark or trade name, the following factors are important: 
* * * 


“(b) the intent of the actor in adopting the designation; 


“(c) the relation in use and manner of marketing between the goods or ser- 
vices marketed by the actor and those marketed by the other; 


“(d) the degree of care likely to be exercised by purchasers.” 


Plaintiff’s PUMP ROOM is patronized by theatrical and dramatic personages (defendants’ 
Request for Finding of Fact No. 9 and P-12) and people of some means, due to the 
prices charged (N.T. 28 and 84), who are likely to be careful about the places they 
eat. Similarly, defendants’ PUMP ROOM is patronized by prominent persons and the 
average check is $7.00 to $8.00 per person, so that these customers are also discriminating 
(defendants’ Request for Findings of Fact Nos. 21 and 22). 

19. This factor distinguishes decisions such as the final decree entered 5/9/46 in 
Hamburg Heaven, Inc. v. Milton Kellem, Civil Action No. 5570 (E.D. Pa.), perpetually 
enjoining the defendants from using the words “heaven” and “heavenly” in connection 
with the word “hamburg” or “hamburger” in the operation of his business. In that case, 
the plaintiff had operated three restaurants since February 1939 in New York City 
under the name HAMBURG HEAVEN and had advertised this name in Philadelphia, where 
the defendant started his restaurant known as MILTON KELLEM’S HAMBURGER HEAVEN. It 
seems quite clear that persons going to an eating place in order to purchase hamburgers 
would be more easily subject to confusion than those going to pay the prices charged 
at the restaurants operated by the parties in this case. 
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III. Concuiusions or Law 


1. Plaintiff has an exclusive right in the name puMP ROOM which 
extends at least from the Atlantic Coast to Chicago, since it has come to 
have a special significance, exclusively denominating or identifying plain- 
tiff’s business as distinguished from all others. 


2. Defendants’ use of the name PUMP ROOM on its menus, at the Locust 
Street entrance, as well as in its advertising (including listings under this 
heading in the phone directory), when not immediately preceded by the 
word ORSATTI’s and their use of the pump insignia, first used by plaintiff, 
amount to unfair competition (see Findings of Fact 2 and 3). 


3. The name ORSATTI’S PUMP ROOM is not confusingly similar to the 
name PUMP ROOM used by plaintiff, since there is no reasonable likelihood 
that the public will be confused into believing that the former restaurant 
is operated by the owners of the latter restaurant. 


4. Plaintiff is entitled to an injunction against defendants, prohibit- 
ing the use of the name PUMP ROOM in advertising and over the Locust 
Street entrance, on menus, in phone and similar directories, without having 
the word ORSATTI’s precede the above-quoted two words, and prohibiting 
the use by defendants of plaintiff’s pump insignia (see Findings of Fact 2 
and 3), except that defendants should not be required to install a new bar 
in its lower level restaurant.”° 


All requested Conclusions inconsistent with the above are denied. 


ORDER 


And now, October 10, 1957, the trial judge having reserved his ruling 
on the motion of the defendants, Orsatti, Inc. and Arnold Orsatti, to dis- 
miss this action when that motion was made at the conclusion of the plain- 
tiff’s evidence”! (N. T. 134-6) and the trial judge having considered briefs 
filed by counsel for all the parties to this action, for the reasons stated on 
pages 1 to 5 above it is ordered that this action against the defendants, 
Orsatti, Inc. and Arnold Orsatti is dismissed for lack of jurisdiction of this 
court, without prejudice to plaintiff’s right to reapply with ten (10) months 
of the last trial day for injunctive relief if it acquires a restaurant within 
100 miles of Philadelphia by the time of such application. 


20. Although this bar apparently contains some of plaintiff’s pump insignia, 
clearer evidence of the exact insignia involved and of the cost of removing it would 
be required before there should be included in an injunction any direction to make 
costly changes in this relatively large bar. 

21. See F.R. Civ. P. 41. 
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Exhibit 
No. 
P-24 


ExHIBir A 


Summary of References to “Pump Room” In Articles In 
Magazines of National Circulation 


The Architectural Forum, July 1940, pp. 21 ff., “The Pump 
Room,” commentary on the architecture of the room with pictures 
at pp. 21, 22, 23 and 24. 


Life, October 18, 1943, pp. 127 ff., article “Life Visits the Pump 
Room in Chicago,” showing pictures at pp. 126, 127, 128, 129. 


Fortune, June 1946, pp. 146 ff., article “Chichi in Chicago,” where 
reference is made several times to the Pump Room. Illustration 
appears at p. 147. 


Saturday Evening Post, October 18, 1947, pp. 15 ff., article “Chi- 
cago’s Gaudy Innkeeper,” showing colored picture of Pump Room 
at p. 15. 


Saturday Evening Post, October 25, 1947, pp. 38 ff., article 
“Chicago’s Gaudy Innkeeper,” where reference is made sevrral 
times to the Pump Room. 


Saturday Evening Post, November 1, 1947, pp. 26 ff., article 
“Chicago’s Gaudy Innkeeper,” where reference is made several 
times to the Pump Room. 


Esquire, October 1949, referring to “blazing Pump Room” at 
p. 162 in article, “Going Places with Esquire.” 


Holiday, April 1950, pp. 65 ff., article “The Fabulous Pump 
Room,” showing half-page picture at p. 65, two pictures at pp. 
67, 68, 69, 152. 


Coronet, April 1951, article “Finest Lettuce Ever Grown,” stating 
“* * * Bibb received its first push into prominence when a 
Northern bulb man was lunching in the world-famous Pump 
—- 


Saturday Evening Post 9/1/51, article, “Are You A Fussy Eater,” 
pp. 22 ff., including half-page picture of Pump Room. 


Holiday, October 1951, pp. 102 ff., article “Name Your Cut,” com- 
menting on Pump Room at p. 122 and showing colored picture of 
it at p. 103. 


Look, January 12, 1954, pp. 21 ff., article “Chicago,” saying “First 
stop is the lush, plush Pump Room.” 


Life, March 15, 1954, article at pp. 106 ff., on Bobo Rockefeller, 
showing picture of Mrs. Rockefeller at the Pump Room at p. 115. 


Holiday, May 1954, pp. 14 ff., article “In four days on a $50 
budget, you can take in everything from the Pump Room to White 
Sox missing none of the ‘biggest and best’ of Chicago,” showing 
picture of Pump Room at p. 14 and commenting on it at p. 96. 
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Photoplay, July 1954, six pictures taken in the Pump Room 
appear at p. 22 under title “Celebrity Corner, No shadow of 
things to come marred the enjoyment of these guests in Booth 1, 
in the Pump Room of Chicago’s Ambassador Hotel * * *.”_ - 


Saturday Evening Post, October 9, 1954, advertisement for Hart, 
Schaffner & Marx men’s wearing apparel, which uses the phrase 
“famous Pump Room,” appears on an unnumbered page. 


Town & Country, November 1954, article, “My Favorite Hotels,” 
pp. 64-5 107, 138-9, containing comment on Pump Room at last 
two pages. 


This Week (magazine appearing in various Sunday newspapers 
throughout the country), 4/22/56, pp. 4 & 45, column, “The Cerf- 
board,” referring at p. 45 to a man “who was taken to Chicago’s 
Pump Room for what obviously was the fanciest dinner of his 
life.” 


The total circulation of the above publications and their circulation 
in the Philadelphia area are shown in Exhibit P-43. 


HMH PUBLISHING CO., INC. v. HALE et al. 
No. 35771 —D. C., N. D. Calif., S. Div. — November 20, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Similarity in the title of a publication which is likely to lead to confusion 
affords a basis for granting relief. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Notwithstanding a lack of similarity between the magazines of the respective 
parties, the plaintiff’s containing fiction by well-known authors as well as pictures 
of women in various states of undress and the defendant’s consisting solely of 
pictures of nudes or near nudes, the court found that defendant’s title PLAY GIRL 
was likely to create confusion with and to dilute the significance of plaintiff’s 
PLAY BOY; defendant’s prior use of the title PLAY GIRLS ON PARADE in connection 
with a program distributed at carnivals and burlesque shows furnished it no superior 
rights. 


Action by HMH Publishing Co., Inc. v. Walter Hale and Playgirl 
Publishing Co., Inc., for trademark infringement and unfair competition. 
Judgment for plaintiff. 


Philip 8S. Ehrlich, Irving Rovens, Jas. M. Naylor, Frank A. Neal, and 
Naylor & Neal, of San Francisco, California, for plaintiff. 
Nathan Cohn, of San Francisco, California, for defendant Hale. 


Harris, District Judge. 

Plaintiff, HMH Publishing Co., Inc., is the owner and publisher of a 
magazine which appears under the federally registered trademark PLAY 
poy. Plaintiff brings this action against defendant Walter Hale who pub- 
lishes a magazine under the title, pLay errL. Plaintiff charges defendant 
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with trademark infringement and unfair competition. It seeks to restrain 
defendant from continued use of the title, pLay airu for its magazine. In 
addition, it asks for damages or an accounting for profits arising out of 
the acts of infringement and unfair competition. 

The evidence shows that plaintiff commenced publication of its maga- 
zine PLAY BOY in October, 1953. Promoted as a men’s monthly magazine, 
PLAY BOY grew from an original sale of approximately 80,000 copies per 
month to its present circulation of more than three-quarters of a million 
copies. 

Following two years of publication without advertising, PLAY BOY 
built up circulation to the point where it could accept advertising on a 
profitable basis. The contents of the magazine, which is designed primarily 
for the male market, include fiction by well-known authors. In addition, 
PLAY BOY has sections devoted to so-called art photography and editorial 
material. Like “Esquire,” which preceded it by many years, PLAY BOY has 
large two-page pictures of women in varied states of dishabille and has 
cartoons sprinkled throughout its pages. 

PLAY GIRL came into being as a magazine publication in 1955. Defen- 
dant’s publication, commencing with a circulation of approximately 30,000, 
has remained practically static during the two years of its circulation. 
Published as a quarterly and selling for $1.00 as opposed to PLAY BOY’s 
monthly sale at 50¢ per copy, PLAY GIRL has no literary material to be found 
on its pages. It emphasizes pictures of burlesque actresses and models in 
various nude or near nude poses. The printed material to be found on the 
pages of PLAY GIRL is almost all prepared by defendant under various 
pseudonyms. The magazine makes no pretense of being a literary publica- 
tion. 

It may be conceded that there is no similarity in the makeup and 
general subject matter of the two publications. However, when we examine 
the background of events leading to the adoption by the defendant of the 
title PLAY GIRL, it is manifest that defendant attempted to avail himself 
of the good will and general acceptance of plaintiff’s pLay Boy. The infer- 
ences to be drawn from the record make it clear that the defendant Hale 
never published in the past a magazine comparable to the present PLAY GIRL 
and that the programs distributed at carnivals and burlesque shows alluded 
to aS PLAY GIRLS ON PARADE, did not afford the defendant any prior rights. 

The evidence in the case with respect to likelihood of confusion, centers 
around witnesses either in the employ of the plaintiff or Hugh M. Hafner, 
president and editor-publisher of the magazine. This testimony is credible 
and cannot be ignored. The conclusion to be drawn is that there is a like- 
lihood of confusion with respect to the source or origin of the two maga- 
zines. 

The courts have held that similarity in the title of a publication or 
product which is likely to lead to confusion constitutes a basis for granting 
relief to the holder of a trademark: Vogue v. Brentano’s et al., 261 F. 420 
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(9 TMR 498); New Metropolitan Fiction, Inc. v. Dell Publishing Co., 19 
F.2d 718 (17 TMR 235); Popular Mechanics v. Fawcett Publications, 9 
F.Supp. 474, 24 USPQ 159 (25 TMR 95); Barnes v. Cahill, 56 Cal.App.2d 
780 ; Fairbank Co. v. Luckel, etc. Soap Co., 102 F. 327. 

Defendant has admitted that the pornographic subject matter of PLAY 
GIRL could just as well be published under TOM CAT, GIRLS, SCANDELL, or 
HOLLYWOOD CONFIDENTIAL, these latter representing other publications dis- 
tributed by defendant. 

Under the circumstances it would seem inequitable that defendant be 
permitted to avail himself of the substantial expenditures of time, money 
and effort on the part of plaintiff, in adopting a trademark or trade name 
so similar to plaintiff’s as to necessarily dilute the value. 

Plaintiff has validly registered its trademark of PLAY BOY in accordance 
with the requirements of 15 U.S.C.A. 1052. Defendant challenged the 
validity of the trademark in his pleadings, but at the trial itself made no 
pretense of sustaining the burden of proof which the law imposes upon 
him if he would establish the invalidity of the trademark. 

The Court finds that PLAY Boy is a valid trademark. General Shoe 
Corporation v. Rosen, 111 F.2d 95, 45 USPQ 196. 

The equities herein justify the granting of injunctive relief; alleged 
damages are disallowed. Findings and decree shall be prepared by plain- 
tiff in accordance with the foregoing. 


In re ALICEA 
N. Y. Sup. Ct. Special Term, Bronx Co. — November 25, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—-IN GENERAL 
In proceeding under New York Penal Law section 964, relief is denied to 
LA PLAYA SEXTET as against LA PLATA SEXTET. 


Petition for permanent injunction under section 964 of New York 
Penal Law. Petition denied. 


TILZIER, Justice. 

The petitioners seek a permanent injunction, pursuant to section 964 
of the Penal Law, enjoining and restraining the respondents from all use 
of the trade names LA PLATA SEXTET, LA PLAYA CASINO, LA PLAYA HAVANA 
and LA PLAYA ORCHESTRA. The petitioners, co-partners, do business under 
the trade name and style of LA PLAYA SEXTET. The sextet is a musical 
band whose forte is the mambo. The respondents were organized in the 
year 1957 as the LA PLATA SEXTET. Three of the members of this aggrega- 
tion had previously been members of the LA PLAYA group. The petitioners 
contend that the LA PLATA SEXTET has adopted their arrangements, their 
style and their repertoire; that they have sought to identify themselves 
with the petitioners; that confusion has taken place, and that the public 
has been deceived and misled, and that such confusion will increase unless 
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the court enjoins the respondents from using the name LA PLATA SEXTET 
or any other name which might be similar to petitioners’ name, LA PLAYA 
SEXTET. In determining whether the name adopted by the respondents 
may deceive or mislead the public, consideration must be and is given to 
the circumstance that the business of both parties is done in large measure 
with people who neither speak nor understand the Spanish language. 


’ while the words LA PLAYA mean 


LA PLATA in Spanish means “the silver,’ 
“the beach” or “the seashore.” 

The words, it is to be observed, are similar in appearance. They differ 
in only one letter. Visually, therefore, it may be said that confusion could 
result. So far as the sound of the words is concerned, although the peti- 
tioners say they are pronounced in precisely the same manner, even to 
one unacquainted with Spanish, audibly they are not alike. Moreover, 
both names, LA PLAYA as well as LA PLATA were used by bands and orchestras 
many years prior to the petitioners’ use of the name LA PLAYA. Even to-day 
there exist other musical groups which employ in their names the words 
LA PLAYA and LA PLATA. The petitioners are thus not in a position to say 
that the use of these words means solely the petitioners. Though there may 
be competition between the two groups, especially since they both play 
the same type of music, it has not been shown that the rivalry on the 
respondents’ part consisted of that species of fraud condemned by the 
statute. The proof is not conclusive that there was intent on the respon- 
dents’ part to mislead the public or that the public is in danger of harm 
through deception. The court concludes that upon the affidavits presented 
the petitioners’ right to the drastic relief sought has not been established 
in a clear and convincing manner. In a plenary action, nevertheless, it 
may be that injunctive relief would be afforded petitioners, dependent upon 
the proof there submitted. The application is denied, without prejudice 
to the bringing of such other proceeding or action as may be appropriate. 


THE BABEE-TENDA CORPORATION et al. v. SCHARCO 
MANUFACTURING CO., INC. et al. 


No. 81-19—D. C. S. D., N. Y.— November 25, 1957 


CoURTS—CONTEMPT PROCEEDINGS 
Infringer found guilty of civil contempt where it failed to remove mark from 
trucks independently owned but used for delivery of infringer’s goods; conduct in 
committing violations was found inexcusable. 


Action by The Babee-Tenda Corporation, Babee-Tenda License Corpo- 
ration, and Metropolis Bending Company v. Scharco Manufacturing Co., 
Inc., and David Scharaga for trademark infringement and unfair competi- 
tion. Plaintiff moves to hold defendants in civil contempt. Motion granted. 

See also 46 TMR 589. 
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Kenyon & Kenyon (John A. Reilly, Hugh A. Chapin, and Mary V. Kelly, 
of counsel), of New York, N. Y., for plaintiffs. 


Victor M. Helfand, of New York, N. Y., for defendants. 


BryYAN, District Judge. 

Plaintiffs have moved to hold defendants in civil contempt for viola- 
tion of a writ of injunction issued by this court on May 18, 1956, pursuant 
to a consent decree, and for filing a false affidavit of compliance with the 
injunction. 

The writ enjoined the defendant Scharco Manufacturing Corporation 
(hereafter referred to as “Scharco”), its officers, agents, servants, em- 
ployees and attorneys, the individual defendant Scharaga, who is presi- 
dent of this corporation, and all persons in active concert or participation 
with them, who received notice of the injunction, “from using the terms 
BABY TENDER Or TENDER in connection with the business of the Scharco 
Manufacturing Corporation, or the business of David Scharaga, or on, or 
in relation to, any product which the Schareco Manufacturing Corporation, 
or David Scharaga, makes or sells, or any term so similar to BABY TENDER Or 
TENDER or tO BABEE-TENDA or TENDA as to be likely to cause confusion or 
mistake or to deceive purchasers.” The writ also directed that defendants 
file a report as to compliance within 120 days after service of the writ, 
pursuant to § 34 of the Trademark Act of 1946, 15 U.S.C. § 1116. 

The action in which the writ was issued was for infringement by defen- 
dants of plaintiffs’ registered trademarks BABEE-TENDA and TENDA covering 
combined tables and chairs for infants and juveniles, by defendants sale 
of similar articles under the trademark BABY TENDER and for acts of unfair 
competition related thereto. The action proceeded to trial and during the 
course of trial the parties signed a consent decree in settlement of the 
contested issues. Judge Walsh, the trial judge, wrote an opinion approving 
the decree which gave his reasons for so doing. Babee-Tenda Corporation 
v. Scharco Manufacturing Corp., 139 F.Supp. 909, 109 USPQ 13 (46 TMR 
589). He held that the plaintiff’s registered trademarks were valid and 
that the use of terms BABY TENDER Or TENDER, regardless of spelling, in con- 
nection with any similar article would infringe those marks. 

The writ of injunction, issued pursuant to the consent decree, was 
duly served on the defendants Schareco and Scharaga, and on the office 
manager and the freight traffic consultant for Schareco on May 28, 1956. 
On September 14, 1956 defendant Scharaga, for himself and as president 
of Scharco, filed an affidavit in this court, as directed by the writ, stating 
that the defendants had complied with the provisions of the injunction. 

On November 5, 1956 the plaintiffs served an order to show cause on 
a motion seeking to hold defendants for contempt for violation of the 
injunction and for filing a false affidavit of compliance. Plaintiffs alleged 
that motor trucks bearing the name “Scharco Mfg. Corp.” and the words 
BABY TENDER were operating in the metropolitan area in violation of the 
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injunction. Plaintiffs asked that a fine be imposed on the defendants for 
the benefit of the plaintiffs to reimburse them for the costs incurred in the 
proceeding to punish for contempt, including the fees of their attorneys 


and for damages suffered by reason of the alleged violations. 

Upon the argument of the motion before me counsel for the defendant 
asked for a hearing under Civil Rules 12(b) and (d) of this court, and on 
March 25, 1957 I granted such a hearing. Thereafter such a hearing was 
held at which both sides presented evidence. The matter is now before me 
for decision on the basis of the evidence taken and the affidavits submitted 
by both parties upon the motion. 

The facts are substantially as follows: 

It appears that plaintiffs had been using the terms BABEE-TENDA and 
TENDA in connection with their product since 1937, and since 1938 had 
spent over a million dollars in advertising these trademarks which were 
an important factor in their business. 

Since some time prior to the institution of the action the defendants 
had used the words BABY TENDER and TENDER in connection with the sale 
of their somewhat similar juvenile products which represented some 15% 
of their business, and had widely circulated catalogues and literature using 
these legends. However, it appears that prior to the entry of the consent 
decree defendants had largely discontinued the general use of these terms 
in connection with its products and no longer considered them to be an 
important factor in their sales promotions. 

Defendants delivered their products through Fusco Trucking Com- 
pany, an independent trucking concern specializing in the delivery of 
juvenile furniture for various manufacturers. The products would be 
picked up by the Fusco trucks or trailers at the defendants’ plant in 
Mt. Vernon and then were taken to the Fusco depot in the Bronx where 
they were reloaded in most instances upon trucks traveling various routes 
for delivery to stores and dealers in the metropolitan area which dealt in 
juvenile furniture. Fusco also transported the defendants’ products inter- 
state on long hauls under written contracts with the defendants. 

The relationship between Scharco and its trucker had existed for some 
twenty years and was close and friendly. In 1950 or 1951 two of the same 
twenty trucks operated by Fusco and used in its deliveries had painted on 
them on both sides in large letters the words GRow-RITE “Scharco Mfg. 
Corp. Mt. Vernon, N. Y.,” and underneath, the words BABY TENDER. This 
was done with the approval, if not at the instance, of defendant Scharaga, 
and the design was approved by him. 

The two trucks of the Fusco fleet so marked were not necessarily used 
in the delivery of Scharco products, though on occasion they were. Gen- 
erally the two marked trucks were used as an interchangeable part of the 
Fusco fleet engaged in making deliveries of products of the same general 
character as that produced by Scharco, to stores and other outlets. 
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Subsequent to the service of the writ of injunction these two trucks, 
with the legend upon them unchanged, and still bearing the words BABY 
TENDER, continued to operate, making deliveries in the metropolitan area 
in the same manner as previously. Though Fusco seems to have known of 
the injunction there is no evidence that any instructions were given to 
Fusco to remove the prohibited words from the trucks. Indeed, defendant 
Scharaga claims that he was unaware that the trucks had this lettering 
on them, though this is difficult to believe in view of the fact that he had 
directed and approved the lettering and design, and the indications that 
from time to time these very trucks came to the Scharco plant to pick up 
merchandise. 

In any event, no steps were taken to have the offending legend removed 
from these trucks up to the time of the filing of the affidavit of compliance 
and for some time thereafter. 

The order to show cause upon the present motion was served on defen- 
dants’ counsel on November 5, 1956. Attached to the order to show cause, 
as part of the supporting papers, were photographs showing a Fusco truck 
with this legend on it, which had been taken shortly prior thereto. Whether 
or not defendants were aware prior to that time that the trucks so labelled 
were upon the streets, it is plain that they were fully apprised after 
November 5, 1956. 

When the motion was argued before me, some two weeks later, the 
trucks were still operating in the same manner and the offending words 
had not been removed. Thereafter there were some lackadaisical efforts 
on the part of the defendants to persuade Fusco to remove the offending 
words. Fusco made a half-hearted effort in that direction by placing mask- 
ing tape over tke words BABY TENDER, which not only was ineffectual to 
conceal the words but soon became detached. No further efforts were made 
by the defendants to follow this up, nor, as far as the evidence shows, did 
the defendant Scharaga, or any representative of the corporation, take 
the trouble to look at the trucks, to ascertain what, if anything, had been 
done with respect to them, or to take any steps to insure that the directions 
of the injunction were carried out even though the contempt motion was 
pending. 

On April 3, 1957 counsel had a conference with me with reference 
to fixing a date for the hearing which had been afforded at defendants’ 
request. At that time counsel for the plaintiffs advised counsel for the 
defendants in my presence that he was informed that the two trucks had 
been seen together in New Jersey with the legend still upon them, although 
there was still some torn masking tape affixed to one of them. I rebuked 
defendants’ counsel for his clients’ failure to comply with the injunction 
even after the contempt motion had been argued. Within twenty-four 
hours thereafter the offending words were completely painted out. 

Thus, it is plain that for the better part of a year after the writ of 
injunction had been served on the defendants, there were still two trucks 
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bearing the name and address of the corporate defendant which carried 
the words BABY TENDER in letters which could easily be read by the public, 
and that these trucks regularly operated in the metropolitan area, making 
deliveries to stores and dealers selling juvenile furniture. Regardless of 
whether defendants, as they claim, were unaware that trucks bearing the 
prohibited words were roaming the streets prior to November 5, 1956, when 
the motion papers were served, they certainly were fully apprised of the 
situation after that. Their conduct prior to November 5 may have been 
due to mere negligence and lack of diligence. Thereafter their failure to 
take proper steps to ensure compliance with the writ and to follow such 
steps up by vigorous action was so grossly indifferent as to be tantamount 
to wilful and deliberate failure to obey order of the court. 

It was also brought out at the hearing that defendants had continued 
to use the prohibited words BABY TENDER on their bills of lading for a month 
and a half after the service of the injunction decree and up to July 7, 
1956. Defendants claim that they were compelled to do this by reason of 
certain freight classifications made by the Interstate Commerce Commis- 
sion. However, it is apparent that the defendants showed little diligence 
in attempting to correct this situation. Defendants issued no written 
instructions to their employees concerning the enforcement of the injune- 
tion. The continued use of the words on the bill of lading were known 
to key men in the defendants’ organization who took little, if any, interest 
in seeing to it that the mandate of the injunction was promptly obeyed. 
However, since the defendants were permitted some period within which 
to adjust their practices to conform to the terms of the writ, it cannot be 
said with respect to this phase of the matter that the confirmation was 
more than unduly delayed. The evidence of failure to conform promptly, 
however, is a further indication of defendants’ attitude toward the man- 
date contained in the writ, and their failure to take energetic steps to 
comply with its terms as they were required to do. 

On these facts it is plain that the defendants violated the terms of 
the writ of injunction issued in this action and duly served upon them, at 
the least by permitting the two Fusco trucks to roam the streets bearing 
language which the writ forbade them to use. I therefore find them guilty 
of civil contempt of this court for so doing. 

Violations of an order of the court need not be wilful to constitute 
civil contempt. See Gillette Safety Razor Co. v. Wolf, D.C.S.D.N.Y., 180 
F. 776; Telling v. Bellows-Claude Neon Co., 6 Cir., 77 F.2d 584, 25 
USPQ 303; Proudfit Loose Leaf Co. v. Kalamazoo Loose-Leaf Binder 
Co., 6 Cir., 230 F. 120; Metallizing Eng. Co. v. B. Simon, D.C.W.D.N-Y.., 
64 F.Supp. 848, 67 USPQ 213; Broderick & Bascom Rope Co. v. Manoff, 
6 Cir., 41 F.2d 353, 6 USPQ 8 (21 TMR 351). But ef., Edison Electric 
Light Co. v. Goelet, D.C.S.D.N.Y., 65 F. 612; Siegert v. Eiseman, 
D.C.S.D.N.Y., 157 F. 314. In a eivil contempt proceeding good inten- 
tions, if they existed, cannot sterilize conduct otherwise contemptuous. 
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Bigelow v. R.K.O. Radio Pictures, D.C.N.D.I1L, 78 F.Supp. 250, 258. Nor 
will courts permit defendants to evade responsibility for violating an in- 
junction by accomplishing substantially that which they were enjoined 
from doing through some allegedly independent vehicle or agent who is 
subject to their control. “Defendants may not nullify a decree by carrying 
out prohibited acts through aiders and abettors, although they were not 
parties to the original proceedings.” Regal Knitwear Co. v. National Labor 
Relations Board, 324 U.S. 9, 14. 

Neither the corporate defendant nor the individual defendant Scharaga 
can escape responsibility by taking the position that they did not know of 
the violations when, with reasonable diligence they should know of them. 
This would be so even if the violations were committed in the face of firm 
and express orders to the contrary, which do not appear to have been 
issued here. They were required to take energetic steps to see that the 
orders of the court were carried out. They were required themselves to 
follow through and to take all affirmative steps necessary to comply with 
the court’s directions. Gillette Safety Razor Co. v. Wolf, supra; Claude 
Neon Light, Inc. v. American Neon Lights Corp., 39 F.2d 548, 5 USPQ 347 
(2 Cir.) ; Telling v. Bellows-Claude Neon Co., supra. 

Defendants’ excuse that Fusco and Fusco Trucking Company are 
solely responsible for their failure to comply with the writ has no merit. 
In view of the close business relationship between defendants and Fusco 
there is no doubt that if defendants had insisted upon the offending words 
being painted out immediately this would have been done. Apart from 
the other evidence showing that their could have been accomplished, 
it is conclusively established by the fact that after the court on April 3, 
1957 had admonished counsel for the defendants because of the failure of 
his clients to take steps to have the offending matter removed from the 
trucks, the matter was completely painted out within the next twenty-four 
hours. 

There remains to be considered the penalty to be imposed upon the 
defendants for their contempt of this court. In a civil contempt proceeding 
such as this penalties are confined to the actual damages suffered by the 
opposing parties from failure to comply with the injunction and their 
costs and expenses including counsel fees in investigating the violations 
and prosecuting the contempt. Such penalties are imposed on behalf of 
and for the benefit of the injured parties. In contrast to criminal contempt 
punitive damages may not be allowed. Gompers v. Buck’s Stove & Range 
Co., 221 U.S. 418; Leman v. Krentler-Arnold Hinge Last Co., 284 U.S. 448, 
12 USPQ 306; U.S. Envelope Co. v. Transo Paper Co., D.C.D. Conn., 221 F. 
79; Board of Trade v. Tucker, 2 Cir., 221 F. 303; Proudfit Loose Leaf Co. 
v. Kalamazoo Loose-Leaf Binder Co., 6 Cir., 230 F. 120; Bigelow v. R.K.O. 
Pictures, D.C.N.D.Il1., 78 F.Supp. 250, aff'd 7 Cir., 170 F.2d 783. 

In this proceeding plaintiffs claim to have suffered actual damages of 
$19,681.20 by reason of the defendants’ violations of the writ of injunction 
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and to have expended or become obligated to expend the sum of $5,987.23 
in counsel fees and disbursements incurred in preparing for and prosecut- 
ing this contempt proceeding. 

Plaintiffs’ claim of actual damages must be established by competent 
evidence and the amount must not be arrived at by mere speculation or 
conjecture. Christensen Engineering Co. v. Westinghouse Air Brake Co., 
2 Cir., 135 F. 774; Yanish v. Barber, 9 Cir., 232 F.2d 939, 944, and cases 
there cited. 

As the Court of Appeals of this circuit said in the Christensen case, at 
page 782: 


“* * * Tt is obvious that a fine exceeding the indemnity to which 
the complainant is entitled is purely punitive, and, notwithstanding 
the foregoing precedents to the contrary, we think that when it is 
imposed by way of indemnity to the aggrieved party it should not 
exceed his actual loss incurred by the violation of the injunction, 
including the expenses of the proceedings necessitated in presenting 
the offense for the judgment of the court. We are also of the opinion 
that when the fine is not limited to the taxable costs it should not 
exceed in amount the loss and expenses established by the evidence 
before the court. Unless it is based upon evidence showing the amount 
of the loss and expenses, the amount must necessarily be arrived at by 
conjecture, and in this sense it would be merely an arbitrary deci- 
>? > 


While the plaintiffs here may well have suffered damage from these 
violations, they have failed to establish by competent evidence the amount 
in which they were damaged. Their product was sold by salesmen who 
obtained lists of births, called at the homes of new parents and made direct 
sales to them. There was testimony that various potential customers may 
have seen the defendants’ trucks upon the streets and may have noticed 
the words BABY TENDER written thereon. Some potential customers com- 
mented on this. However, there were ten competitors of the plaintiffs selling 
similar articles by house to house call and articles serving comparable 
purposes could be purchased at various stores. There is insufficient in 
the record to show that any actual sales were lost merely because potential 
customers had seen the Fusco trucks passing on the streets or making 
deliveries, and it seems doubtful to me whether any such sales were lost 
for that reason. The estimate of the plaintiffs’ dealer Weisman that he 
lost two sales a week and that the ten or eleven salesmen working for 
him probably each lost half of that number because potential customers 
had seen the words BABY TENDER on a truck, is fanciful. It is insufficient to 
establish actual loss of sales. 

Plaintiffs encounter a further difficulty in establishing monetary loss, 
Weisman, plaintiffs’ sole witness on the question of damages, testified that 
he was a dealer and not a salesman—that is to say that he purchased the 
product from the defendant and sold it at a fixed price for his own 
account. The difference between the price of $26.65 which he paid for the 
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BABEE-TENDAS and the sales price of $43.95, was the salesman’s profit or 
commission. Plaintiffs arrive at their damage figure of $19,681.20 by 
multiplying the number of alleged lost sales per week by the number of 
salesmen in the field and in turn multiplying that figure by $17.30, the 
amount of the salesman’s or dealer’s own profit. Even were this figure to 
be accepted as accurate it would not represent any loss to the plaintiffs 
since the profit on the sale went into the pocket of the salesman and did not 
accrue to plaintiffs. The salesmen are not parties to this proceeding, nor is 
it brought for their benefit. There is nothing in the record to show what 
the plaintiffs’ loss of profits was if there were such loss of profits. Since 
plaintiffs have failed to show the amount of any actual damage the fine 
to be imposed here cannot include indemnity for any such damage. 

However, plaintiffs’ claim for expenses and counsel fees in preparing 
for and prosecuting the motion for contempt in the amount of $5,987.23 is 
on quite a different footing. Plaintiffs submitted a detailed affidavit showing 
the services rendered by their attorneys upon this motion, and their dis- 
bursements. The hourly charge slips of all of plaintiffs’ attorneys who have 
worked on the matter are attached and the disbursements are itemized. 
Some bills for services rendered have already been paid by the plaintiffs 
and others, though not yet rendered, have been incurred. The time spent, 
while large, is not unreasonable and the hourly charges for the time of 
partners and associates is consonant with the standards prevailing in the 
practice of law in this city. The disbursements all seem to have been prop- 
erly incurred and were reasonable in amount. 

The issues involved were plainly of great importance to the plaintiffs 
since their trademarks were a major element of their business and they had 
invested sums in excess of a million dollars in advertising their trademark 
product. Indeed, subsequent to the entry of the consent decree plaintiffs 
had advertised the outcome of the case in trade magazines so as to apprise 
those in the field that the trademark was their exclusive property, as they 
were authorized to do by the terms of the decree. The results obtained not 
only disclosed that serious violations of the writ were daily occurring but 
stopped such violations. Defendants’ conduct in committing these viola- 
tions was quite inexcusable. 

I find that the plaintiffs have necessarily and properly incurred the 
sum of $5,987.23 in attorneys’ fees and disbursements in preparing and 
prosecuting this motion to punish for contempt. 

One further matter should be disposed of. Plaintiffs claim that defen- 
dants were guilty of contempt in failing to produce at the hearing on this 
motion the bills of lading used subsequent to the service of the injunction 
and up to July 7, 1956, which had the words BABY TENDER stamped upon 
them, in response to a subpoena calling for “all documents or other writings 
containing these words used subsequent to May 18, 1956.” In view of the 
admission of defendants’ employee, Cooper, that all of defendants’ bills 
of lading for this period contained this legend, it is difficult to see what 
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damage the failure to produce these documents caused to the plaintiffs or 
what effect such failure had upon the course of the proceedings. I do not 
find defendants guilty of contempt on this score. 

A fine is imposed upon the defendants in the sum of $5,987.23 for the 
benefit of the plaintiffs to indemnify the plaintiffs for expenses incurred by 
them by reason of the defendants’ violations of the writ of injunction issued 
in this action in contempt of such writ. The facts and rulings of law stated 
in this opinion shall constitute my findings of fact and conclusions of law 
upon this motion. 

Settle order on five days’ notice. 


LYON et al. v. QUALITY COURTS UNITED, INC. 
No. 13061 —C. A. 6—November 26, 1957 


CourRTS—J URISDICTION 
If jurisdiction of federal court rested not on diversity of citizenship but rather 
on its function as a national court to enforce a substantive right created by 
Congress, then any limitations which state imposes on its courts would be irrele- 
vant; it is of no moment that complaint states common law action for breach of 
contract along with allegation under federal trademark laws, or that plaintiff might 
have confined his invocation of federal jurisdiction to diversity of citizenship. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
In order to state claim for infringement, plaintiff had to allege facts showing 
that defendants had used mark or imitation (1) in commerce; (2) without consent; 
(3) in connection with the sale, offering for sale or advertising of services; (4) in 
a manner likely to cause confusion or mistake or to deceive purchasers as to the 
source or origin of such services. 
CourTS—J URISDICTION 
Under provisions of Lanham Act, it is not necessary that infringing use itself 
be in interstate commerce; it is enough if intrastate use has a substantial effect 
on interstate commerce. 
CouRTS—MOTIONS 
Motion for summary judgment sustained where depositions and exhibits filed 
in district court left no genuine issues of material fact remaining, and where 
defendants used imitation of plaintiff’s collective service mark, resulting in con- 
fusion; secondary meaning and actual deception were shown. 


Action by Quality Courts United, Inc. v. Lloyd B. Lyon and Quality 
Courts United, Inc. for service mark infringement and unfair competition. 
Defendants appeal from District Court for Northern District of Ohio from 
summary judgment for plaintiff. Affirmed. 


Donal E. Hummer, of Toledo, Ohio, and James E. Mitchell, of Youngstown, 
Ohio (Osborne Mitchell and Mitchell, Mitchell & Reed, of Youngstown, 
Ohio, and Marshall, Melhorn, Bloch & Belt, of Toledo, Ohio, on the 
brief), for appellants. 

John H. Trenam, of Tampa, Florida, and Raymond L. Crawford, of Toledo, 
Ohio (LeRoy E. Eastman and Eastman, Stichter & Smith, of Toledo, 
Ohio, and Fowler, White, Gillen, Yancy & Humkey, of Tampa Florida, 
on the brief), for appellee. 
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Before MCALLISTER, MILLER, and Stewart, Circuit Judges. 


STEWART, Circuit Judge. 

The defendants have appealed from a summary judgment enjoining 
them from using the plaintiff’s trademarks and trade name to describe or 
advertise their business.’ The following facts, as disclosed by the pleadings, 
exhibits and depositions filed in the district court, are undisputed. 

The plaintiff, Quality Courts United, Inc., is a nonprofit membership 
corporation, organized in 1941 under the laws of Florida, with its principal 
office in that state. It has not been licensed to conduct its corporate activi- 
ties in Ohio. Its entire revenue is derived from dues paid by its more than 
four hundred and fifty members, who operate motels in states east of the 
Mississippi River. Operating no independent business of its own, the plain- 
tiff corporation confines its activities to furthering the cooperative interests 
of its members, by national advertising, the distribution of guide books 
listing the names of members’ motels, the operation of a clearing house in 
connection with payments to members for advance reservations, and by a 
variety of similar functions. 

Membership in the plaintiff corporation is obtained only through elec- 
tion by its board of directors. Membership is restricted to individual per- 
sons and is not assignable. To acquire and maintain membership in the 
corporation, owners or operators must maintain motels of high qualitative 
standards. To this end a careful inspection is made of the motel operated 
by each applicant for membership, and subsequent periodic inspections are 
made of members’ motels. Approximately ten per cent of the members 
are expelled annually for failure to maintain the required standards. 

The plaintiff is the owner of two registered trademarks for “travel 
guides issued periodically.” These marks are affixed to the lists of motels 
distributed by the plaintiff. It also is the owner of two registered collective 
service marks for “providing lodging in tourist courts.” Emblems display- 
ing these latter marks are distributed without charge to each member for 
exhibition in connection with the advertising of his motel. One of the 
trademarks and one of the collective marks consists of the name of the 
plaintiff, QUALITY COURTS UNITED, INC., upon a circular background of dis- 
tinctive design. These marks have been continuously used by the plaintiff 
in commerce since 1939 and were registered in the United States Patent 
Office in 1955. 

One of the plaintiff’s members prior to March, 1955, was Raymond 
White, who operated the MOTEL DORMA DELL at Norwark, Ohio. At that 
time Mr. White sold his motel to one of the defendants, an Ohio corpora- 
tion, then named MOTEL DORMA DELL, INC., of which the other defendant, 
Lloyd B. Lyon, was an incorporator, director, and officer. At the time 
of the sale Mr. White advised the purchasers that under the by-laws of 
the plaintiff corporation membership automatically terminated upon the 


1. The parties will be denominated as in the court below. 
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sale of the motel, and that the purchasers could not continue to use the 
plaintiff's name, unless a representative of the new management should 
be accepted as a member of the plaintiff. 

Shortly after the purchase of the motel the individual defendant’s 
father, Lloyd Lyon, applied for membership in the plaintiff corporation 
on an application form supplied by it at his request. The application, signed 
by Lyon, acknowledged that membership in the plaintiff corporation had 
not been automatically acquired by purchase of the MOTEL DORMA DELL, 
and recited his agreement to remove the name and emblem of QUALITY 
COURTS UNITED, INC. from all advertising matter used by the motel in the 
event his application for membership should not be accepted by the plain- 
tiff’s board of directors at its next meeting. 

Mr. Lyon’s application for membership was not acted upon at the 
next meeting of the plaintiff’s board of directors, and was rejected at the 
following meeting in August, 1955. Mr. Lyon was promptly advised of 
this action in a letter from plaintiff’s secretary, which further requested 
him to eliminate from all MOTEL DORMA DELL advertising any material which 
might imply membership in the plaintiff corporation. 

Instead of complying with this request, Lyon and the other directors 
of the corporate defendant proceeded under the law of Ohio to change its 
name from MOTEL DORMA DELL, INC. to QUALITY COURTS UNITED, INC., the 
exact corporate name of the plaintiff. They further proceeded to qualify 
the corporation as thus renamed to do business in the neighboring states 
of Indiana, West Virginia, and Pennsylvania, and wrote letters to the 
plaintiff’s members in those states, advising them to discontinue any use 
of the name QUALITY COURTS UNITED, INC. 

The defendant corporation continued for a short time to use the plain- 
tiff’s collective service mark at the MOTEL DORMA DELL. Therefore it substi- 
tuted a sign which, like the service mark, displayed the name QUALITY 
COURTS UNITED, INC. against a circular background, but which lacked the 
distinctive border of the plaintiff’s registered mark. It also continued to 
use the name QUALITY COURT on its stationery, business cards, match covers, 
and other advertising material. 

To enjoin this conduct the plaintiff brought the present action in the 
District Court for the Northern District of Ohio. The complaint also 
prayed for an accounting and monetary damages. The defendants filed 
an answer and counterclaim. Upon these pleadings, together with deposi- 
tions and exhibits subsequently filed, the court entered a summary judg- 
ment granting the plaintiff injunctive relief.’ 





2. The court’s brief order provided “that the injunction as prayed for in paragraph 
‘b’ in the prayer of the complaint may issue, and that the prayers in paragraphs ‘c’ 
and ‘d’ are sustained and compliance therewith ordered.” Paragraphs (b), (c), and (d) 
of the complaint were as follows: “(b) That upon final hearing of this cause defendants 
be strictly and permanently enjoined and restrained from directly or indirectly describ- 
ing their business on any billboard, highway or entrance sign, or in any printed matter, 
letterhead or advertising media of any nature or otherwise holding out to the public in 
any manner whatsoever as QUALITY COURTS UNITED, INC., or a8 QUALITY COURTS UNITED, 
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The defendants’ primary contention here is that the district court was 
in error in entertaining this action. Their argument runs as follows: this 
case was essentially an action ex contractu; federal jurisdiction could 
therefore rest only upon diversity of citizenship of the parties; since the 
plaintiff had carried on corporate activities in Ohio without having been 
licensed by Ohio to do so, it was barred from maintaining this action in 
the courts of Ohio, and therefore also barred from suing in the federal 
court there. 

If the defendants are correct in their position that the only valid basis 
for federal jurisdiction in this case is the diverse citizenship of the parties 
and the requisite jurisdictional amount, 28 U.S.C.A., § 1332, there is sub- 
stantial merit in their contention that the district court should have 
dismissed the plaintiff’s complaint. Ohio clearly requires a foreign non- 
profit corporation to secure a license before exercising its corporate privi- 
leges in a continual course of transactions in Ohio.® 

Just as clearly Ohio has closed its courts to foreign nonprofit corpora- 
tions which should have obtained such a license and have failed to do so.‘ 
Moreover, if the courts of Ohio were closed to this plaintiff, so also was 
the federal court in that state in a diversity of citizenship case. Woods v. 
Interstate Realty Company, 337 U.S. 535 (1949). Thus, if the defendants’ 
major premise is sound, the only doubtful issue would be the factual one 
of whether the plaintiff’s activities in Ohio, including advertising and 
periodic inspections of the members’ courts, constituted “a continual course 
of transaction” within the state. Cf. National Sign Co. v. Maccar Sales Co., 


Or aS QUALITY COURT, or aS QUALITY MOTOR COURT, or from using the word QUALITY in 
any manner whatsoever in describing or advertising or holding out to the public the 
said MOTEL DORMA DELL or any other motel or similar place of lodging; the defendants 
be enjoined and restrained from using any descriptive words which are calculated, 
designed or have the effect of causing the general public or any portion thereof to 
believe that MOTEL DORMA DELL is a member of plaintiff or is endorsed or recommended 
by plaintiff, and that defendants be enjoined and restrained from in any manner 
harassing or threatening or continuing to harass and threaten plaintiff or any of its 
members, or claiming to any of plaintiff’s said members that defendants have any right 
to use the name QUALITY COURTS UNITED, INC., or any variation thereof. 

“(e) That defendants be ordered to return to plaintiff forthwith all of plaintiff’s 
emblems, signs and other property now in the possession of defendant. 

“(d) That all of defendant’s billboards, signs, advertising material and other 
written or printed matter bearing the name QUALITY COURTS UNITED, INC., or QUALITY 
COURTS UNITED, Or QUALITY COURT, Or QUALITY MOTOR COURT, or any similar name, be 
delivered up and destroyed.” 

3. Ohio Revised Code, § 1703.27 provides: “No foreign corporation organized not- 
for-profit shall exercise its corporate privileges in this state in a continual course of 
transactions until it has first procured from the Secretary of State a certificate author- 
izing it to do so.” 

4. “The failure of any corporation to obtain a license under sections 1703.01 to 
1703.31, inclusive, of the Revised Code, does not affect the validity of any contract 
with such corporation, but no foreign corporation which should have obtained such 
license shall maintain any action in any court until it has obtained such license.” Ohio 
Revised Code, § 1703.29(A). “Sections 1703.01 to 1703.31, inclusive, of the Revised Code 
governing foreign corporations for profit in respect to * * * penalties or forfeitures for 
transacting business without license * * * shall also apply to foreign corporations not 
for profit.” Ohio Revised Code, § 1703.27. 
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33 Ohio App. 89 (Ct. of Ap., Cuyahoga Cty., 1929); Clare & Foster v. 
Diamond Electric Co., 66 Ohio App. 376 (Ct. of Ap., Erie Cty., 1940). 

If the defendants’ major premise is invalid, however, their entire argu- 
ment collapses. If the court’s jurisdiction in this case rested not on diver- 
sity of citizenship, but rather on its function as a national court to enforce 
a substantive right created by Congress, then any limitations which Ohio 
imposes on its courts would be irrelevant. Lisle Mills v. Arkay Infants 
Wear, 90 F.Supp. 676, 85 USPQ 160 (E.D.N.Y., 1950) ; see Holmberg v. 
Armbrecht, 327 U.S. 392 (1946). The plaintiff’s complaint, although alleg- 
ing diversity of citizenship and that the amount in controversy exceeded 
$3,000, exclusive of interest and costs, explicitly stated that “This action 
is brought under the trade-name and trade-laws of the United States, 
U.S.C., Title 15. * * *” It is of no moment that the complaint may also 
have stated a common law action for breach of contract, or that the plaintiff 
might have confined his invocation of federal jurisdiction to diversity of 
citizenship. “ * * * [T]he party who brings a suit is master to decide what 
law he will rely upon and therefore does determine whether he will bring 
a ‘suit arising under’ the patent or other law of the United States by his 
declaration or bill.” The Fair v. Kohler Die Co., 228 U.S. 22, 25 (1913) ; 
see Bell v. Hood, 327 U.S. 678, 681 (1946). 

It thus becomes necessary only to determine whether the facts alleged 
in the complaint actually constituted a claim within the jurisdiction of the 
federal court, independent of its diversity jurisdiction. We turn to con- 
sideration of that question. 

The plaintiff’s service marks for “providing lodging in tourist courts” 
were registered as collective marks in 1955 under the provisions of the 
Lanham Trademark Act, 15 U.S.C.A., §§ 1053, 1054.5 The marks were 





5. “§ 1053. Service marks registrable. 

“Subject to the provisions relating to the registration of trademarks, so far as 
they are applicable, service marks used in commerce shall be registrable, in the same 
manner and with the same effect as are trademarks, and when registered they shall 
be entitled to the protection provided in this chapter in the case of trademarks, except 
when used so as to represent falsely that the owner thereof makes or sells the goods 
on which such mark is used. The Commissioner may establish a separate register for 
such service marks. Applications and procedure under this section shall conform as 
nearly as practicable to those prescribed for the registration of trademarks. July 5, 
1946, c. 540, Title I, § 3, 60 Stat. 429.” 15 U.S.C.A., § 1053. 

§ 1054. Collective marks and certification marks registrable. 

“Subject to the provisions relating to the registration of trademarks, so far as 
they are applicable, collective and certification marks, including indications of regional 
origin used in commerce, shall be registrable under this chapter, in the same manner 
and with the same effect as are trademarks, by persons, and nations, States, munici- 
palities, and the like, exercising legitimate control over the use of the marks sought to 
be registered, even though not possessing an industrial commercial establishment, and 
when registered they shall be entitled to the protection provided in this chapter in the 
ease of trademarks, except when used so as to represent falsely that the owner or a 
user thereof makes or sells the goods or performs the services on or in connection with 
which such mark is used. The Commissioner may establish a separate register for such 
collective marks and certification marks. Applications and procedure under this section 
shall conform as nearly as practicable to those prescribed for the registration of trade- 
marks. July 5, 1946, c. 540, § 4, 60 Stat. 429.” 15 U.S.C.A., § 1054. 
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almost textbook examples of collective marks within the meaning of the 
statute, 15 U.S.C.A., § 1127.° 

In order to state a claim for infringement, it was incumbent upon the 
plaintiff to allege facts showing that the defendants had used the mark or 
a reproduction or imitation (1) in commerce; (2) without consent; (3) in 
connection with the sale, offering for sale or advertising of services; (4) in 
a manner likely to cause confusion or mistake or to deceive purchasers as 
to the source or origin of such services, 15 U.S.C.A., § 1114 (1). The alle- 
gations of the complaint were clearly sufficient to show that the defendants 
had used the plaintiff's marks, without consent, in connection with the 
advertising and sale of services, and in a manner likely to deceive pur- 
chasers as to the source or origin of the services. 

The defendants insist, however, that the complaint showed that their 
alleged infringement was solely in connection with an intrastate activity, 
the operation of the Hotel Dorma Dell, in Norwalk, Ohio, and that such 
use was not “in commerce,” and therefore not within the reach of the fed- 
eral statute. 

Under the provisions of the Lanham Trademark Act, however, it is 
not necessary that the infringing use itself be in interstate commerce. It is 
enough if the use has a substantial economic effect on interstate commerce. 
The Act provides that a mark shall be deemed to be used in commerce 
“when it is used or displayed in the sale of services and the services are 
rendered in commerce.” 15 U.S.C.A., § 1127. And, “the word ‘commerce’ 
means all commerce which may lawfully be regulated by Congress.” 15 
U.S.C.A., § 1127. Since as a matter of Constitutional law it is now beyond 
question that Congress may regulate intrastate activities which substan- 
tially affect interstate commerce, Mandeville Farms v. American Sugar Co., 
334 U.S. 219, 232-37 (1948), it is clear that intrastate infringing use is 
within the provisions of the Act if it has a substantial economic effect upon 
interstate use by the mark’s owner. Jowa Farmers Union v. Farmers’ Ed. & 
Coop. Union, 247 F.2d 809, 815-816, 114 USPQ 382, 387-388 (47 TMR 1492) 
(8 Cir., 1957) ; Pure Foods v. Minute Maid Corp., 214 F.2d 792, 795-6 102 
USPQ 271, 273 (44 TMR 1408) (5 Cir., 1954), cert. den. 348 U.S. 888, 103 
USPQ 424; Stauffer v. Exley, 184 F.2d 962, 966-7, 87 USPQ 40, 43-44 (40 
TMR 960) (9 Cir., 1950) ; National Tuberculosis Assn. v. Summit County 
Tuberculosis & Health Assn., 122 F.Supp. 654, 656-7, 101 USPQ 387, 389 
(N.D.O., 1954) ; see also Commentary on the Lanham Trademark Act, 15 
U.S.C.A., pp. 268-9. Without question the plaintiff’s complaint alleged an 
infringing use “in commerce” within the meaning of the statute. Facts 
showing the plaintiff’s own use of its mark in interstate commerce were 
clearly set out, as were facts alleging a substantial economic effect upon 
that use resulting from the defendants’ intrastate infringement. 


6. “The term ‘collective mark’ means a trademark or service mark used by the 
members of a cooperative, an association or other collective group or organization and 
includes marks used to indicate membership in a union, an association or other organi- 
zation.” 15 U.S.C.A., § 1127. 
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It is apparent therefore that the complaint stated a substantial claim 
under the federal trademark laws, conferring jurisdiction upon the federal 
court independent of diversity of citizenship. The complaint also stated 
a claim of unfair competition which was closely related to the trademark 
claim, and of which the federal court therefore also had jurisdiction, irre- 
spective of the diverse citizenship of the parties, 28 U.S.C.A., § 1338(b) ;? 
Iowa Farmers Union v. Farmers’ Ed. & Coop. Union, 247 F.2d 809, 819, 114 
USPQ 382, 390 (47 TMR 1492) (8 Cir., 1957); Telechron, Inc. v. Parissi, 
197 F.2d 757, 759-61, 93 USPQ 492, 493-494 (2 Cir., 1952); Schreyer v. 
Casco Products Corp., 190 F.2d 921, 923-24, 90 USPQ 271, 273-274 (2 Cir., 
1951), cert. den. 342 U.S. 913, 92 USPQ 467 (1952). It follows that the 
plaintiff’s failure to secure a license from the State of Ohio was not an 
impediment to the maintenance of this action in the federal court there. 

That being so, we do not reach the question whether the Lanham Act 
itself confers independent federal jurisdiction of a claim for unfair compe- 
tition affecting interstate commerce—a question not argued in this case, 
and one about which there is disagreement. Compare Pagliero v. Wallace 
China Co., 198 F.2d 339, 341, 95 USPQ 45, 47 (42 TMR 839) (9 Cir., 1952), 
and Stauffer v. Exley, 184 F.2d 962, 87 USPQ 40 (40 TMR 960) (9 Cir., 
1950), with Royal Lace Paper Works, Inc. v. Pest-Guard Products, Inc., 
240 F.2d 814, 112 USPQ 154 (47 TMR 363) (5 Cir., 1957); L’Aiglon 
Apparel, Inc. v. Lana Lobeil, Inc., 214 F.2d 649, 652, 654, 102 USPQ 94, 96, 
98 (3 Cir., 1954) ; and American Auto Assn. v. Spiegel, 205 F.2d 771, 774, 
98 USPQ 1, 3 (48 TMR 1071) (2 Cir.), cert. den. 346 U.S. 887, 99 USPQ 
490 (1953). See Maternally Yours, Inc. v. Your Maternity Shop, Inc., 234 
F.2d 538, 540 footnote 1, 545, 110 USPQ 462, 463, 467 (46 TMR 1509) 
(2 Cir., 1956). 

Finally, there is no merit in the defendants’ contention that the dis- 
trict court was in error in entering a summary judgment. The depositions 
and exhibits filed in the district court left no genuine issues of material 
fact remaining as to the merits of this controversy. The defendants used 
a colorable imitation of the plaintiff’s collective service mark, resulting in 
confusion as to the source of origin of the services offered by them. They 
were also guilty of unfair competition in holding out the MOTEL DORMA DELL 
as a member of the plaintiff corporation, by appropriating the name 
QUALITY COURTS UNITED, INC. Both secondary meaning and actual deception 
were shown.® See Jowa Farmers Union v. Farmers’ Ed. & Coop. Union, 247 





7. “The district courts shall have original jurisdiction of any civil action asserting 
a claim of unfair competition when joined with a substantial and related claim under 
the copyright, patent, or trademark laws.” 28 U.S.C.A., § 1338(b). 

8. Lloyd B. Lyon testified by deposition as follows: 

“Q. Now, do you personally come in contact with the patrons of the Dorma Dell? 
A. Yes, part of the time. 

Q. Do those people sometimes ask you to make reservations for them? A. Yes, 

Q. Do they ask you to make a reservation at a Quality Court? A. Yes. 

Q. What do you tell them? A. I try to get out the best way I can, it is very 
embarrassing, we tell them we can’t do it. 
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F.2d 809, 114 USPQ 382 (47 TMR 1492) (8 Cir., 1957) ; Quality Courts v. 
Quality Courts, 140 F.Supp. 341, 109 USPQ 92 (46 TMR 567) (M.D.Pa., 
1956); National Tuberculosis Assn. v. Summit County Tuberculosis & 
Health Assn., 122 F.Supp. 654, 657, 101 USPQ 387, 389 (N.D.O., 1954). 

In oral argument the defendants relied heavily upon American Auto 
Assn. v. Spiegel, 205 F.2d 771, 98 USPQ 1 (48 TMR 1071) (2 Cir.), cert. 
den. 346 U.S. 887, 99 USPQ 490 (1953). That decision is clearly differen- 
tiable. The court’s opinion in that case does not indicate that collective 
marks or service marks were involved. Moreover, there was no showing 
there that the defendant used the plaintiffs’ trademarks on or in connection 
with goods sold, and no showing of a likelihood of confusion. See “Trade- 
marks and Unfair Competition,” 68 Harv. L. Rev. 814, 850 (1955). 

The judgment of the district court is affirmed. 


ADMIRAL CORPORATION v. SEWING MACHINE 
SALES CORP. et al. 


No. 85-314 —D. C., S. D. New York — December 2, 1957 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—NOTICE 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
In connection with a claim for an accounting of profits, it is immaterial under 
Section 29 that the plaintiff failed to display the statutory form or notification 
with its registered mark if, in fact, the defendant had actual notice of such 
registration. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
The right to an accounting is not a mandatory one by virtue of the Lanham 
Act but rather depends upon a showing of material damage to the plaintiff which 
may exist even if the products of the parties are not directly competitive. 


Action by Admiral Corporation v. Sewing Machine Sales Corp., Export 
Sewing Machine Co., Samuel Cohen, Eli Cohen and Herman Smith for 
trademark infringement and unfair competition. Plaintiff moves for pro- 
duction of documents; defendants move for summary judgment and for 
separate trials. Plaintiff's motion granted in part and denied in part; 
defendants’ motion denied. 


Engel, Judge, Miller & Sterling, John F. Reddy, Jr., and J. Richard Ryan, 
of New York, N. Y., and Byron, Hume, Groen & Clement and Gerrit 
P. Groen, of Chicago, Illinois, for plaintiff. 

Samuel Wollan and Joseph N. Friedman, of New York, N. Y., for defen- 
dants. 


Q. Many of them do ask you to make reservations? A. Yes. 

Q. Do you understand when they ask you that question they believe you are a 
member of the Plaintiff corporation, don’t you? A. I don’t know what they have in 
mind, but they know we had been a Quality Court. 

Q. You give them to understand that you still are a Quality Court by your sign, 
don’t you? A. Weare a Quality Court, yes.” 
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LEVET, District Judge. 

The plaintiff has moved for an order compelling the production of 
certain documents and records. The defendants have made a cross-motion 
for summary judgment or in the alternative for an order directing sepa- 
rate trials on the issues of liability and damages. 

This is an action for trademark infringement and unfair competition 
arising out of defendants’ use of the word ADMIRAL on sewing machines 
sold by them. Plaintiff originally sought injunctive relief, an accounting 
for profits, damages and attorneys’ fees. On May 21, 1954, a consent 
judgment was entered enjoining defendants from using the word ADMIRAL 
alone or in any combination, but reserving for later determination the 
issues with respect to accounting, damages and related relief. 


As TO DEFENDANTS’ MOTION FoR SUMMARY JUDGMENT 


Defendants’ motion for summary judgment appears to be predicated 
upon the following contentions: 


1. Plaintiff has failed to comply with the provisions of Title 15 
U.S.C.A. §1111 in failing to display with its Admiral trademark the 
words “Registered in U.S. Patent Office,” or “Reg. U.S. Pat. Off.” or the 
symbol “(R).” 


2. Even assuming compliance with Title 15 U.S.C.A. § 1111 plaintiff 
must show that defendants have wilfully violated plaintiff’s rights. 


3. As a matter of law plaintiff cannot recover profits and damages 
since plaintiff’s products and defendants’ sewing machines are not directly 
competing. 

Title 15 U.S.C.A. § 1111 is as follows: 


“Notice of registration; display with mark; recovery of profits 
and damages in infringement suit. 

Notwithstanding the provisions of section 1972 of this title, a 
registrant of a mark registered under the Act of March 3, 1881, or 
the Act of February 20, 1905, or on the principal register established 
by this chapter, shall give notice that his mark is registered by dis- 
playing with the mark as used the words ‘Registered in U. 8. Patent 
Office’ or ‘Reg. U. S. Pat. Off.’ or the letter R enclosed within a circle, 
thus (Q); and in any suit for infringement under this chapter by such 
a registrant failing so to mark goods bearing the registered mark, or 
by a registrant under the Act of March 19, 1920, or by the registrant 
of a mark on the supplemental register provided by this chapter no 
profits and no damages shall be recovered under the provisions of this 
chapter unless the defendant had actual notice of the registration.” 


It is clear from this section that display of the statutory words or the 
symbol ®) is immaterial if defendants had actual notice of the registration 
of plaintiff’s trademark. Defendants concede that they received such 
actual notice on June 10, 1952. Whether they had actual notice prior to 
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that time is a question of fact which cannot be determined solely on the 
basis of defendants’ affidavits denying prior knowledge. 

Whether defendants wilfully violated plaintiff’s trademark or any 
rights thereunder is similarly a question of fact which cannot be disposed 
of on this motion. 

Equally without merit is defendants’ contention that as a matter of 
law plaintiff cannot recover profits and damages. The case of Admiral 
Corp. v. Penco, Inc., 2 Cir. 1953, 203 F.2d 517, 97 USPQ 24 (43 TMR 616), 
does not, in my opinion, support defendants’ position. There, the trial 
court granted an injunction against defendant’s use of the word ADMIRAL 
on its vacuum cleaners and sewing machines. However, it denied an 
accounting on a finding that the plaintiff could not as yet show material 
damage. In the Court of Appeals, plaintiff argued that its rights to an 
accounting had become mandatory under the Lanham Act. This conten- 
tion was rejected and the trial court’s determination was affirmed. 

I do not believe that Chief Judge Clark’s opinion in the Penco case 
can be interpreted as precluding the possibility of an accounting if plain- 
tiff can show material damage. Under such circumstances, there might be 
a basis for awarding profits as an equitable measure of the loss sustained 
by plaintiff even though plaintiff’s products are not in direct competition 
with defendants’ sewing machines. 

A reading of the cases cited in Judge Clark’s opinion in the Penco 
case, supra, reveals that in each of them an accounting was denied on an 
express finding that no damages had been shown. For example, in Triangle 
Publication, Inc. v. Rohrlich, 2 Cir. 1948, 167 F.2d 969, 77 USPQ 196 (38 
TMR 516), the court of appeals stated that “* * * there is no evidence 
that any direct or indirect injury has been caused by defendants to plain- 
tiff’s business or good will” (p. 974, 77 USPQ at 199 (38 TMR 521)). 

In Chester M. Roth, Inc. v. Esquire, Inc., 2 Cir. 1950, 186 F.2d 11, 16, 
88 USPQ 140, 144 (41 TMR 221), cert. denied 341 U.S. 921, 89 USPQ 650, 
the Court of Appeals stated: “There was, however, no error either in 
denying any accounting for profits or an award of damages, neither hav- 
ing been shown to exist.” 

Similarly, in Stardust, Inc. v. Weiss, D.C., S.D.N.Y. 1948, 79 F.Supp. 
274, 281, 79 USPQ 162, 167 (38 TMR 1114), this court denied an account- 
ing on the ground that: 


“* * * There is no proof that the sales made by the defendants 
after January 1946 caused any direct or indirect injury to the plain- 
tiff’s business or good will, or that such sales were not made on the 
merits of defendants’ product and defendants’ reputation without 
any reference to the plaintiff. 

Under the circumstances, I am of the opinion that it would be 
inequitable to award an accounting. See Champion Spark Plug Co. v. 
Sanders, 331 U.S. 125, 67 S.Ct. 1136, 91 L.Ed. 1386, 73 USPQ 133 (37 
TMR 323) ; Triangle Publications, Inc. v. Joseph Rohrlich, supra.” 
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Likewise, in Lorraine Mfg. Co. v. Lorraine Mfg. Co., D.C. D.N.J., 1952, 
101 F.Supp. 967, 970, 92 USPQ 62, 64 (42 TMR 234), the court stated: 


“* * * The plaintiff herein seeks both an injunction and an ac- 
counting. However, there can be no accounting as there has been no 
proof of past injury to the plaintiff or of profits accruing to the 
defendant by reason of its use of the name LORRAINE.” 


Furthermore, whether there is sufficient competition between plain- 
tiff’s products and defendants’ sewing machines to authorize an accounting 
would seem to be a question of fact which cannot adequately be determined 
on this motion. See General Motors Corp. v. Circulators & Devices Mfg. 
Corp., D.C., 8.D.N.Y., 1946, 67 F.Supp. 745, 70 USPQ 398; Lou Schneider, 
Inc. v. Carl Gutman & Co., D.C., 8.D.N.Y., 1946, 69 F.Supp. 392, 70 USPQ 
490 (36 TMR 304), where accountings were granted even though the 
parties did not sell identical products. 

Accordingly, defendants’ motion for summary judgment is denied. 


As TO DEFENDANTS’ MOTION FOR A SEPARATE TRIAL 


Such a motion was previously made by the defendants, returnable 
originally on or about November 24, 1953. On January 13, 1954, Chief 
Judge John W. Clancy of this court denied it. I see no reason to hold 
otherwise ; the motion once having been made and denied is sufficient deter- 
mination of this matter. 


As To PLAINTIFF’s MOTION FOR PRODUCTION OF CERTAIN 
DoOcCUMENTs AND RECORDS 


Plaintiff’s motion is disposed of as follows: 

Item 1 is limited to inventory records after June 10, 1952, and as so 
limited is granted. 

Items 4 and 5 are granted, having been consented to. 

Item 7 is limited to invoices after June 10, 1952, and as so limited is 
granted. 

Items 2, 3, 6 and 8 are denied. 

To the extent that plaintiff’s motion has been denied, such denial is 
without prejudice to the bringing of another motion for the production 
of documents upon a showing of good cause after other discovery proce- 
dures have been exhausted. 

Defendants shall produce the documents and records required here- 
under at the office of their attorney, Samuel Wollan, 51 Chambers Street, 
New York City, at a time to be agreed upon by counsel and stated in the 
order to be submitted hereon. 

Settle order on notice. 
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CHADBOURN HOSIERY MILLS, INCORPORATED 
(CHADBOURN GOTHAM, INCORPORATED, substituted) 
v. J. M. LYNCH & BRO. 


No. 33,152 — Commissioner of Patents — October 21, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Purchaser confusion, mistake and deception is likely between LARKSPUR and 
LARKWOOD, both for hosiery, when the circumstances and conditions surrounding 
the purchase of hosiery and the methods of stacking and displaying hosiery on 
shelves are considered, since the marks are similar in sound and appearance. 


Opposition proceeding by Chadbourn Hosiery Mills, Incorporated 
(Chadbourn Gotham, Incorporated, substituted) v. J. M. Lynch & Bro., 
application Serial No. 647,359 filed May 20, 1953. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Affirmed. 


Parrott & Richards, of Charlotte, North Carolina, for opposer-appellee. 
William A. Le Pore and Herbert J. Jacobi, of Washington, D. C., for 
applicant-appellant. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register LARKSPUR, with an illustration 
of larkspur blossoms, for men’s, women’s and children’s hosiery, use since 
April 29, 1953 being asserted. 


Registration has been opposed by the registrant of LARKWOOD,! LARK- 
WOOD VAMP-TOE,? LARKWOOD KNEE-FREE,®? LARKWOOD LO-HIGHS,* and LARK- 


ETTES’ for hosiery. 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

The record shows that opposer and its predecessor have used LARKWOOD 
on hosiery since 1924; opposer’s hosiery is sold in more than 5,000 retail 
stores located throughout the United States; and since 1951, opposer has 
spent more than a million dollars in advertising its LARKWoop hosiery 
through all types of consumer media. 

The specimens submitted with applicant’s application show that its 
mark appears on its packages in the following display : 


Ak sor 


1. Reg. No. 249,750, issued Nov. 20, 1928 to a predecessor, renewed by opposer; 
Reg. No. 517,435, issued Nov. 8, 1949; and Reg. No. 576,413, issued June 23, 1953. 

2. Reg. No. 253,162, issued Feb. 19, 1929, to a predecessor, renewed by opposer; 
and Reg. No. 524,961, issued May 9, 1950. 

3. Reg. No. 334,996, issued May 19, 1936. 

4. Reg. No. 353,951, issued Jan. 25, 1938. 

5. Reg. No. 579,623, issued Sept. 8, 1953. 
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Opposer’s LARKWoop mark appears on its packages in the following 
manner : 


Lavkwood 


Considering the circumstances and conditions surrounding the pur- 
chase of hosiery and the methods of stacking and displaying boxes of 
hosiery on store shelves, it is believed that applicant’s mark so resembles 
opposer’s previously used and registered mark LARKWoop in sound and 
appearance as to be likely to cause purchaser confusion, mistake and decep- 
tion. 

The decision of the Examiner of Interferences is affirmed. 


THE FLEISCHMANN DISTILLING CORPORATION v. 
THE HEIDELBERG BREWING CORPORATION 
(KLUG, assignee, substituted) 


No. 6,268 — Commissioner of Patents — October 21, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
In a cancellation proceeding involving the marks OLDE HEIRLOOM for whiskey 
and HEIRLOOM for beer, both parties urging that a likelihood of confusion exists, 
the fact that the Commissioner doubts that the marks conflict will not preclude a 
determination as to which of the parties has superior rights. 


Cancellation proceeding by The Fleischmann Distilling Corporation 
v. The Heidelberg Brewing Corporation (Edith Klug, assignee, substi- 
tuted), Registration No. 364,459 issued January 31, 1939 and Registration 
No. 441,003 issued October 12, 1948. Petitioner appeals from decision of 
Examiner of Interferences dismissing petition. Reversed. 


James P. Sapp, Jr., and Franklin M. Depew, of New York, N. Y., for 
petitioner-appellant. 
Jacobi & Jacobi, of Washington, D. C., for respondent-appellee. 


LEEpDs, Assistant Commissioner. 

A petition has been filed to cancel two registrations, one of which 
shows HEIRLOOM OF BADEN BEER for beer,’ and the other HEIRLOOM for beer, 
ale and porter.’ 

The Examiner of Interferences dismissed the petition, and petitioner 
has appealed. 

Petitioner has alleged ownership of OLDE HEIRLOOM for whiskey and 
avers that the marks shown in the registrations sought to be canceled have 
been abandoned. 





1. Reg. 364,459, issued Jan. 31, 1939 to The Heidelberg Brewing Company. 
2. Reg. No. 441,003, issued Oct. 12, 1948 to The Heidelberg Brewing Company. 
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The records of the Patent Office show that on May 25, 1954 there was 
recorded in the Patent Office an instrument of transfer of the registrations 
here involved from The Heidelberg Brewing Company to Edith Klug. 
The instrument was acknowledged on May 20, 1954 and recites that it is, 
in effect, a confirmation of an assignment in fact of such registrations on 
June 22, 1949. The instrument was signed by Geo. H. Meyerratken as 
president of The Heidelberg Brewing Company, who in 1938 and 1947 
executed the applications which matured into the registrations sought to 
be canceled. 

The records of the Patent Office also show that late in 1953 affidavits 
were filed in connection with each of the involved registrations stating in 
substance that The Heidelberg Brewing Company had changed its name 
to The Kentucky Company on December 19, 1951; that The Kentucky 
Company owns the marks; and that although the trademarks shown in the 
registrations were not in use, they had not been abandoned and there was 
no intention of abandoning the marks. 

It is obvious that the records of the Office raise substantial questions 
concerning ownership of the marks and registrations as between Edith 
Klug and The Kentucky Company, but there is nothing in the record which 
suggests that petitioner is in privity with either; and there is nothing 
affirmative in the record which leads to a conclusion that the marks shown 
in the registrations have been abandoned as a result of non-use or any 
other act of omission or commission which would amount to abandonment. 

I entertain considerable doubt that there is any likelihood of confu- 
sion between HEIRLOOM OF BADEN BEER, HEIRLOOM beer, and OLDE HEIRLOOM 
whiskey but since both parties urge in their pleadings that confusion is 
likely, there is left only the question of whether or not petitioner’s rights 
in OLDE HEIRLOOM are superior to respondent’s rights in HEIRLOOM. 

Petitioner’s record shows that it is a rectifier and distiller of whiskey 
and that it has used OLDE HEIRLOOM as a trademark for its whiskey since 
May of 1950. It claims ownership of HEIRLOOM and OLDE HEIRLOOM from 
mesne assignments, however, and it is therefore necessary to examine the 
record in connection with changes in title. Since HEIRLOOM and OLDE HEIR- 
LOOM appear to have different origins, their histories will be separately 
discussed. 

Considering first the mark OLDE HEIRLOOM, the record shows the fol- 
lowing: 

February 3, 1934. Walgreen Co. filed an paseo to register the 
mark in the State of Illinois. 

October 21, 1941. Walgreen Co. assigned the mark to Judge & Dolph, 
Ltd. 

May 9, 1950. Judge & Dolph, Ltd. assigned the mark to petitioner. 

It appears that from 1933 to 1945 Judge & Dolph, Ltd., a Liquor 
wholesaler, was a subsidiary of Walgreen Co., a retailer. In 1945, the 
relationship was severed by reason of an Illinois law which prohibited 
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common ownership of wholesale and retail liquor establishments. Judge & 
Dolph, Ltd. had, between 1937 and 1950, had whiskey bottled for it under 
a label showing OLDE HEIRLOOM by at least three distillers, namely, Bern- 
heim Distilling Company, James Beam Distilling Company and this peti- 
tioner. 

Petitioner has sold whiskey under the OLDE HEIRLOOM mark since execu- 
tion on May 9, 1950 of the instrument of assignment from Judge & Dolph, 
Ltd. 

With reference to HEIRLOOM, the record shows the following: 

April 27, 1934. Bon Ton Beverages, Inc. filed an application to reg- 
ister the mark in Illinois. 

October 13, 1934. Bon Ton Beverages, Inc. filed an application to 
register the mark in the Patent Office. Registration was successfully op- 
posed by a stranger to this proceeding. 

Sometime prior to June 26, 1937, Paramount Liquor Corporation 
apparently succeeded to the business of Bon Ton Beverages, Inc. or Bon 
Ton, Ine., or both, and whiskey was sold under the mark by Paramount, 
but such sales were made under the commercial name Bon Ton, Ine. or 
Paramount Bon Ton Company, or both. 

June 26, 1937. Bon Ton, Inc. assigned the mark to Walgreen Co. 

October 21, 1941. Walgreen Co. assigned the mark to Judge & Dolph, 
Ltd. 

May 9, 1950. Judge & Dolph, Ltd. assigned the mark to petitioner. 

There is no evidence that Walgreen Co., Judge & Dolph, Ltd. or peti- 
tioner used the mark HEIRLOOM except as it appears in OLDE HEIRLOOM. 
Petitioner, therefore, has no rights in HEIRLOOM stemming from Bon Ton 
Beverages, Inc. 

It is clear from the record that petitioner and its predecessors have 
used OLDE HEIRLOOM since prior to respondent’s filing date of its applica- 
tion to register HEIRLOOM OF BADEN BEER. It is also clear that petitioner 
and its predecessors have continued to use OLDE HEIRLOOM as a trademark 
for whiskey since 1934. Petitioner’s rights in OLDE HEIRLOOM for whiskey 
are therefore superior to applicant’s rights in HEIRLOOM for beer. 

Since the parties concede that OLDE HEIRLOOM whiskey and HEIRLOOM 
beer are likely to create purchaser confusion, and since petitioner’s rights 
in its mark are superior to respondent’s rights in its marks, damage to peti- 
tioner from respondent’s registrations is presumed. 

The decision of the Examiner of Interferences is reversed, and the 
petition to cancel Reg. Nos. 364,459 and 441,003 is granted. 
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HITCHCOCK v. LEWIS 
No. 35,044 — Commissioner of Patents — October 21, 1957 


REGISTRABILITY— EVIDENCE 
A label showing a registered mark is, standing alone, incompetent as evidence 
of anything other than its existence. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Considering the differences in the goods and the highly suggestive nature of 
the marks, there is no likelihood of confusion between BAR-B-QUIK for frozen 
barbecued chicken and barbecue sauce and BAR-BE-CHICK for a canned meat product 
consisting of chicken meat and barbecue sauce. 


Opposition proceeding by Nelson Hitchcock v. Henry L. Lewis, appli- 
cation Serial No. 661,811 filed March 1, 1954. Opposer appeals from deci- 
sion of Examiner of Interferences dismissing opposition. Affirmed. 


Mason, Porter, Diller & Stewart, of Washington, D. C., for opposer- 
appellant. 
Frank Groom Kirtz, of St. Louis, Missouri, for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed to register BAR-B-QUIK for barbecued 
chicken and barbecue sauce, use since August 28, 1953 being asserted. 

Registration has been opposed by the registrant of BAR-BE-CHICK for a 
canned meat product consisting of chicken meat and barbecue sauce.’ 

Opposer took no testimony, but during his trial period there was 
filed a paper entitled “Notice” in which opposer stated merely that notice 
was being given that at final hearing he would rely on certain exhibits 
attached thereto. The exhibits were, (a) a printed copy of his registration 
(which, under Rule 2.122(b), was already a part of the record as a result 
of his having attached copies to the pleading); (b) a certificate from the 
assignment branch of the Patent Office showing title to the registration in 
opposer (which was unnecessary in view of Rule 2.122(b)); and (c) a 
label showing the registered mark (which is, standing alone, incompetent 
as evidence of anything other than its existence). 

Opposer’s brief was due on July 24, 1956, and when no brief was 
filed, the Examiner of Interferences, on October 10, 1956, entered an order 
dismissing the opposition, stating that upon the record presented, he was 
not persuaded that the allowance of the applicant’s application involved 
error. On the same day, opposer’s brief was filed in the Office. Within a 
few days opposer moved to vacate the examiner’s order dismissing the 
opposition. The Examiner of Interferences, after pointing out that the 
brief was long overdue when filed and no valid excuse was offered for the 
delay, denied the motion. Opposer requested reconsideration, setting forth 
the circumstances surrounding his failure to file a brief. The Examiner 
of Interferences held the showing made in support of the request to be 
insufficient, and the request was denied. Opposer has appealed. 





1. Reg. No. 392,850, issued Jan. 13, 1942. 
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The Examiner of Interferences exercised his discretion in dealing 
with the proceeding, and no abuse of discretion is found. The appeal has 
been properly prosecuted, however, and no reason is seen for avoiding 
decision on the merits. 

Since there is no record other than the pleadings and Patent Office 
records, the latter of which presumably were before the Examiner of 
Trademarks, there are to be considered only the marks as applied to the 
goods. Considering the differences in goods and the highly suggestive 
nature of the marks, it is not believed that there is any likelihood of confu- 
sion of purchases. 

It appears from the specimens submitted by applicant that his prod- 
uct is a frozen food product. In the event applicant finally prevails herein, 
registration will be withheld pending submission, within thirty days from 
the date of final termination, of an amendment adding the word “frozen” 
to the identification of his goods. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


LOS ANGELES SOAP COMPANY v. 
LESTER LABORATORIES, LTD. 


No. 34,109 — Commissioner of Patents — October 21, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
There is no likelihood of confusion nor opportunity for confusion between 
KARBON KING with the head of playing card king, for a carbon remover sold directly 
to industrial users, and WHITE KING with or without the head of a playing card 
king, for soaps sold to general public and others for public use, the marks, the 
products, trade channels and average purchasers not being the same. 


Opposition proceeding by Los Angeles Soap Company v. Lester Labora- 
tories, Ltd., application Serial No. 661,573 filed February 24, 1954. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Melvin A. Brandt, of Chicago, Illinois, for opposer-appellant. 
A. L. Wheeler, of Washington, D. C., for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed to register the words KARBON KING, sepa- 
rated by an illustration of the head of a playing card king, for carbon 
removers, use since November 4, 1953 being asserted. 

Registration has been opposed by the registrant of the words WHITE 
KING, displayed above an illustration of a playing card king in a circle, 
for soap;' an illustration of a playing card King of Spades for washing 
machine soap ;? an illustration of a playing card King of Clubs for soap ;° 





Reg. No. 145,133, issued July 26, 1921, renewed. 
Reg. No. 152,864, issued Mar. 7, 1922, renewed. 
Reg. No. 110,051, issued May 2, 1916, renewed. 
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HITCHCOCK v. LEWIS 
No. 35,044 — Commissioner of Patents— October 21, 1957 


REGISTRABILITY—EVIDENCE 
A label showing a registered mark is, standing alone, incompetent as evidence 
of anything other than its existence. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Considering the differences in the goods and the highly suggestive nature of 
the marks, there is no likelihood of confusion between BAR-B-QUIK for frozen 
barbecued chicken and barbecue sauce and BAR-BE-CHICK for a canned meat product 
consisting of chicken meat and barbecue sauce. 


Opposition proceeding by Nelson Hitchcock v. Henry L. Lewis, appli- 
cation Serial No. 661,811 filed March 1, 1954. Opposer appeals from deci- 
sion of Examiner of Interferences dismissing opposition. Affirmed. 


Mason, Porter, Diller & Stewart, of Washington, D. C., for opposer- 
appellant. 
Frank Groom Kirtz, of St. Louis, Missouri, for applicant-appellee. 


LEEDS, Assistant Commissioner. 

An application has been filed to register BAR-B-QUIK for barbecued 
chicken and barbecue sauce, use since August 28, 1953 being asserted. 

Registration has been opposed by the registrant of BAR-BE-CHICK for a 
canned meat product consisting of chicken meat and barbecue sauce.” 

Opposer took no testimony, but during his trial period there was 
filed a paper entitled “Notice” in which opposer stated merely that notice 
was being given that at final hearing he would rely on certain exhibits 
attached thereto. The exhibits were, (a) a printed copy of his registration 
(which, under Rule 2.122(b), was already a part of the record as a result 
of his having attached copies to the pleading) ; (b) a certificate from the 
assignment branch of the Patent Office showing title to the registration in 
opposer (which was unnecessary in view of Rule 2.122(b)); and (c) a 
label showing the registered mark (which is, standing alone, incompetent 
as evidence of anything other than its existence). 

Opposer’s brief was due on July 24, 1956, and when no brief was 
filed, the Examiner of Interferences, on October 10, 1956, entered an order 
dismissing the opposition, stating that upon the record presented, he was 
not persuaded that the allowance of the applicant’s application involved 
error. On the same day, opposer’s brief was filed in the Office. Within a 
few days opposer moved to vacate the examiner’s order dismissing the 
opposition. The Examiner of Interferences, after pointing out that the 
brief was long overdue when filed and no valid excuse was offered for the 
delay, denied the motion. Opposer requested reconsideration, setting forth 
the circumstances surrounding his failure to file a brief. The Examiner 
of Interferences held the showing made in support of the request to be 
insufficient, and the request was denied. Opposer has appealed. 





1. Reg. No. 392,850, issued Jan. 13, 1942. 
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The Examiner of Interferences exercised his discretion in dealing 
with the proceeding, and no abuse of discretion is found. The appeal has 
been properly prosecuted, however, and no reason is seen for avoiding 
decision on the merits. 

Since there is no record other than the pleadings and Patent Office 
records, the latter of which presumably were before the Examiner of 
Trademarks, there are to be considered only the marks as applied to the 
goods. Considering the differences in goods and the highly suggestive 
nature of the marks, it is not believed that there is any likelihood of confu- 
sion of purchases. 

It appears from the specimens submitted by applicant that his prod- 
uct is a frozen food product. In the event applicant finally prevails herein, 
registration will be withheld pending submission, within thirty days from 
the date of final termination, of an amendment adding the word “frozen” 
to the identification of his goods. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


LOS ANGELES SOAP COMPANY v. 
LESTER LABORATORIES, LTD. 


No. 34,109 — Commissioner of Patents — October 21, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
There is no likelihood of confusion nor opportunity for confusion between 
KARBON KING with the head of playing card king, for a carbon remover sold directly 
to industrial users, and WHITE KING with or without the head of a playing card 
king, for soaps sold to general public and others for public use, the marks, the 
products, trade channels and average purchasers not being the same. 


Opposition proceeding by Los Angeles Soap Company v. Lester Labora- 
tories, Ltd., application Serial No. 661,573 filed February 24, 1954. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Melvin A. Brandt, of Chicago, Illinois, for opposer-appellant. 
A. L. Wheeler, of Washington, D. C., for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed to register the words KARBON KING, sepa- 
rated by an illustration of the head of a playing card king, for carbon 
removers, use since November 4, 1953 being asserted. 

Registration has been opposed by the registrant of the words WHITE 
KING, displayed above an illustration of a playing card king in a circle, 
for soap;' an illustration of a playing card King of Spades for washing 
machine soap ;? an illustration of a playing card King of Clubs for soap ;* 





1. Reg. No. 145,133, issued July 26, 1921, renewed. 
2. Reg. No. 152,864, issued Mar. 7, 1922, renewed. 
3. Reg. No. 110,051, issued May 2, 1916, renewed. 
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and WHITE KING COCOA ALMOND, with an illustration of a playing card king 
in a circle, for soap.* 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that opposer has advertised and sold its soaps, deter- 
gents, household cleansers and water softeners under the trademarks WHITE 
KING and illustrations of playing card kings throughout the United States. 
Opposer’s products are consumer items sold to the general public through 
retail grocery stores and drugstores, as well as to railroads, public utilities 
and government agencies for public use. 

Applicant’s product is a solvent for removal of carbon, grease, and 
sludge from engines and paint and varnish from metal surfaces. It is sold 
directly to users through the salesman demonstration method. It is pack- 
aged in 5, 15, 30 and 55 gallon steel drums, and it is advertised for use by 
railroads, aircraft builders and repair shops, airlines, auto repair shops, 
typewriter rebuilders, tire recappers, diesel engine rebuilders, shipyards, 
motoreyele rebuilders, gasoline pump rebuilders, navy, marine and air 
foree installations, and for oil and gas tank cleaning. 

It is apparent from the foregoing that the marks are not the same, 
the products are not the same, the trade channels are not the same, and 
the average purchasers are not the same. Under such circumstances, there 
not only is no likelihood of confusion, but there is no opportunity for 
confusion. 

The decision of the Examiner of Interferences is affirmed. 


ROHM & HAAS COMPANY v. TAKAMINE 
LABORATORY, INC. 


No. 34,086 — Commissioner of Patents — October 22, 1957 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—IMPORTATIONS 

Use of a registered mark only in foreign commerce and registration in the 
United States confers upon the registrant the undoubted right to use the mark in 
domestic commerce if and when it chooses to do so. 

REGISTRABILITY—EVIDENCE 

Where applicant fails to take testimony its first use must be restricted, for 

opposition purposes, to the filing date of the application. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

A holding that the record is insufficient to establish actual confusion does not 
preclude a finding that purchasers are likely to mistake one product for the other 
by reason of the resemblance of the marks. 

Where a substantial number of purchasers of pectic enzymes are not well versed 
in English and make only small occasional purchases, the resemblance of the mark 
PEKTIZYME to the mark PECTINOL gains increased significance and the suggestive 
nature of the various portions of the marks is minimized. Such facts support a 
finding of likelihood of confusion or mistake between the marks. 


4. Reg. No. 595,686, issued Sept. 21, 1954. 
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Opposition proceeding by Rohm & Haas Company v. Takamine Lab- 
oratory, Inc., application Serial No. 660,905 filed February 10, 1954. Op- 
poser appeals from decision of Examiner of Interferences dismissing 
opposition. Reversed. 


John F. Bergin and T. Wallace Quinn, of Philadelphia, Pennsylvania, and 
Arthur G. Connolly, of Wilmington, Delaware, for opposer-appellant. 
Edmund Dill Scotti, of New York, N.Y., for applicant-appellee. 


LEEDS, Assistant Commissioner. 

An application has been filed to register PEKTIZYME for “an enzyme 
clarifier of fungal origin for the treatment of fruit juices and wine, used 
to modify and hydrolyze the pectins of the fruit juices and wine in the 
process of clarifying same.” Use since January 28, 1954 is asserted. 

Registration has been opposed by the registrant of PECTINOL’ and 
PECTASIN? for an enzyme product used in clarifying plant juices and 
extracts. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that it has for many years made a pectic 
enzyme for the clarification of apple juice and wines and for the pressing 
of other fruits and sold it under the trademark PECTINOL. The product is a 
dry free-flowing powder packaged in quantities from one pound to 55- 
gallon drums. It is sold to larger customers who have extensive laboratory 
facilities, to educated research personnel, and to small apple juice and 
wine producers most ef whom have neither educational background nor 
any knowledge of the chemistry involved and many of whom are of foreign 
origin not very familiar with the English language and not able to read 
opposer’s trade literature. Approximately twenty percent of opposer’s 
eustomers purchase less than ten dollars worth of PECTINOL (20 pounds) 
annually, and about twenty-five per cent purchase less than twenty-five 
dollars worth annually. Annual sales by opposer of its pectic enzyme 
amount to about $50,000 in domestic markets and $10,000 in foreign 
markets; and some $4,000 is spent annually in advertising PECTINOL and 
PECTASIN. 

Opposer’s pectic enzyme is sold throughout the United States, in 
Canada, South American countries and Europe. Opposer’s Swiss dis- 
tributor had used PECTASIN as a trademark for pectic enzyme which it sold 
prior to the time it became opposer’s exclusive distributor in Switzerland. 
The enzyme sold under the PECTASIN mark may or may not have been pur- 
chased from opposer; but when the Swiss distributorship became exclusive, 
PECTASIN was thereafter used, and it has since been registered, by opposer. 
PECTASIN is used on the same product as PECTINOL, but it is used only in for- 





1. Reg. No. 292,913, issued Mar. 29, 1932, renewed and published in accordance 
with Sec. 12(c) on May 18, 1948. 
2. Reg. No. 537,400, issued Feb. 6, 1951. 
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eign commerce. It is neither known nor advertised in the United States. 
In trade literature prepared for foreign distribution, however, and on 
some labels used in foreign commerce, both marks, PECTINOL and PECTASIN, 
appear. Although PECTASIN has not been used in the American market, it 
follows from opposer’s use in foreign markets and its registration that 
opposer “has the undoubted right to use the mark in domestic commerce, 
if and when it chooses to do so.” See: E. I. du Pont de Nemours & Co. v. 
Celanese Corp. of America, 61 USPQ 193 (Com’r., 1944). 

Applicant took no testimony, and its first use must therefore be re- 
stricted for purposes of this proceding to February 10, 1954, the filing 
date of the application. 

Certain pertinent facts appear from applicant’s answers to opposer’s 
interrogatories. Applicant admits that it was familiar with opposer’s 
trademark PECTINOL and with the nature and intended uses of the goods 
sold thereunder when it decided to adopt PEKTIZYME as the name for its 
enzyme clarifier ; and it knew of no competitive enzyme clarifier other than 
PECTINOL marketed in this country under a trademark including the prefix 
PECT or PEKT at the time it adopted PEKTIZYME. Applicant also admits that 
its product is sold in direct competition with opposer’s and is recommended 
for substantially the same uses. 

Applicant further admits that on October 15, 1954, one of its sales- 
men obtained a five-pound trial order for PEKTIZYME from a purchaser who 
had previously used PECTINOL. Thereafter, applicant received an order 
for fifty pounds of PECTINOL, whereupon applicant shipped PEKTIZYME 
and advised the purchaser that PEKTIZYME was being shipped in view of 
applicant’s sample previously tested and of the personal call by applicant’s 
representative. 

Opposer’s sales manager for PECTINOL and PECTASIN testified that on 
July 12, 1955, he called on Mr. Galanti of Cucamonga Winery in California 
to discuss the use of PECTINOL. Mr. Galanti apologized to the sales manager 
for not having made use of the sample previously sent, whereupon he 
showed to the sales manager a sample of PEKTIZYME. The witness testified 
that he attempted to explain the difference betwen the products PECTINOL 
and PEKTIZYME, but Mr. Galanti’s English was not too good and the expla- 
nation did not seem to be understood. The witness for opposer further 
testified that on July 21, 1955, he called on Mr. Reynolds of Driscoll Straw- 
berry Associates in California who had been a purchaser of PECTINOL and 
was advised that he was now using a more concentrated form of the 
enzyme previously purchased, whereupon, Mr. Reynolds showed the witness 
applicant’s PEKTIZYME. 

The Examiner of Interferences held that the record was insufficient 
to establish actual confusion in trade. While I agree with the conclusion, 
it seems to me that the evidence does indicate that purchasers are likely 
to mistake one product for the other, and there seems to be no reason for 
such mistakes other than the resemblance of the marks. 
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When it is considered that a substantial proportion of the purchasers 
of pectic enzymes are not well versed in the English language and make 
only small purchases now and then, the resemblance of applicant’s mark 
to opposer’s gains increased significance and the suggestive nature of the 
various portions of the marks is minimized. The record amply supports a 
conclusion that applicant’s mark, when applied to its product, so resembles 
opposer’s marks as to be likely to cause confusion or mistake among a sub- 
stantial segment of the purchasers of pectic enzymes. 

The decision of the Examiner of Interferences is reversed and the op- 
position is sustained. 


SERVEL, INC. v. BARR MANUFACTURING COMPANY 
No. 34,415 — Commissioner of Patents — October 22, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
There is no probability of purchaser confusion between a composite mark includ- 
ing the word SERVUE and a penguin, for commercial refrigerated display cases, and 
SERVEL for household refrigerators, freezers, water heaters, air conditioners and 
units incorporated by others, including applicant, in refrigerated display cases, the 
marks, the products and the average purchasers of the respective products not being 
the same. 


Opposition proceeding by Servel, Inc. v. Barr Manufacturing Com- 
pany, application Serial No. 666,824 filed May 21, 1954. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 

Dudley E. Heath, of New York, N. Y., for opposer-appellant. 
Mellin & Hanscom, of San Francisco, California, for applicant-appellee. 


LEEps, Assistant Commissioner. 
An application has been filed to register as a mark for refrigerators 
and parts thereof the following: 


\ 


Use since August 1, 1951, is asserted. 

Registration has been opposed by the registrant of SERV-EL and SERVEL 
for refrigerators and parts,’ air conditioning apparatus,? and gas water 
heaters.*® 


1. Reg. No. 174,263, issued Oct. 9, 1923 to a predecessor, renewed by opposer; and 
Reg. No. 326,647, issued July 30, 1935. 

2. Reg. No. 342,216, issued Jan. 12, 1937. 

3. Reg. No. 407,725, issued June 20, 1944. 
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The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that for many years prior to applicant’s asserted 
first use of its mark opposer has manufactured and sold under the trade- 
mark SERVEL household electric and gas refrigerators; home freezers; 
water heaters; air conditioning equipment; and motor compressor as- 
semblies, condensers, condenser fans, motor assemblies and receivers sold 
separately, or together as refrigeration condensing units. The last men- 
tioned items are sold to fixture manufacturers for use as cooling units for 
refrigerating boxes and various types of refrigerated display cases. The 
other items are sold to the general public. Opposer has, since 1928, spent 
more than forty million dollars in advertising its SERVEL products in 
consumer and trade media, and the value of its sales during that period 
has exceeded two hundred eighty million dollars. 

Applicant builds commercial refrigerated display cases with full- 
vision doors, equips them with refrigerating units purchased from manu- 
facturers such as and including opposer, and sells them under the mark 
reproduced above to liquor stores, grocery stores, supermarkets and the 
like. The record indicates that the mark presented for registration was 
used on applicant’s full-vision doors prior to the time it was used on the 
display cases. 

There is no question but that opposer knew of applicant’s use of 
SERVUE on its doors. The record shows that an employee news bulletin 
published by opposer under date of October 30, 1951, carried an article 
and pictures concerning exclusive use by applicant of opposer’s condens- 
ing units in its “reach-in/walk-in coolers” with SERVUE doors. The record 
also shows that an official of opposer wrote a note of commendation to an 
official of applicant in connection with a trade paper advertisement of 
“The NEW seERvVvE full vision SLIDING Door.” 

It is apparent from the record that the marks are not the same, the 
products are not the same and they are not generally sold to the same 
average purchasers. It is also apparent that applicant’s identification of 
its goods as “refrigerators and parts thereof” does not represent the 
common commercial name of the product being sold. Although the oppo- 
sition is dismissed because there is not, on the basis of the record, anything 
to support a conclusion of probable purchaser confusion, registration will 
nevertheless be withheld pending submission, within thirty days after 
final termination of this proceeding, of an amendment identifying the 
goods as “commercial refrigerated display cases and fixtures and parts 
therefor.” 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 
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FOURCO GLASS COMPANY v. LIBBEY-OWENS-FORD 
GLASS COMPANY 


Nos. 34,449-52 — Commissioner of Patents — October 24, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—DISCLAIMERS 
Prior decision sustaining an opposition filed by user of EASY ON THE EYES for 

sheet, flat, plate and window glass, to application for E-z-EYE, for glass windows 
and windshields for automobiles, is res judicata in opposition proceeding between 
same parties where the mark in the new application is dominated by E-z-EYE, which 
though disclaimed, is the only portion purchasers would be likely to use in purchas- 
ing applicant’s products. 


Opposition proceeding by Fourco Glass Company v. Libbey-Owens- 
Ford Glass Company, applications, Serial Nos. 602-042-5 filed August 10, 
1950. Applicant appeals from decision of Examiner of Interferences sus- 
taining oppositions. Affirmed. 

See also 43 TMR 756. 


James Atkins, of Washington, D. C., for opposer-appellee. 
Nobbe & Swope, of Toledo, Ohio, for applicant-appellant. 


LEEDS, Assistant Commissioner. 

Four applications have been filed to register the following basic mark 
for laminated glass windows and windshields for automobiles and the like, 
and for plate glass windows for automobiles and the like: 


E-Z-Eve 


saretyo| PLATE 


One application shows the mark as reproduced above,’ one shows the word 
SOLID beneath E-Z-EYE,? one shows the word DOUBLE above E-Z-EYE,’ and one 
shows the word SHADED beneath E-z-EYE.* Use since June of 1950 is 
asserted; and everything except Lor on the shield is disclaimed in each 
application. 

Registration has been opposed by a competitor alleging that since at 
least 1935 it has used the phrase EASY ON THE EYES in connection with its 
advertising and sale of glass goods, i.e., sheet, flat, plate and window glass 
and various glasses for case-hardening and laminating purposes, and that 
registration to applicant of the marks presented will cause damage and 
injury to opposer. 

Prior to the opening of its trial period opposer moved to consolidate 
the oppositions, and the motion was granted. Opposer then moved for 
summary judgment on the ground that the marks of the applications are 


S.N. 602,044. 
S.N. 602,042. 
S.N. 602,043. 
S.N. 602,045. 
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dominated by E-Z-EYE which had been involved in a previous proceeding 
between the parties in which the opposition was sustained.’ The Ex- 
aminer of Interferences granted the motion, and applicant has appealed.® 

There is no question but that the parties to these present proceedings 
are the same as in the previous case. There likewise is no question but 
that the goods are the same as in the previous case. The only question is 
whether or not the applicant’s marks are the same as was previously 
involved, and if there are differences, whether or not such differences are 
sufficient to remove the present applications from the effect of the previous 
decision. 

The mark in the previous proceeding was E-Z-EYE,’ and the specimens 
filed with the application were merely pieces of drawing paper with 
E-Z-EYE stenciled thereon. In each of the present marks, the predominating 
feature, both in size and position, is E-Z-EYE. The addition of “safety 
plate,” which is the commercial name of the product, and of DOUBLE, 
SHADED or SOLID, as the case may be, each of which is a merely descriptive 
word used to describe, are insufficient to remove the present applications 
from the effect of the prior decision. Applicant’s house mark comprising 
the letters Lor on a shield is likewise insufficient, since the nature of the 
house mark is such that it is not likely to be used by purchasers in ordering 
applicant’s products. Thus, it is seen that £-z-EYE is not only the dominat- 
ing portion of the marks presented for registration, but it is the only 
portion which purchasers would be likely to use in purchasing applicant’s 
products. 

It having been held in the prior case that registration of E-Z-EYE would 
be inconsistent with opposer’s right to continue to use EASY ON THE EYES, 
the Examiner of Interferences properly granted opposer’s motion for sum- 
mary judgment. 

The decision of the Examiner of Interferences is affirmed. 





5. Op. No. 29,350. The decision of the Examiner of Interferences sustaining the 
opposition was affirmed on appeal, reported at 97 USPQ 181 (43 TMR 756). 

6. Applicant filed its appeal fifty-nine days after the Examiner of Interferences 
granted opposer’s motion for summary judgment. Opposer moved to dismiss the appeal] 
on the ground that the appeal was untimely in that the time for filing appeal was 
governed by Rule 2.127 which specifies twenty days if no time limit is set. The 
Assistant Commissioner denied the motion on the ground that the granting of opposer’s 
motion by the Examiner of Interferences was a final decision finally disposing of the 
case, and the time for filing appeal was therefore governed by Rule 2.143 with which 
applicant had complied. 

Opposer filed a complaint in the District Court for the District of Columbia 
(Civil Action No. 543-56) for mandatory injunction under the Administrative Procedure 
Act to compel the Commissioner (and the Secretary of Commerce) to dismiss the appeal. 
The Commissioner of Patents (and the Secretary of Commerce) moved to dismiss the 
action for failure to state a claim upon which relief could be granted and for lack of 
jurisdiction. The motion was denied. Defendants answered, following which the adverse 
parties filed motions for summary judgment. After due consideration, the Court, on 
April 10, 1957, denied plaintiff’s (opposer’s) motion and granted defendants’ motion 
and the civil action was dismissed. Proceedings on the appeal were then resumed. 

7. §.N. 576,543, filed Apr. 2, 1949. 
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HYDROPONIC CHEMICAL COMPANY, INC. v. 
PLANTATION GARDEN PRODUCTS 


No. 34,763 — Commissioner of Patents — October 24, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

It is incumbent upon newcomer to select mark which does not closely resemble 
another’s established mark applied to competitive goods. 

VITA in applicant’s mark VITAPONEX, used for fertilizer concentrates, would 
suggest the presence of vitamins and purchasers familiar with opposer’s HYPONex, 
for plant food could reasonably believe vITAPONEX to be another product in opposer’s 
line. 


Opposition proceeding by Hydroponic Chemical Company, Inc. v. 
Plantation Garden Products, application Serial No. 671,672 filed August 
13, 1954. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 


A. H. Golden, of New York, N. Y., for opposer-appellee. 
Hal H. McCaghren, of West Palm Beach, Florida, applicant-appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register ViTAPONEX, with a mono- 
gram design of no consequence, as a trademark for fertilizer concentrates. 
Use since August 3, 1954 is asserted. 

Registration has been opposed by the registrant of HyYPoNex for 
plant food;? vERoNex for a plant growth aid;? and soLoNex for a soil 
conditioner.* Consideration need be given only to the mark HYPONex. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that the products of the parties are competitive 
plant foods (applicant’s containing vitamins and opposer’s not) moving 
in the same trade channels and sold to the same average purchasers under 
the same conditions and circumstances. 

Opposer has been selling its plant food under the trademark HYPONex 
since 1939 and has long advertised it in nationally circulated magazines, 
such as House Beautiful, House & Garden, American Home, Better Homes 
& Gardens, Farm Journal and Good Housekeeping. In 1954 applicant en- 
tered the field in which HYPONeX was a well established trademark. It 
was incumbent upon applicant to select a mark which did not have any 
close resemblance to opposer’s mark. This it failed to do. 

The Examiner of Interferences correctly stated: 


1, Reg. No. 373,639, issued Dec. 12, 1939. 

2. Reg. No. 597,253, issued Oct. 26, 1954. 

3. Reg. No. 600,239, issued Jan. 4, 1955. Opposer also owns the following regis- 
trations, the applications for which were filed after the present applicant filed its 
application: Reg. No. 612,867, RapoNex for rat and mouse killer bait; Reg. No. 612,899, 
SyFroNex for a fitting for a siphon for fertilizer and insecticides; Reg. No. 613,617, 
PELONex for a pelletized voleanic rock plant propagator; Reg. No. 616,736, CaRoNex 
for a plant growth aid; Reg. No. 617,692, mosonex for a plant growth aid; Reg. No. 
617,693, PANONeX for a plant growth aid. 
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dominated by E-z-EYE which had been involved in a previous proceeding 
between the parties in which the opposition was sustained. The Ex- 
aminer of Interferences granted the motion, and applicant has appealed.® 

There is no question but that the parties to these present proceedings 
are the same as in the previous case. There likewise is no question but 
that the goods are the same as in the previous case. The only question is 
whether or not the applicant’s marks are the same as was previously 
involved, and if there are differences, whether or not such differences are 
sufficient to remove the present applications from the effect of the previous 
decision. 

The mark in the previous proceeding was E-Z-EYE,’ and the specimens 
filed with the application were merely pieces of drawing paper with 
E-Z-EYE stenciled thereon. In each of the present marks, the predominating 
feature, both in size and position, is E-Z-EYE. The addition of “safety 
plate,” which is the commercial name of the product, and of DOUBLE, 
SHADED or SOLID, as the case may be, each of which is a merely descriptive 
word used to describe, are insufficient to remove the present applications 
from the effect of the prior decision. Applicant’s house mark comprising 
the letters Lor on a shield is likewise insufficient, since the nature of the 
house mark is such that it is not likely to be used by purchasers in ordering 
applicant’s products. Thus, it is seen that E-z-EYE is not only the dominat- 
ing portion of the marks presented for registration, but it is the only 
portion which purchasers would be likely to use in purchasing applicant’s 
products. 

It having been held in the prior case that registration of E-z-EYE would 
be inconsistent with opposer’s right to continue to use EASY ON THE EYES, 
the Examiner of Interferences properly granted opposer’s motion for sum- 
mary judgment. 

The decision of the Examiner of Interferences is affirmed. 


5. Op. No. 29,350. The decision of the Examiner of Interferences sustaining the 
opposition was affirmed on appeal, reported at 97 USPQ 181 (43 TMR 756). 

6. Applicant filed its appeal fifty-nine days after the Examiner of Interferences 
granted opposer’s motion for summary judgment. Opposer moved to dismiss the appeal 
on the ground that the appeal was untimely in that the time for filing appeal was 
governed by Rule 2.127 which specifies twenty days if no time limit is set. The 
Assistant Commissioner denied the motion on the ground that the granting of opposer's 
motion by the Examiner of Interferences was a final decision finally disposing of the 
case, and the time for filing appeal was therefore governed by Rule 2.143 with which 
applicant had complied. 

Opposer filed a complaint in the District Court for the District of Columbia 
(Civil Action No. 543-56) for mandatory injunction under the Administrative Procedure 
Act to compel the Commissioner (and the Secretary of Commerce) to dismiss the appeal. 
The Commissioner of Patents (and the Secretary of Commerce) moved to dismiss the 
action for failure to state a claim upon which relief could be granted and for lack of 
jurisdiction. The motion was denied. Defendants answered, following which the adverse 
parties filed motions for summary judgment. After due consideration, the Court, on 
April 10, 1957, denied plaintiff’s (opposer’s) motion and granted defendants’ motion 
and the civil action was dismissed. Proceedings on the appeal were then resumed. 

7. S.N. 576,543, filed Apr. 2, 1949. 
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HYDROPONIC CHEMICAL COMPANY, INC. v. 
PLANTATION GARDEN PRODUCTS 


No. 34,763 — Commissioner of Patents — October 24, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

It is incumbent upon newcomer to select mark which does not closely resemble 
another’s established mark applied to competitive goods. 

VITA in applicant’s mark VITAPONEX, used for fertilizer concentrates, would 
suggest the presence of vitamins and purchasers familiar with opposer’s HYPONexX, 
for plant food could reasonably believe vITAPONEX to be another product in opposer’s 
line. 


Opposition proceeding by Hydroponic Chemical Company, Inc. v. 
Plantation Garden Products, application Serial No. 671,672 filed August 
13, 1954. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 


A. H. Golden, of New York, N. Y., for opposer-appellee. 
Hal H. McCaghren, of West Palm Beach, Florida, applicant-appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register VITAPONEX, with a mono- 
gram design of no consequence, as a trademark for fertilizer concentrates. 
Use since August 3, 1954 is asserted. 

Registration has been opposed by the registrant of HyPoNex for 
plant food; veRoNex for a plant growth aid;’? and soLoNex for a soil 
conditioner.* Consideration need be given only to the mark HYPONex. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that the products of the parties are competitive 
plant foods (applicant’s containing vitamins and opposer’s not) moving 
in the same trade channels and sold to the same average purchasers under 
the same conditions and circumstances. 

Opposer has been selling its plant food under the trademark HyPoNex 
since 1939 and has long advertised it in nationally circulated magazines, 
such as House Beautiful, House & Garden, American Home, Better Homes 
& Gardens, Farm Journal and Good Housekeeping. In 1954 applicant en- 
tered the field in which HYPONeX was a well established trademark. It 
was incumbent upon applicant to select a mark which did not have any 
close resemblance to opposer’s mark. This it failed to do. 

The Examiner of Interferences correctly stated: 


1, Reg. No. 373,639, issued Dec. 12, 1939. 

2. Reg. No. 597,253, issued Oct. 26, 1954. 

3. Reg. No. 600,239, issued Jan. 4, 1955. Opposer also owns the following regis- 
trations, the applications for which were filed after the present applicant filed its 
application: Reg. No. 612,867, RapoNex for rat and mouse killer bait; Reg. No. 612,899, 
SyFoNex for a fitting for a siphon for fertilizer and insecticides; Reg. No. 613,617, 
PELONex for a pelletized voleanic rock plant propagator; Reg. No. 616,736, CaARoNex 
for a plant growth aid; Reg. No. 617,692, mosonex for a plant growth aid; Reg. No. 
617,693, PAaNONeX for a plant growth aid. 
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“#* * * it is a reasonable assumption that vita in the applicant’s 
VITAPONEX would immediately suggest to the purchaser the presence 
of vitamins * * *. Under such circumstances, a purchaser familiar 
with opposer’s HYPONex, which does not contain vitamins, would rea- 
sonably believe applicant’s viTAPONEX plant food to be another prod- 
uct in opposer’s line.” 


Applicant’s mark vITAPONEX so resembles opposer’s registered mark 
HYPONex as to be likely, when applied to its goods, to cause confusion, 
mistake or deception of purchasers. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 


AUTOMATIC MANUFACTURING CORPORATION v. 
JEFFERS ELECTRONICS, INC. (SPEER CARBON 
COMPANY, assignee, substituted) 


No. 31,702 — Commissioner of Patents — October 28, 1957 


REGISTRATION PROCEDURE—OPPOSITION—EVIDEN CE 
Where parties in an opposition proceeding do not take testimony each party 
is limited to its filing date as its first use date. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
JCAP and kK-cCAP for electrical condensers sound so much alike that confusion 
will inevitably result despite the fact that the products are not ordinary consumer 
items sold to the general public. 


Opposition proceeding by Automatic Manufacturing Corporation v. 
Jeffers Electronics, Inc. (Speer Carbon Company, assignee, substituted), 
application Serial No. 618,743 filed September 13, 1951. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Affirmed. 


Ward, Neal, Haselton, Orme & McElhannon, of New York, N. Y., for 
opposer-appellee. 
Busser & Harding, of Philadelphia, Pennsylvania, for applicant-appellant. 


LEEDs, Assistant Commissioner. 

An application has been filed to register scap for capacitors,’ use since 
August 1, 1951, having been asserted. 

Registration has been opposed by the registrant of K-cap for electrical 
condensers used in electrical circuits,? and J-TRAN for coil and condenser 
assemblies used in electrical circuits.* 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 


1. This application was the subject of an appeal in 1955 from the refusal of the 
Examiner of Trademarks to register the mark. The decision on that appeal is reported 
at 107 USPQ 14. 

2. Reg. No. 572,273, issued Mar. 24, 1953. 

3. Reg. No. 586,891, issued Mar. 16, 1954. 
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The record consists of the pleadings, the application filed by appli- 
cant, and opposer’s Notice under Rule 1.282 with attachments consisting 
of (a) copies of its registrations, and (b) certified copies of the applica- 
tions which matured into the registrations, the relevancy of which is not 
apparent. 

Opposer’s application to register K-cap was filed on June 15, 1951, 
and its application to register J-TRAN was filed on June 5, 1952. Appli- 
cant’s application to register Jcap was filed on September 13, 1951. It is 
apparent that the applications were copending in the Patent Office, and 
that opposer’s registrations issued while the present application was 
pending. Since no testimony has been taken, each party is limited to its 
filing date as its first use date. Opposer’s application to register J-TRAN 
was filed after applicant’s application to register Jcap and if, as opposer 
contends Jcap will cause confusion with J-TRAN, then opposer is, on the 
record here, responsible for such confusion and it will not be heard to 
complain. There remains only the matter of probable confusion between 
JCAP capacitors and K-caP condensers. 

Capacitors are condensers. The goods of the parties, though identified 
differently, are the same. 

JCAP and K-CAP sound so much alike that it is concluded that appli- 
cant’s mark will inevitably cause confusion, even though the products are 
not ordinary consumer items sold to the general public. 

The Examiner of Interferences correctly sustained the opposition, 
and his decision is affirmed. 


NOPCO CHEMICAL COMPANY v. OIL PRODUCTS CO., INC. 
No. 34,253 — Commissioner of Patents —October 28, 1957 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Trade periodicals, commercial registers and technical bulletins are incompetent 
for the purpose of proving that one is well-known in the trade as a manufacturer 
of specific materials. 
REGISTRABILITY—DESCRIPTIVE TERMS 
FILM, as part of the mark OPpcorILM for a metal working lubricant and coolant, 
is not merely descriptive of the said product. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion exists between Nopco and opcoriLM for lubricants 
where products are for industrial use and are purchased by persons aware of the 
sources from which they buy and with whom they deal. 


Opposition proceeding by Nopco Chemical Company v. Oil Products 
Co., Inc., application Serial No. 654,911 filed October 16, 1953. Opposer 
appeals from decision of Examiner of Interferences dismissing opposi- 
tion. Affirmed. 
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Julius J. Denzler and Neil D. Edwards, of Harrison, New Jersey, for 
opposer-appellant. 

Schneider, Dressler & Goldsmith, of Chicago, Illinois, for applicant- 
appellee. 


LEEDS, Assistant Commissioner. 

An application has been filed to register opcoriLM for a combination 
lubricant and coolant for cutting, grinding, drawing, forming and rolling 
of metals, use since October of 1951 being asserted. 

Registration has been opposed by the registrant of NopPco, enclosed 
within an ellipse, for soluble oils, soluble oil bases, sulfonated oils, cutting 
oils and drawing oils for lubricating purposes,' and for wetting, emulsify- 
ing and dispersing agents for general use in the industrial arts;? and the 
word mark Nopco for wetting, emulsifying and dispersing agents for gen- 
eral use in the industrial arts.’ 

The Examiner of Interferences dismissed the opposition and opposer 
has appealed. 

The record consists of the pleadings, the application filed by applicant, 
and opposer’s Notice under Rule 1.282 with a number of exhibits which 
include pages from various trade periodicals, commercial registers, and 
technical bulletins copyrighted by opposer. Opposer stated in its Notice 
that, “The various printed publications listed above are relevant to the 
present proceeding since, among other things, they clearly demonstrate 
that the opposer is well-known to the trade as a manufacturer of materials 
used in metal lubrication and that the marks relied upon are employed, 
among other things, to identify products similar to those upon which the 
applicant applies the mark which it seeks to register.” The exhibits are 
incompetent for the purpose first stated, and they are unnecessary for the 
second, since it is obvious from the identification of applicant’s product 
in its application and the identification of opposer’s products in its regis- 
tration that the products of the parties are closely related if not identical 
in part. 

Opposer’s position may be summarized as follows: FILM is a descrip- 
tive word; the arbitrary word opco is similar in both sight and sound to 
opposer’s mark Nopco; therefore applicant’s mark, when applied to its 
product, will cause confusion with opposer’s mark. The weakness in the 
position lies in the fact that there is nothing in the record which indicates 
that FILM, as applied to applicant’s product, has that degree of descriptive- 
ness which would be likely to cause purchasers to disregard it. There is 
nothing which suggests that purchasers or users of metal-working lubri- 
eants and coolants refer to or described them as riLM. The word is not 
merely descriptive of applicant’s product. 


1. Reg. No. 121,927, issued June 11, 1918, to a predecessor and renewed by said 
predecessor. 

2. Reg. No. 539,973, issued Mar. 27, 1951. 

3. Reg. No. 556,194, issued Mar. 18, 1952. 
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The respective marks are NOPCO and OPCOFILM. The respective prod- 
ucts are for industrial use and are likely to be purchased by persons who 
are aware of the sources from which they buy and with whom they deal. 
Under such circumstances, it is concluded that applicant’s mark is not 
likely to cause confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


R. H. MACY AND CO., INC. v. THE RICHTER 
AND PHILLIPS COMPANY 


No. 6186 — Commissioner of Patents — November 25, 1957 


CANCELLATION PROCEDURE—DEFENSES 
Action of Examiner sustained in refusing to consider defense of laches in 
proceeding whereby petitioner sought to cancel registration issued as an oversight 
on an application filed after petitioner’s opposition to registrant’s prior application 
to register same mark was sustained on ground of likelihood of confusicn. 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 24 
CANCELLATION PROCEDURE—IN GENERAL 
Action to cancel application on Supplemental Register, and hence also a regis- 
tration under 1920 Act, is provided for by Section 24 of 1946 Act which differs 
from Section 14 relating to actions for cancellation of other registrations. 
EFFECT OF REGISTRATION—SUPPLEMENTAL REGISTER 
Nature of registration on Supplemental Register includes absence of any effect 
of the registration as prima facie evidence of its validity, of the registrant’s 
ownership of the mark, or of the registrant’s exclusive rights. 
CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Federal Rules of Civil Procedure, without more, are not applicable to proceed- 
ings in Patent Office; they apply only to extent that Patent Office has adopted 
similar rules. There is no specific Patent Office rule providing for counterclaims 
in opposition or cancellation proceedings. 
CANCELLATION PROCEDURE—DEFENSES 
Laches is affirmative defense and must be proved by party raising it; mere 
lapse of time is not sufficient as proof. 
CANCELLATION PROCEDURE—EVIDENCE 
LUSSERNA is found confusingly similar to geographical term LUZERNE, and 
petition for cancellation is sustained. 


Cancellation proceeding by R. H. Macy and Co., Inc. v. The Richter 
and Phillips Company, Registration No. 370,151 issued August 15, 1939 and 
Registration No. 578,125 issued July 28, 1953. The Richter and Phillips 
Company counterclaim to cancel Registration No. 341,995 issued December 
29, 1936. Both parties appeal from decision of Examiner of Interferences 
dismissing petition as to Registration No. 370,151, sustaining petition as 
to Registration No. 578,125 and dismissing counterclaim. Modified by 
eanceling all registrations. 

Mead, Browne, Schuyler & Beveridge, of Washington, D.C., for R. H. Macy 
and Co., Ine. 
Zugelter & Zugelter, of Cincinnati, Ohio, for The Richter and Phillips 

Company. 
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R. H. Macy & Co., Ine. petitioned to cancel two trademark registrations 
issued to The Richter & Phillips Company. The Examiner of Interferences 
dismissed the action as to one registration and sustained the cancellation 
as to the other, and each party has appealed from the portion of the deci- 
sion adverse to him. In addition, Richter & Phillips filed a counterclaim 
seeking cancellation of the trademark registration of Macy which was 
relied upon in the petition for cancellation. This counterclaim was dis- 
missed by the Examiner of Interferences, and Richter & Phillips has also 
appealed from this dismissal. 

The registration owned by Macy is No. 341,995 issued December 29, 
1936 under the Act of 1905. It discloses the term LUSSERNA as a trademark 
used for watches. 

The Richter registrations involved are No. 370,151, issued August 15, 
1939 under the Act of 1920, and a second registration, No. 578,125, issued 
July 28, 1953 on the Supplemental Register under the Act of 1946. Each 
of these registrations discloses the same term LUZERNE used for watches. 

The petition for cancellation is based upon Macy’s ownership of the 
prior registration for LUSSERNA and the use of this mark, and the ground 
alleged is that the mark LUZERNE disclosed in Richter’s registrations so 
resembles the mark LUSSERNA as to be likely to cause confusion or mistake 
or deception of purchasers. Richter’s main contention in defense is that 
of laches in bringing the petition for cancellation. There is no controversy 
as to the confusing similarity of the two terms, both parties urging that 
they are confusingly similar (while Richter initially denied that the marks 
are confusingly similar by the denials in the answer, this was never urged 
and the only argument by Richter on the point, made in connection with 
its counterclaim, is that they are confusingly similar). 

The cancellation will first be considered with respect to the 1953 Richter 
registration of LUZERNE, and this involves reference to a former proceeding 
between the present parties. On September 11, 1947, Richter applied for 
registration of LUZERNE for watches, on the Principal Register under the 
Act of 1946, asserting in effect that the mark, though geographical, had 
become distinctive of its goods and registration on the Principal Register 
was hence permitted by Section 2(f) of the Act. The mark was published 
for opposition on June 8, 1948, and an opposition was brought by Macy, 
Opposition No. 27,800 instituted July 7, 1948. The ground for opposition 
alleged was the confusing similarity of the two marks involved. The 
Examiner of Interferences, in his decision dated May 29, 1950, which became 
final, sustained the opposition, stating “that the notations LUZERNE and 
LUSSERNA, particularly in sound, are confusingly similar is believed to be so 
manifest as not to require further discussion herein.” 

Two years after the decision in the opposition, Richter again applied to 
register LUZERNE, this time on the Supplemental Register under the Act 
of 1946, and the application was issued as Registration No. 578,125, on 
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July 28, 1953; this is the second Richter registration involved herein. As 
to the cancellation proceeding against this registration, the petition was 
sustained on the ground of res judicata. The Examiner of Interferences 
characterized the filing of the application for the second registration as 
improper under the circumstances and, as appears obvious, the allowance 
of the registration an oversight on the part of the Patent Office. After the 
decision holding that the Richter application could not be allowed over 
the prior registration on the ground that the marks were confusingly sim- 
ilar, the allowance of a later application filed by the same party to register 
the same mark was an irregularity which can only be explained as an 
oversight on the part of the examiner. In view of these considerations, 
the examiner held that the equitable defense of laches could not be con- 
sidered. No error is found in the action of the Examiner of Interferences. 

With respect to the 1939 Richter registration, the Examiner of Inter- 
ferences dismissed the action because of laches on the part of Macy in 
petitioning to cancel. The examiner stated that this defense “turns upon 
whether the respondent’s use of the mark LUZERNE since the latter part 
of 1939, when the petitioner [Macy] acquired knowledge of the existence 
of such registration, has been such that the respondent would be substan- 
tially affected to its prejudice as a direct consequence of the petitioner’s 
delay should the petitioner now be granted the relief sought.” After survey- 
ing Richter’s business during the period involved, which showed a con- 
tinuously diminishing business, now primarily concerned with disposing 
of inventory acquired some time ago, and the volume of business being very 
small, the examiner, nevertheless, held that the defense of laches had been 
sustained. Macy’s principal argument is that the defense of laches cannot 
be raised in the case of a registration obtained under the Act of 1920. 
While the defense of laches has been unsuccessfully raised against petitions 
to cancel registrations on the Supplemental Register or under the Act of 
1920 (see for example Sprayed Insulation, Inc. v. Sprayo-Flake Co., 96 
USPQ 152; Johnson & Johnson v. Weiner, 96 USPQ 222), it does not ap- 
pear that the specific question now presented has been raised and decided 
in prior cases. By Section 46(b) of the Act of 1946, registrations under 
the Act of 1920 are treated as and are subject to the same provisions as 
registrations on the Supplemental Register of the Act of 1946. The action 
to cancel a registration on the Supplemental Register, and hence also a 
registration under the Act of 1920, is provided for by Section 24 of the 
Act of 1946 which differs from Section 14 relating to actions for cancellation 
of other registrations. Section 24 provides that: 


“Whenever any person believes that he is or will be damaged by the 
registration of a mark on this register he may at any time apply to the 
Commissioner to cancel such registration. The Commissioner shall refer 
such application to the examiner in charge of interferences, who shall 
give notice thereof to the registrant. If it is found after a hearing 
before the examiner that the registrant was not entitled to register 
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the mark at the time of his application for registration thereof, or 

that the mark is not used by the registrant or has been abandoned, 

the registration shall be canceled by the Commissioner.” 
Nothing corresponding to the last sentence of this section is found in Section 
14 relating to the cancellation of other registrations, where no such instruc- 
tions are given to the Commissioner; the general provisions, paragraphs 
(a) and (b), of Section 14 do not even recite grounds for cancellation. It is 
urged that the language of the last sentence of Section 24 constitutes a 
mandate to the Commissioner to cancel such registrations when the con- 
ditions mentioned, notably that “the registrant was not entitled to the 
registration of the mark at the time of his application for registration 
thereof,” are found to exist. It may be noted that, acting under the last 
sentence of Section 24, the Patent Office has held in cases in which it was 
found that the petitioner for cancellation was not entitled to institute 
or maintain the proceeding, that the registration could nevertheless still 
be eancelled if the record showed that the registrant was not entitled to 
register the mark, etc., as stated in the last sentence of Section 24. For 
example, see Hans Holterbosch Inc. v. Rheingauer Schaumweinfabrik 
Schierstein, 110 USPQ 5438, 46 TMR 1582; Pease Woodwork Co., Inc. v. 
Ready Hung Door Co. Inc., 103 USPQ 240, 44 TMR 1349. It would 
appear, following the analogy of these cases that such registrations should 
be cancelled even when the petitioner for cancellation might have been 
guilty of laches. However, it cannot be stated that a registrant on the Sup- 
plemental Register or under the Act of 1920 is precluded as a matter of 
explicit statutory provision from ever raising the defense of laches in an 
action brought to cancel his registration since Section 26, specifying which 
sections of the Act are applicable to registrations in the Supplemental 
Register and excluding certain sections by number,’ does not specifically 
exclude Section 19 relating to equitable defenses. This apparent incon- 
sistency can be resolved by noting that Section 26 states that the other 
provisions of the Act are to govern “so far as applicable,” and hence the 
extent to which Section 19 would be applicable needs to be determined, and 
Section 19 itself indicates that the equitable principles of laches ete. “where 
applicable may be considered” indicating further that the question would 
need to be determined. In view of the strong statement in the last sentence 
of Section 24, and also taking into consideration the nature of a registra- 
tion on the Supplemental Register, particularly the absence of any effect 
of the registration as prima facie evidence of its validity, of the registrant’s 
ownership of the mark, or of the registrant’s exclusive rights,? it is held 











1. Section 26 reads: “The provisions of this Act shall govern so far as applicable 
applications for registration and registrations on the supplemental register as well as 
those on the principal register, but applications for and registrations on the supple- 
mental register shall not be subject to or receive the advantages of sections 2(e), 2(f), 
7(b), 12(a), 13 to 18, inclusive, 22, 33 and 42 of this Act.” 

2. Section 26 states that registrations on the Supplemental Register “shall not * * * 
receive the advantages of sections * * * 7(b) * * *.” Section 7(b) is the section 
which establishes a registration as prima facie evidence of validity etc. 
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that the defense of laches is not ordinarily applicable, if it is applicable 
at all, in an action to cancel a registration on the Supplemental Register 
or under the Act of 1920. That is, the defense could be raised, at most, 
only in extraordinary circumstances. With respect to the particular situa- 


tion involved here nothing so extraordinary as to warrant ignoring the 
last sentence of Section 24 of the statute is seen to be present. 

In its argument against the decision of the Examiner of Interferences 
on the 1953 registration, the first one considered herein, Richter urges that, 
the decision of the Examiner refusing to cancel the 1939 registration being 
correct, the examiner erred in recommending the cancellation of the 1953 
registration, since the second registration is but a legal continuation of the 
first registration, and should not be cancelled since the first one is not 
eancelled. However, the anomalous result of cancelling one registration 
while refusing to cancel the other similar registration for the same mark is 
equally avoided by holding that the defense of laches is unavailable with 
respect to the 1939 registration, as well as the 1953 registration. 

With the holding that the defense of laches is not ordinarily available 
in the case of a Supplemental Register or Act of 1920 registration, the action 
of the Examiner of Interferences in dismissing the petition for cancellation 
as to the 1939 registration must be reversed. 

We now come to the counterclaim brought by Richter to cancel Macy’s 
registration of LUSSERNA. 

First, Macy urges that such a counterclaim is a compulsory counter- 
claim under Rule 13(a) of the Federal Rules of Civil Procedure and should 
have been asserted in the former opposition proceeding; in other words, 
the failure to assert the counterclaim in the former proceeding bars Richter 
from thereafter moving against Macy’s registration. The examiner held that 
Rule 13(a) is inapplicable in a statutory proceeding such as the present 
one. Macy seems to imply that the Federal Rules of Civil Procedure, 
without more, are applicable to these proceedings in the Patent Office. 
Such is not the case. The source of authority for establishing the Federal 
Rules of Civil Procedure and the authority of the rules themselves do not 
extend to the Patent Office. Only to the extent that the Patent Office has 
adopted similar rules or has by reference in its own rules referred to the 
Federal Rules of Civil Procedure would any Federal Rules be applicable 
in the Patent Office, and in such case it would not be applicable because 
it is a Federal Rule of Civil Procedure but because the Patent Office on 
its own motion has chosen to follow some particular feature of the Rules 
of Civil Procedure. Patent Office Trademark Rule 2.117(a) states that 
“Except as otherwise provided, procedure and practice in inter parte 
procedures shall be governed by the Rules of Civil Procedure for the Dis- 
trict Courts of the United States, wherever considered applicable and ap- 
propriate.” Hence independent determination by the Patent Office that 
any particular Federal Rule is considered applicable and appropriate to 
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the particular type of situation involved is required before any particular 
rule can be resorted to. 

There is no specific Patent Office rule providing for counterclaims 
in opposition or cancellation proceedings. Such counterclaims were not 
allowed, Vistble Index Corp. v. Visual Records Corporation, 59 USPQ 278 
(34 TMR 64) (1943), until in Lantz Bros. Baking Co. v. Whipple Co., 63 
USPQ 13 (1944), the Commissioner ruled that they “should be permitted,” 
but as illustrated by Brown & Bigelow v. The International Silver Co., 86 
USPQ 460 (40 TMR 469), and The Coca-Cola Company v. Rodriguez 
Flavoring Syrups, Inc., 89 USPQ 36 (41 TMR 463), they were rather diffi- 
cult to plead. There has never been any determination by the Patent Office 
that such counterclaims are compulsory and must be brought under penalty 
of thereafter losing the right to petition to cancel the particular registration 
involved, the decision effecting the change in practice merely stating that 
counterclaims should be permitted. I do not believe that the inauguration 
of a practice of considering counterclaims as compulsory would be appro- 
priate in these statutory proceedings in the Patent Office and the decision 
of the Examiner of Interferences holding Rule 13(a) of the Federal Rules 
of Civil Procedure inapplicable is approved. It may be added that the 
language of Rule 13(a) may not even require such counterclaims to be 
considered compulsory. This paragraph refers to a claim which “arises 
out of the transaction or occurrence that is the subject matter of the op- 
posing party’s (the plaintiff’s) claim.” The transaction or occurrence that 
is the subject matter of an opposer’s or petitioner’s claim in these pro- 
ceedings is the attempt to register or the securing of a registration by the 
respondent; the previous securing of a registration by the opposer or peti- 
tioner obviously did not arise out of this transaction or occurrence. 

Macy’s second defense against the counterclaim is that Richter is 
estopped because of its delay to apply for cancellation of Macy’s registra- 
tion—the same question of laches. Considering Macy’s registration and 
Richter’s 1939 registration, each party was actually aware of the other’s 
registration in 1939 and would appear to be in pari delicto as to laggard- 
ness in seeking to cancel the other’s registration; each is contending that 
the other is estopped by delay and at the same time that this charge 
cannot be raised against him. The examiner dismissed this defense against 
the counterclaim on the ground that equitable defenses are not available 
with respect to registration of marks which inherently do not constitute 
registrable subject matter under the statutes, citing Ever-Dry Corpora- 
tion v. Consolidated Cosmetics, 82 USPQ 158, 171 MS 408, 39 TMR 749; 
Brown & Bigelow v. International Silver Company, 92 USPQ 148, 173 MS 
632, 42 TMR 259; Schnur & Cohan, Inc. v. Academy of Motion Picture 
Arts and Sciences, 106 USPQ 181 (45 TMR 1240), 42 C.C.P.A. 963. Fur- 
thermore, it may be pointed out that the defense of laches is an affirmative 
defense and must be proven by the party raising it; it is axiomatic that 
mere lapse of time is not sufficient. In the present case, Macy has sub- 
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mitted no testimony, other than its record made early in 1949 in the prior 
opposition proceeding. Hence there is no testimony of Macy’s activities 
from 1949 to the present and, as to this period, Macy is in effect relying 
merely on lapse of time. 

The counterclaim is based upon the charge that Macy’s mark LUSSERNA 
is confusingly similar or equivalent to the geographical term LUZERNE. 
The Examiner of Interferences dismissed the counterclaim on the grounds 
that the word was not in fact a geographical term and that Richter had 
no proper interest. The most recent case found which is considered ap- 
plicable to the situation of a word being charged to be confusingly similar 
to a geographical word is the recent decision of the Court of Customs and 
Patent Appeals in Armour & Co. v. Organon, Inc., 114 USPQ 334 (47 
TMR 346). In this case the charge was that the mark of the respondent 
was confusingly similar to the generic or descriptive name of the article. 
The Court treated the matter as though two trademarks were involved 
and the question one of confusing similarity of such marks applied to the 
goods involved, and stated that the question “reduces itself to a determina- 
tion of whether the proposed mark is so similar to the descriptive term 
as to result in the likelihood of confusion between said mark and the de- 
scriptive term per se.” If this approach is followed, then it is considered 
obvious that the counterclaim should succeed. Macy has been asserting 
continuously that LUZERNE is confusingly similar to LUSSERNA and this has 
been so held and is not disputed; it follows that LUSSERNA must be con- 
sidered confusingly similar to LUZERNE. As to the question of interest, a 
petition to cancel a registration may be brought by anyone “who believes 
that he is or will be damaged by the registration” and one who has been 
attacked with a registration obviously can have the necessary interest. 
The action of the Examiner of Interferences in dismissing the counterclaim 
will be reversed. 

The decision of the Examiner of Interferences is modified ; the petition 
for eancellation is sustained against both registrations involved, and the 
counterclaim for cancellation is also sustained. 


UNITED CO-OPERATIVES, INC. v. 
UNITED CORK COMPANIES 


No. 34,686 — Commissioner of Patents — November 25, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
UNICO CORK (CORK disclaimed) for cork tiles and rolls used in covering floors 
and walls of building structures is likely to be confused with use of UNICO for 
asphalt shingles, sheet roofing and similar goods; products involved are building 
materials of character customarily sold through same trade channels to same class 
of purchasers. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GooDS 
Applicant’s use and registration of mark for cork bulletin boards does not 
give superior rights in regard to asphalt roofing materials; such use and registration 
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are of no particular consequence as between building materials involved in 
proceeding. 
REGISTRABILITY—TITLE 
Applicant contends that members of cooperative, rather than cooperative itself, 
are true owners of mark; contention is without force; opposer’s members claim no 
right of ownership in mark as against opposer, and fact that opposer does not 
personally retail its goods does not detract from its proprietary rights. 


Opposition proceeding by United Co-Operatives, Inc. v. United Cork 
Companies, application Serial No. 641,646 filed February 2, 1953. Appli- 
cant appeals from decision of Examiner of Interferences sustaining opposi- 
tion. Affirmed. 


Mead, Browne, Schuyler & Beveridge, of Washington, D. C., for opposer- 
appellee. 
Charles K. Davies & Son, of Washington, D. C., for applicant-appellant. 


Feperico, Examiner in Chief. 

The applicant, United Cork Companies, has appealed from the deci- 
sion of the Examiner of Interferences which sustained an opposition to its 
application for registration. 

The application discloses the term UNICO CORK as a trademark for 
“cork tiles and rolls used in covering floors and walls of building struc- 
tures” with generic term corK disclaimed apart from the mark as shown. 
Use since January 1951 is asserted in the application. 

The opposer, United Co-Operatives, Inc., bases its right of action upon 
prior use of UNICO in connection with the sale of a variety of goods for 
home and farm use, including construction materials such as asphalt 
shingles and sheet roofing, paints and protective coatings, numerous items 
of farm equipment, and miscellaneous goods such as tires and tubes, gaso- 
line, lubricating oils and greases, fuel oils, freezers, liquid waxes, power 
mowers, insecticides and milk coolers, and upon its ownership of twelve 
registrations for marks consisting of or containing the term UNICO, which 
recite a wide variety of goods in different classifications of merchandise. It 
is asserted that the use by the applicant of the term UNICO in connection 
with the specified goods of the applicant would be likely to cause confusion 
or mistake or deception of purchasers. 

The Examiner of Interferences selected opposer’s asphalt roofing ma- 
terials as the most pertinent and the only ones necessary to consider. Op- 
poser’s registration No. 510,582 dated June 7, 1949, is for the mark UNICO 
(together with the disclaimed word PREMIUM in smaller letters, the presence 
of which is of no consequence) as used for “asphaltic roll roofing, thick 
butt shingles, and hexagonal shingles.” Also falling within the field of 
building materials would be paints and varnishes; opposer’s registration 
No. 380,933, dated September 10, 1940 is for the mark UNIco (with the dis- 
claimed phrase QUALITY PRODUCTS) as used on “outside and interior paints 
and varnishes for houses,” and other items. 
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It appears from the record that the opposer is a farm cooperative 
association which has long been engaged in the sale through its member 
organizations of a wide variety of goods in different classifications of mer- 
chandise ; that these goods are sold under marks consisting of or containing 
the term UNICO, and that the opposer has used said term in connection 
with the sale of its asphalt roofing materials since as early as 1947. 

The Examiner of Interferences held that there would be likelihood of 
confusion since the products involved are building materials of the char- 
acter customarily sold through the same trade channels to the same class 
of purchasers. With this conclusion I am in agreement. 

According to its testimony, the applicant is engaged in the manufacture 
and sale of sundry cork products including insulating materials, bulletin 
boards, and tiles and rolls for use in covering floors and walls. It also sells 
asphalt, wooden secures, galvanized nails, and roofing paper, for use in 
the installation of its cork insulating materials, and waxes, detergents 
and adhesives for use in the installation of its cork tiles and rolls and its 
bulletin boards. The applicant’s goods are marketed through branch sales 
and construction offices which it maintains, and through distributors pri- 
marily to building contractors, but to some extent to the general public. 
It further appears that the applicant has used the mark unico for the cork 
tiles and rolls recited in its application only since about 1951 or 1952. 

Applicant’s main contention, however, is based upon its use of the mark 
for cork bulletin boards since prior to 1920; and its ownership of registra- 
tion No. 160,033 of the mark for these latter goods, which registration 
issued October 10, 1922, and has been renewed. Although the opposer is 
the prior user of the term UNICO in connection with the sale of building 
materials of the character involved herein, it is in effect the applicant’s 
contention that it has superior rights in the term as against the opposer, 
and hence that it is entitled to the registration for which it has applied, 
because of its prior use thereof as a trademark for cork bulletin boards. 
The examiner stated that asphalt roofing materials and bulletin boards, 
whatever the materials of which such boards might be made, manifestly 
pertain to different classifications of merchandise and fields of trade, and 
that applicant’s prior use of unico for bulletin boards could not in any 
event affect the question of its present right of registration. It is considered 
obvious that the prior use and registration of the mark for bulletin boards 
could not have prevented opposer’s registration of the mark for its goods, 
and such use and registration are of no particular consequence as between 
the building materials involved. 

The applicant also contends that the opposer’s member organizations, 
rather than the opposer, are the true owners of the mark UNICO, because 
they own the opposer company and are the ones who retail the various 
UNICO products to the ultimate consumers thereof. This contention of the 
applicant is considered without force; opposer’s members claim no right of 
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ownership in the mark as against the opposer, and the fact that the op- 
poser does not personally retail its goods does not detract from its pro- 
prietary rights. 

The decision of the Examiner of Interferences is affirmed. 


THE AMERICAN AGRICULTURAL CHEMICAL COMPANY 
v. AGRICULTURAL CHEMICALS, INC. 


No. 34,362 — Commissioner of Patents — December 3, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
AG CHEM for a foliar nutrient and AGRIco used on agricultural chemicals bear 
such a slight resemblance to one another that even the most unwary purchaser would 
distinguish between them. 
REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—GENERIC TERMS 
EFFECT OF REGISTRATION—THE SUPPLEMENTAL REGISTER 
In the absence of evidence showing a likelihood of confusion, no finding of such 
effect could be made on a record which merely established that ac and CHEM, the 
constituent elements of applicant’s mark AG CHEM, were common abbreviations of 
agriculture and chemical, which formed part of a competitor’s name, AMERICAN 
AGRICULTURAL CHEMICAL COMPANY. However, since AGRICULTURAL CHEMICALS could 
not be registered for foliar nutrients upon the ground of descriptiveness, the mark 
AG CHEM, a likely abbreviation thereof, was unregistrable on the Principal Register 
although the display of the mark might make it appropriate for the Supplemental 
Register. 


Opposition proceeding by The American Agricultural Chemical Com- 
pany Vv. Agricultural Chemicals, Inc., application Serial No. 666,415 filed 
May 17, 1954. Opposer appeals from decision of Examiner of Interferences 
dismissing opposition. Affirmed. 


Cooper, Dunham, Dearborn & Henninger, of New York, N.Y., for opposer- 


appellant. 
Webster & Webster, of Stockton, California, and James Atkins, of Wash- 


ington, D.C., for applicant-appellee. 


LEEps, Assistant Commissioner. 
An application has been filed by Agricultural Chemicals, Inc., to 
register as a trademark for a foliar nutrient the following: 


Use since May 5, 1954 is asserted. 
Registration has been opposed by a competitor, The American Agri- 
cultural Chemical Company, alleging that ac cHEm is an abbreviation of 
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opposer’s corporate name; aG CHEM is “purely descriptive or deceptively 
misdescriptive” of applicant’s product; and ac CHEM is similar in “sound, 
pronunciation, appearance and apparent significance” to opposer’s mark 
AGRICO and to several common abbreviations of opposer’s name. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

It seems obvious that the resemblance between AG CHEM and AGRICO 
even if used on the identical product, is so very slight that the most 
unwary of purchasers would distinguish between them. 

Opposer’s record consists of a stipulation of facts which contains 
pertinent facts only in so far as it sets forth that “ag is sometimes used as 
an abbreviation for the words AGRICULTURE Or AGRICULTURAL,” and “CHEM 
is a common abbreviation for CHEMICAL and may be found listed as such 
in any standard dictionary.” From the foregoing, it is clearly apparent 
that although opposer pleaded ultimate facts which, if proved, might 
have entitled it to the relief sought, opposer failed to discharge its burden 
of proof. The Examiner of Interferences properly dismissed the opposi- 
tion, and the dismissal is affirmed. 

There is, however, an ex parte question of registrability which has not 
heretofore been discussed. Applicant’s name is AGRICULTURAL CHEMICALS, 
mNc., and its foliar nutrient is of the genus, or industrial field of aGRICUL- 
TURAL CHEMICALS. Obviously, AGRICULTURAL CHEMICAL is not registrable 
for a foliar nutrient. It is clear from the record that aa is sometimes used 
as an abbreviation of the words AGRICULTURE and AGRICULTURAL,’ for 
example B. AG. for BACHELOR OF AGRICULTURE and in such self-explanatory 
terms as AG SCHOOL, AG COURSE and AG BUILDING. It is likewise clear from 
the record that CHEM is a common abbreviation of cHEMICAL. It would 
appear, then, that ag CHEM may be a recognized abbreviation of aarI- 
CULTURAL CHEMICALS—the genus in which applicant’s foliar nutrient falls— 
and that the term would, therefore, be unregistrable. 

Applicant contends that ace is not a recognized abbreviation of aarI- 
CULTURAL in the industrial field of agricultural chemicals, and that even 
though aG SCHOOL and AG COURSE are recognized colloquial abbreviations, 
such colloquial abbreviations are not commonly used or recognized in the 
field of agricultural chemicals. It appears, however, from the trade 
periodical AGRICULTURAL CHEMICALS that it is not unusual for writers for 
the magazine to use aG CHEM to refer to agricultural chemicals. For 
example, the November, 1949, issue shows a heading LARGE GAINS SEEN IN 
1947 aG. CHEM. CENSUS REPORT, the article beginning, “Vast increases in 
the value of agricultural chemicals shipped in the U.S. * * *”; the March, 
1949, issue shows a heading AM. AG. CHEM. ELECTS BELL, the article begin- 
ning, AMERICAN AGRICULTURAL CHEMICAL CO., NEW YORK, HAS ELECTED 
ELLIOTT V. BELL AS A DIRECTOR * * *; the March, 1950, issue shows a heading 


1. The usual dictionary abbreviation for “agriculture” and “agricultural” is “agr.” 
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AG. CHEM. SALES AIDS, the article beginning, “A new sales promotion folder 
‘Dealer Sales Aids for 1950’ has been prepared for the convenience of 
distributors of agricultural chemicals * * *”; the February, 1956, issue 
shows a heading AG. CHEM—DISEASE REPORT, the article beginning, “A total 
of 391 cases of occupational diseases caused by the use of agricultural 
chemicals were reported * * *”; the April, 1956, issue shows a classified 
advertisement reading in part, AG. CHEM. LINES WANTED BY WELL-ESTAB- 
LISHED SALES ORGANIZATION, EXPERIENCED IN WAREHOUSING, SALES AND SER- 
VICE TO THE CHEMICALS, FOOD, PAPER AND PHARMACEUTICAL INDUSTRIES. In 
addition, it is not unusual for this periodical to use aa. as an abbreviation 
of AGRICULTURAL as evidenced by the appearance in numerous issues of 
such uses aS AG. CHEMICALS, SO. AG. WORKERS, PENN. AG. STATION, AG. CON- 
GRESS, LATIN AG. SCHOOL and OKLAHOMA AG. PROSPECTS. The foregoing uses 
indicate that applicant’s contention is refuted by the facts. 

Since AGRICULTURAL CHEMICAL is not registrable for a foliar nutrient, 
which is an agricultural chemical, the recognized abbreviation ag CHEM 
is not registrable on the Principal Register for a foliar nutrient. 

It appears, however, that the display of applicant’s mark is one 
which might well make it capable of distinguishing applicant’s product. 
Leave is therefore given applicant to submit, within thirty days from this 
date, an amendment requesting registration on the Supplemental Register, 
and in the event applicant does not appeal, the Examiner of Trademarks 
is authorized to enter such amendment upon final termination of the 
opposition proceeding and to allow registration. 


EX PARTE ESQUIRE SPORTSWEAR CO. 


Commissioner of Patents— December 3, 1957 


REGISTRABILITY—IN GENERAL 
ACRIFLAN for slacks, the labels of which bear an additional trademark as well 
as applicant’s trade name, held registrable; to some purchasers the mark might 
suggest a fabric and to others it might suggest slacks. Since applicant is a manu- 
facturer of slacks the mark is registrable for such goods. 


Application for trademark registration by Esquire Sportswear Co., 
Serial No. 686,296 filed April 26, 1955. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 


Henry L. Burkitt, of New York, N.Y., for applicant. 


LEEpDs, Assistant Commissioner. 

An application has been filed by Esquire Sportswear Co. to register 
ACRI-FLAN as a trademark for slacks made of synthetic and other fibers. 
Use since March 3, 1955 is asserted. 

Registration has been refused on the ground that, as used on appli- 
cant’s labels, the mark “is considered to be an identifying mark for the 





Vol. 48 T. M. RB. EX PARTE ESQUIRE SPORTSWEAR CO. 517 


wool yarn used in making applicant’s slacks rather than an indication of 
a single source of origin of the slacks.” 

Applicant has appealed. 

Applicant is a manufacturer of sportswear including slacks. It owns 
a registration of cuHico for slacks.’ The labels which applicant has sub- 
mitted as specimens show, 


ACRHAN G&G WO 


criflan 
in the CWICO alah 


TALORES SY 


ESQUIRE SPORTSWEAR CC. 


One of applicant’s co-partners has filed an affidavit, the pertinent 
portions of which read: 


“2. Our firm is engaged in the manufacture and sale of slacks. 
It does not sell fabrics, except as it [sic] has been manufactured into 
slacks. 


“3. The fabric in the slacks to which we apply labels bearing the 
trademark, ACRIFLAN is manufactured for us, and is confined exclu- 
sively to us by the manufacturer. 


“4. When we sell slacks made of this material, we intend to 
identify our slacks, and to communicate to our customers that the 
slacks being sold to them are under our warranty, which includes 
the warranty that they are made with high grade fabrics. We use 
other trademarks in connection with our slacks. We differentiate 
different types of slacks of our manufacture with different trade- 
marks.” 


The decisions in Ex parte The Joseph & Feiss Company, 114 USPQ 
463 (48 TMR 77) (Com’r, 1957), Ex parte Palm Beach Company, 114 
USPQ 463 (48 TMR 78) (Com’r, 1957), and Mercantile Stores Company, 
Inc. v. The Joseph & Feiss Company, 112 USPQ 298 (47 TMR 647) (Com’r, 
1957), in which KASIRI CLOTH, BAHIA WEAVE and ROYAL LANCER CLOTH 
were involved, may be distinguished from the present situation by the 
fact that in those cases the mark itself, as used, referred either to “cloth” 
or to a characteristic of cloth, whereas here there is no such reference. 

The fact situation here is more like that which appeared in Ex parte 
The Joseph & Feiss Company, 112 USPQ 269, 270 (47 TMR 534) (Com’r, 
1957), in which DURO-VELOUR was found registrable for suits, topcoats, 
overcoats, sport coats and slacks. There it was held: 


“The presence of VELOUR in the mark DURO-VELOUR might suggest 
a fabric to some purchasers, but applicant is using the mark as a 
trademark for its men’s apparel. The manner of use is such as to 


1. Reg. No. 524,974. 





THE TRADEMARK REPORTER Vol. 48 T. M.R. 


lead only to the conclusion that the mark has been adopted by 
applicant and used to identify its men’s apparel and distinguish such 
apparel from that made and sold by others. It is, therefore, a trade- 
mark for such apparel.” 


The quoted language is applicable here. To some purchasers ACRIFLAN 
may suggest a fabric and to others slacks. Applicant’s manner of use is 
such that the mark may perform a dual function of identifying either or 
both. Under these circumstances, and since applicant is a manufacturer 
and seller of slacks, the mark is registrable for slacks. 

The decision of the Examiner of Trademarks refusing registration is 
reversed, and the mark should be published in accordance with Section 
12(a). 


PESQUERA DEL PACIFICO, S. DE R. L. v. HARDEE 
No. 34,603 — Commissioner of Patents — December 3, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SEA GARDEN and OCEAN GARDEN for frozen shrimp create identical mental asso- 
ciations and the same commercial impression; a likelihood of confusion exists 
between them. 


Opposition proceeding by Pesquera del Pacifico, S. de R. L. v. William 


L. Hardee, application Serial No. 640,340 filed January 5, 1953. Applicant 
appeals from decision of the Examiner of Interferences sustaining opposi- 
tion. Affirmed. 


Harris, Kiech, Foster & Harris, of Los Angeles, California, for opposer- 
appellee. 
B. P. Fishburne, of Washington, D.C., for applicant-appellant. 


LEEDs, Assistant Commissioner. 

An application has been filed by William L. Hardee to register sea 
GARDEN for frozen fresh shrimp, use since December 30, 1952 being asserted. 

Registration has been opposed by Pesquera del Pacifico, S. de R. L., 
registrant of OCEAN GARDEN for canned shellfisht and for frozen shrimp.’ 

The Examiner of Interferences sustained the opposition and applicant 
has appealed. 

The record shows both parties sell frozen fresh shrimp packaged for 
sale to the consumer in both unbroken trademarked and broken unmarked 
packages. Opposer’s use of its mark OCEAN GARDEN on frozen fresh shrimp 
antedates applicant’s use of SEA GARDEN on frozen fresh shrimp by some 
twelve years. 


1. Reg. No. 354,746, issued to a predecessor on Feb. 22, 1938, published in accord- 
ance with Sec. 12(c) by another predecessor on Aug. 31, 1948. 
Reg. No. 396,466, issued to a predecessor on July 21, 1942, published in accord- 
ance with Sec. 12(c) by said predecessor on Aug. 3, 1948. 
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OCEAN GARDEN and SEA GARDEN, when applied to frozen fresh shrimp, 
create identical mental associations and the same commercial impression. 
Confusion would, it is believed, inevitably occur in the marketplace. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 


EX PARTE THOMAS PLANTONE & SONS, INC. 


Commissioner of Patents —December 3, 1957 


REGISTRABILITY—IN GENERAL 
Applications for HEART’S DESIRE HOMES both with and without a heart design, 
for home construction services was rejected where it appeared that applicant con- 
structed all of its homes in one state although it did advertise across state lines 
and made contracts of sale through the mails and other channels of interstate 
commerce. 


Application for service mark registration by Thomas Plantone & Sons, 
Inc., Serial Nos. 684,061-2, filed March 23, 1955. Applicant appeals from 
decisions of Examiner of Trademarks refusing registration. Affirmed. 


B. Edward Shlesinger, of Rochester, New York, for applicant. 


LEEps, Assistant Commissioner. 

Thomas Plantone & Sons, Inc., has filed two applications to register 
HEART’S DESIRE HOMES in one instance with the design of an outline of a 
heart,’ and in the other with no design,? as marks identifying and dis- 
tinguishing the services of construction of homes. Use since February 12, 
1953 and October 24, 1948, respectively, is asserted. Registration in each 
ease has been refused on the ground that the record fails to show that the 
services are rendered in commerce which may be lawfully regulated by 
Congress. 

Applicant has appealed. 

It appears from statements in the record that— 


“Appellant builds its homes in the State of New York, but solicits 
its business through the media and channels of interstate commerce, 
and is continuously obtaining business through such media and 
channels. Applicant advertises in papers which circulate in interstate 
commerce ; and applicant makes contracts for the design and construc- 
tion of homes through the mails and other channels of interstate 
commerce.” 


Applicant has attempted to distinguish the present fact situation from 
Ex parte Bayberry Huntington, Inc., 111 USPQ 189 (47 TMR 121) 
(Com’r, 1956), on the theory that in that case there was no evidence that 
the applicant submitted through the mails any designs for the houses it 


1. 8S.N. 684,062. 
2. S.N. 684,061. 
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built. This might be a distinction if submitting designs of houses through 
the mails amounted to the rendering of home construction service, but it 
does not. 

Applicant states that it builds its houses in the State of New York, 
and this is sufficient to form the basis of a finding that so far as performing 
the services of construction of homes is concerned, that service is performed 
intrastate. Acts which are preliminary or postliminary to the construction 
of homes may be performed by applicant in interstate commerce, but 
there is nothing in the record which shows that the matters presented for 
registration are used or advertised in connection with such acts or with 
anything other than the sale of houses. 

The examiner’s refusal to register the marks is affirmed. 


EX PARTE POIRETTE CORSETS, INC. 


Commissioner of Patents — December 3, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

As a consequence of the practice in the foundation garment industry to use the 
house mark in connection with model designations, it was found that purchasers 
are likely to purchase by house mark and to use the secondary mark or model name 
to identify the specific design of a given manufacturer’s garment. It was concluded, 
therefore, that applicant’s FIRE FLY, for foundation garments did not conflict with 
prior registrations of FIREFLY and design for hosiery. Ordinarily manufacturers 
of hosiery do not manufacture foundation garments and the average purchasers 
are likely to know this. 


Application for trademark registration by Poirette Corsets, Inc., Serial 
No. 9,172 filed May 28, 1956. Applicant appeals from decision of Examiner 
of Trademarks refusing registration. Reversed. 


Kimmel & Crowell, of Washington, D.C., for applicant. 


LEEDS, Assistant Commissioner. 

Poirette Corsets, Inc., has filed an application to register FIRE FLY’ 
for corsets, girdles, brassieres and combinations of brassieres and girdles, 
use since May 23, 1956 being asserted. 

Registration has been refused on the ground that applicant’s mark, 
when applied to its goods, so resembles FIRE-FLY and background design, 
together with an heraldic symbol featuring a fire-fly,? and FIREFLY is 
displayed in a fancy type face with a drawing of a fire-fly,* both registered 
for hosiery, as to be likely to cause confusion of purchasers. 


1. In the drawing submitted with the application the mark is typed in two words, 
whereas the fabric specimens show the mark as a single word. 

2. Reg. No. 519,421, issued Jan. 3, 1950. 

3. Reg. No. 248,837, issued Oct. 30, 1928. 
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Applicant has appealed. 

At the argument on appeal applicant was requested to furnish infor- 
mation concerning advertising and submit typical examples of such adver- 
tising. The material submitted in response to the request indicates that 
during the first eighteen months of its use of FIRE-FLY applicant spent 
approximately $80,000 in advertising girdles under the mark in national 
fashion magazines and in newspapers through cooperative advertising with 
retailers. 

It is common practice in the foundation garment industry to adopt 
and use model designations and these model designations are ordinarily 
advertised in conjunction with the house mark. In two of the national 
magazines (“Charm” and “Harper’s Bazaar’) submitted by applicant, for 
example, there appear the following: TAPER TOPS BY JANTZEN, CURVALLURE 
BY JANTZEN, SOFT-SKIN BY REAL-FORM, SKIP PIES BY FORMFIT, NEW SLANT BY 
SILF SKIN, HI-JINX BY VANITY, ENHANCE BY LILY OF FRANCE, FIGURE TRANS- 
LATIONS BY FORMFIT, REVEL BY FORMFIT, IMPRESS BY RITE-FORM, BOUFFANTE 
BY FLEXEES and FIREFLY BY POIRETTE. The samples of applicant’s news- 
paper advertising from all sections of the country and its point of sale 
placard which have been placed in the record feature FIREFLY BY POIRETTE 
Or POIRETTE FIREFLY Or POIRETTE’S FIREFLY. As a result of the common 
practice in the industry, as outlined and illustrated above, purchasers of 
foundation garments are likely to purchase by house mark, and to use 
the secondary mark or model name to identify the specific design of a 
given manufacturer’s garment. 

Ordinarily, manufacturers of hosiery do not manufacture foundation 
garments, and the average purchasers of the items are likely to know this. 

The record here leads to the conclusion that applicant’s mark, when 
applied to its goods, is not likely to cause confusion of purchasers. The 
decision of the Examiner of Trademarks is reversed, and the mark should 
be published in accordance with Section 12(a), but only after applicant 
has satisfied the examiner that the mark is in use on corsets, brassieres and 
combinations of brassieres and girdles, or the application is amended to 
eliminate these items from the identification of goods, and after a new 
drawing is submitted to show the mark as it appears on the fabric 
specimens. 


EX PARTE CURTIS 


Commissioner of Patents — December 4, 1957 


REGISTRABILITY—IN GENERAL 
Specimens submitted approximately one year after the application date showing 
the mark in block letters did not support a finding that the mark shown was in 
use on the filing date since the specimens filed at that time showed the mark set 
forth in a fancy display. 
REGISTRABILITY—DESCRIPTIVE TERMS 
PARTY QUIz for phonograph records held descriptive of the goods. 
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Application for trademark registration by Darwin Curtis, Serial No. 
679,826 filed January 13, 1955. Applicant appeals from decision of Ex- 
aminer of Trademarks refusing registration. Affirmed. 


Ooms, McDougall, Williams & Hersh, of Chicago, Illinois, for applicant. 


LEEDS, Assistant Commissioner. 

An application has been filed by Darwin Curtis to register PARTY QUIZ 
for grooved recordings, in other words, phonograph records. Use since 
May 24, 1954 is asserted. 

Registration has been refused on the ground that “the mark has refer- 
ence to the content of the phonograph record, and as such does not func- 
tion as an index of source or origin.” Presumably, the statutory ground was 
that the term is, as applied to the goods, merely descriptive. 

Applicant has appealed. 

The examiner originally refused registration also on the ground that 
the specimens were merely photocopies of ink drawings of the mark not 
persuasive of commercial use. About a year later applicant submitted a 
photograph of a phonograph record and a photocopy of a label for a 
phonograph record, asserting that “it is believed that these additional 
specimens will supply the deficiency indicated by the examiner * * *.” The 
difficulty with the specimens is that the mark shown on them does not 
conform to the fancy display of the mark on the photocopies originally 
submitted and on the drawing; they show the words PARTy Quiz in block 
letters. The examiner correctly held that the photocopies submitted origi- 
nally as specimens were unacceptable, and the record does not support a 
finding that the mark shown on the later filed specimens was in use at the 
time the application was filed. Registration is refused on the ground that 
the record fails to show use of the mark sought to be registered. 


Of the refusal on the ground of mere descriptiveness, applicant states 
that “the goods with which the trademark is used comprises [sic] a large 
series of records for the entertainment of individuals as well as groups. 
For the present, the records embody various musical themes or sounds or 
instruments and are applicable to the entertainment of various individuals 
or groups in various age brackets.” Applicant then contends that “the 
trademark is thus capable of indicating origin and source, and capable of 
distinguishing applicant’s goods over the goods of others, such that regis- 
tration of the mark would be proper under the patent laws.” (Emphasis 
added. ) 

It is believed that the recordings for which applicant seeks to register 
PARTY QUIZ are of a type which would be used primarily in gatherings of 
individuals to test memories of tunes, sounds of instruments or voices, or 
the like in a kind of parlor game. At least, the term PaRTY QUIZ suggests 
that such is the case, and there is nothing in the record which suggests 
that such is not the case. The term PARTY QUIZ is merely descriptive of such 
recordings, and registration is refused on that ground. The term may 
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well be capable of distinguishing, but that is not the question presented 
here. 

The decision of the Examiner of Trademarks refusing registration 
is affirmed. 


FEDERAL NUT CO. INC. v. WILLIAMSON 
CANDY COMPANY 


No. 34,327 — Commissioner of Patents — December 4, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
The questions raised by an opposition are rendered moot by a rejection of the 
opposed application on the ground of abandonment. 


Opposition proceeding by Federal Nut Co. Inc. v. Williamson Candy 
Company, application Serial No. 664,372 filed April 12, 1954. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition 
but refusing registration ex parte. Appeal dismissed. 


Dean, Fairbank & Hirsch, of New York, N.Y., for opposer-appellant. 
John B. Hosty, of Chicago, Illinois, for applicant-appellee. 


LEEpDs, Assistant Commissioner. 

An application has been filed by Williamson Candy Company to 
register CHOC OH NUTs for candy, use since March 15, 1954 being asserted. 

Registration has been opposed by Federal Nut Co. Inc., registrant of 
CHOCK FULL 0O’NUTs for individual portions of soup hot meat, and fish 
dishes, sandwiches, cakes, pie, and ice cream,’ and for shelled nuts.* 

The Examiner of Interferences dismissed the opposition, and opposer 
appealed. The Examiner of Interferences refused registration, however, 
on the ground that the record indicated that applicant had abandoned the 
mark presented for registration. Applicant neither requested reconsidera- 
tion nor appealed, and the refusal to register has now become final, but 
the rights of the opposer are not prejudiced in such circumstances (Rule 
2.131[b] ). 

Without in any way seeming to agree with the conclusions reached by 
the Examiner of Interferences in so far as likelihood of confusion is con- 
cerned, and without in any manner prejudicing opposer’s rights in the 
event of another application filed by applicant to register the same mark, 
the appeal is dismissed as involving a moot question. 


1, Applicant owns registrations of OH HENRY alone and in combination with other 
words, and OH! oH! for candy. See: Reg. Nos. 152,550; 251,265; 384,529; 552,917 and 
577,347. 

"2. Reg. No. 399,446, issued Jan. 5, 1943. 

3. Reg. No. 564,547, issued Sept. 30, 1952. 
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EX PARTE THE INTERNATIONAL NICKEL COMPANY, INC. 


Commissioner of Patents — December 4, 1957 


REGISTRABILITY—IN GENERAL 
Refusal to register “135” as a trademark for metal welding electrodes upon the 
ground that said designation had never been used apart from the mark NI-O-NEL, 
reversed; purchasers of the goods are skilled technicians who, unlike members of 
the general public, are likely to recognize the numerals as identifying specific 
products of specific manufacturers for specific uses. 


Application for trademark registration by The International Nickel 
Company, Inc., Serial No. 692,473 filed August 4, 1955. Applicant appeals 
from decision of the Examiner of Trademarks refusing registration. 
Reversed. 


Anthony William Deller, of New York, N. Y., and Aaron R. Townshend, 
of Washington, D. C., for applicant. 


LeeEps, Assistant Commissioner. 

An application has been filed by The International Nickel Company, 
Inc., to register “135” as a trademark for metal welding electrodes, use 
since July 12, 1955 being asserted. 

Registration has been refused on the grounds that there is no evidence 
in the record to show that the numeral “135” has been used by itself, as 
shown on the drawing, to identify the goods set forth in the application, 
and the record does not show that the notation alone has achieved trade- 
mark status or would be regarded by even the most discriminating pur- 
chasers as a separate trademark. 

Applicant has appealed. 

Applicant is a manufacturer of a great number and variety of alloys 
and metallurgical products, and it has used and registered a number and 
variety of trademarks for various of its products. For example, applicant 
owns MONEL for a nickel-copper alloy,’ NI-0-NEL for a nickel-iron-chromium 
alloy,” INCONEL x for a high temperature nickel-chromium alloy,’ “70/30” 
for a copper-nickel alloy,* and K MONEL for a special nickel-copper alloy 
containing aluminum,° as well as “130” for metal welding electrodes® (for 
MONEL), “139” for metal welding electrodes’ (for INCONEL x), “137” for 
metal welding electrodes* (for “70/30” copper-nickel), “134” for metal 
welding electrodes® (for K MONEL), “131” for nickel welding electrodes,° 





Reg. No. 142,583; also Nos. 58,191; 58,444; and 403,505. 
Reg. No. 621,644. Also see NIONEL, Reg. Nos. 618,873 and 633,456. 
Reg. No. 308,200. This registration does not show “X.” 
. Reg. No. 410,329. 
. Although MONEL is registered, as indicated in footnote 1, K MONEL is not 
registered. 
6. Reg. No. 571,354. 
7. Reg. No. 552,530. 
8. Reg. No. 531,341. 
9. Reg. No. 531,299. 
10. Reg. No. 531,346. 
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and “132” for metal welding electrodes! (for INCONEL). Registration is 
here sought for “135” for metal welding electrodes (for NI-0-NEL). 

Purchasers and users of alloys and of welding electrodes to be used 
in connection with alloys are in the general category of “skilled techni- 
cians” rather than members of the general public; and while numerals 
such as those used by applicant might not impress the general public as 
trademarks, purchasers of welding electrodes for alloys, in utilizing their 
special knowledge, are likely to recognize such numerals as identifying 
specific products of specific manufacturers for specific uses. 

As pointed out by applicant, a single toothpaste will clean all teeth, 
but a single welding electrode will not weld all alloys. Because of this, 
applicant has selected numerals to identify and distinguish its particular 
welding electrodes for use in connection with particular alloys. It appears 
from the records of the Patent Office that persons other than applicant 
also may follow the same practice. For example, “3200,” '? “3100,” *% 
“2100” * and “2500” *° are registered to the same registrant for welding 
rod and welding wire. 

The record is convincing that even though “135” has not been used 
alone, that is, apart from NI-0-NEL, applicant’s practices have been such 
as to have formed a pattern recognized and relied upon by its purchasers 
in purchasing specific welding electrodes for welding particular alloys. 

Just as “130” identifies and distinguishes applicant’s welding elec- 
trodes for welding a nickel-copper alloy (which applicant sells under the 
trademark MONEL), and “139” identifies and distinguishes applicant’s 
welding electrodes for welding a high temperature nickel-chromium alloy 
(which applicant sells under the trademark INCONEL x), and “137” identi- 
fies and distinguishes applicant’s welding electrodes for welding a copper- 
nickel alloy (which applicant sells under the trademark ‘“70/30’), and 
“134” identifies and distinguishes applicant’s welding electrodes for weld- 
ing a special nickel-copper alloy containing aluminum (which applicant 
sells under the trademark K MONEL), and “132” identifies and distinguishes 
applicant’s welding electrodes for welding a nickel-chromium alloy (which 
applicant sells under the trademark INCONEL), so “135” identifies and 
distinguishes applicant’s welding electrodes for welding a_nickel-iron- 
chromium alloy (which applicant sells under the trademark NI-0-NEL). 

The facts support a finding of registrability, and the action of the 
Examiner of Trademarks refusing registration is reversed. 











Reg. No. 531,297. 
Reg. No. 342,128. 
Reg. No. 342,127. 
Reg. No. 342,126. 
Reg. No. 341,949. 
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EX PARTE MACOMBER, INCORPORATED 


Commissioner of Patents — December 4, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
Applications for V-SECTION used on steel structural members, v-BEAM used on 
fabricated steel beams, and v-JOIST used on fabricated steel joists, all refused; the 
marks are merely descriptive terms not functioning as trademarks. 


Application for trademark registration by Macomber, Incorporated, 
Serial Nos. 699,915-7 filed December 13, 1955. Applicant appeals from 
decisions of Examiner of Trademarks refusing registration. Affirmed. 


Frease & Bishop, of Canton, Ohio, for applicant. 


LEEDS, Assistant Commissioner. 

Macomber, Incorporated, has filed three applications, one to register 
V-SECTION for steel structural members;’ one to register v-BEAM for fabri- 
cated steel beams ;? and one to register v-Joist for fabricated steel joists.* 

Registration has been refused in each case on the ground that the 
terms are apt descriptions used as the names of the goods. 

In the Macomber patent disclosing a certain tubular section structural 
member,* reference is made throughout to “a v-SECTION structural member,” 
it being set forth in the beginning of the specification that the v-SECTION 
structural member is formed from a strip or sheet of steel, aluminum, 
copper, magnesium or other metal bent into substantially tubular, V-shape, 
having a longitudinal slot, ete. Brochures in the record indicate that 
applicant’s steel structural members are made under the patent referred 
to above. 

In the Macomber patent disclosing a method for producing fabricated 
joists, the specification begins with, “The invention relates to fabricated 
steel joists in which the upper and lower chords comprise structural 
members, preferably of tubular or V-shape, connected together in ver- 
tically spaced relation by a web member in the form of a continuous bar, 
reversely bent to form a successive series of oppositely directed V’s” ete. 
Throughout the patent resort is had to such phrases as “inverted V or 
triangle,” the apex of the V or triangle,” “the apex of the triangle or 
V-portion,” “V-section top and bottom chords,” and “V-section form.” 
Brochures in the record indicate that applicant’s fabricated steel joists 
are made under this patent. Another Macomber patent disclosing a fabri- 
eated joist® likewise refers to “V-section structural members * * * formed 
of a strip of metal, the central portion of which is formed to substantially 
a V or triangle * * * .” 


S.N. 699,915. Use since March, 1946 is asserted. 

S.N. 699,916. Use since Sept. 9, 1955 is asserted. 

S.N. 699,917. Use since March, 1946 is asserted. 

Patent No. 2,457,250, issued Dec. 28, 1948 to 8. Macomber. 
Patent No. 2,662,272, issued Dec. 15, 1953 to R. C. Macomber. 
Patent No. 2,624,430, issued Jan. 6, 1953 to R. C. Macomber. 


SAP eyy 
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In the Macomber patent disclosing a roof truss,’ the specification 
recites that “the top and bottom chords and the struts are all formed of 
substantially V-shape structural members * * *.” Elsewhere reference 
is made to “the V-section structural member” and “the V-shape structural 
member.” The drawings for this roof truss patent feature the “inverted 
V or triangle.” 

The brochures submitted by applicant in support of its claim of 
secondary meaning show that applicant uses V-SECTION, V-JOIST and 
V-BEAM interchangeably with “steel section,” “steel joist” and “steel beam” 
as the names of the particular items. The brochures are replete with such 
references as “V Section,” “V Joists,” “V Beams,” “V Stud Panel,” 
“VY Bar Joists,” “Double Faced V Sections,” “Double V Joists,” “Cold 
Formed V Section,” “V Stud Sections,” ‘“Nailable Steel V Sections,” 
“V Stud Wall Panel,” “Stock V Joists,” and “V Type Hop Chords,” all 
used as common names to describe the various structural designs and 
members referred to therein. 

The descriptive uses of “V” in the patents under which applicant 
manufactures its structural members, joists and beams, when coupled 
with the uses of V-SECTION, v-JOIsT and V-BEAM as common descriptive 
names in its brochures, and the fact that “V” is an apt—and perhaps the 
only apt—description of the construction of the items, lead to the conclu- 
sion that there is no other way to describe the steel structural members, 
joists and beams made under the patents. Upon expiration of the patents, 
others who manufacture items in accordance with the disclosures of the 
patents will be entitled to use the common descriptive names of such items. 

The terms vV-SECTION, V-JOIST and V-BEAM, as used by applicant on 
its steel structural members, joists and beams, respectively, are merely 
descriptive terms used not as trademarks but as common descriptive 
names of the respective products. As such, they are not entitled to regis- 
tration. 

The Examiner of Trademarks properly refused registration in each 
ease, and his refusals are affirmed. 


EX PARTE MEYER & WENTHE, INC. 


Commissioner of Patents — December 4, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
Application for orriciaL for seal presses, rejected; the word as applied to the 
goods has a single primary connotation which is descriptive thereof. 


Application for trademark registration by Meyer & Wenthe, Inc., 
Serial No. 4,816 filed March 19, 1956. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


7. Patent No. 2,457,056, issued Dec. 21, 1948 to 8. Macomber. 
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Watson D. Harbaugh, of Chicago, Illinois, for applicant. 


LEeEpDs, Assistant Commissioner. 

An application has been filed by Meyer & Wenthe, Inc., to register 
OFFICIAL as a trademark for seal presses, use since August 1, 1937 being 
asserted. 

Registration has been refused on the ground that the word OFFICIAL 
would appear to be without capacity to function as a trademark for seal 
presses, the very nature of them being, as a trademark for seal presses, 
the very nature of the being, per se, “official.” 

Applicant has appealed. 

The specimens submitted with the application are single page bro- 
chures picturing three sizes of pocket seals and a seal with a pocket case. 
The following copy appears at the top of the page: 


“The OFFICIAL Pocket Seal 
Three Sizes 


A strong, sturdy pocket seal, easy to operate 
The Modern Seal, small in size, light in weight but powerful enough 
to Emboss Heavy Bond or Ledger Paper. Convenient to carry and 
just as efficient as many Seals that are larger and heavier. Used by 
Notaries, Commissioners, Corporations and other users of Seals.” 


At one place on the brochure appears the following: 


“All Official Pocket Seals, including the Dies are nickel plated 
and each Seal is furnished in a leatherette pocket case.” 


At another place on the brochure the following appears: 


“We have Stock Designs for all of the States and these are as 
nearly official as it is possible to make them.” 


The “seals” or “seal presses” sold by applicant are engraved or in- 
scribed stamps used for making an impression on documents to confirm, 
ratify or authenticate the documents. The figure or inscription made on 
documents by such a seal is also known as a “seal,” but obviously, what 
applicant sells falls in the first definition. 

OFFICIAL is an ordinary English word having a well-understood mean- 
ing, and as applied to “seals” or “seal presses,” it has a single primary 
connotation. It is commonly used to describe seals themselves, e.g., the 
official seal of a State, the official seal of a notary public, or the official seal 
of the Patent Office, as well as the impression on documents or papers 
attested or authenticated by affixation of an official seal. Under such cir- 
cumstances, the primary meaning of the word is such that it cannot func- 
tion as a trademark to identify the seals of one manufacturer and distin- 
guish them from those of others. 

OFFICIAL, as applied to seals or seal presses, is merely descriptive, and 
being commonly used in connection with seals or seal presses to describe 
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them or the inscription made by them, the word is not distinctive and can- 
not distinguish applicant’s seals or seal presses. 

The decision of the Examiner of Trademarks refusing registration 
is affirmed. 


EX PARTE NIXDORFF-KREIN MFG. CO. 


Commissioner of Patents — December 4, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—SUGGESTIVE MARKS 
LONGTONG for barbecue implements is not merely descriptive and hence is reg- 
istrable; while the mark may be suggestive of certain qualities of the goods, it 
was not a normal use of the English language for descriptive purposes. 


Application for trademark registration by Nixdorff-Krein Mfg. Co., 
Serial No. 1,004 filed January 18, 1956. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Reversed. 


Alfred W. Petchaft, of St. Louis, Missouri, for applicant. 


LeEEpDs, Assistant Commissioner. 
An application has been filed by Nixdorff-Krein Mfg. Co. to register 
as a trademark for barbecue implements the following: 


[ONGTONG 


Use since December 23, 1955 is asserted. 

Registration has been refused on the ground that the mark, as applied 
to the goods, is merely descriptive. 

Applicant has appealed. 

The following argument was set forth by applicant in its brief on 
appeal: 


“Applicant’s goods are barbecue tongs, and it is submitted that 
the trademark LONGTONG is not merely descriptive of barbecue tongs 
and, at most, is merely suggestive of certain qualities of applicant’s 
goods. After all, the reason for refusing registration of merely 
descriptive trademarks is because everyone is entitled to legitimately 
describe the goods he makes, uses, or sells. However, to describe a 
barbecue implement as a LONGTONG would not be a normal use of the 
English language and it is believed that a normal advertising copy 
writer, making normal use of the English language, would certainly 
not so describe barbecue implements. Furthermore, anyone who would 
describe a barbecue implement as a LONGTONG would clearly be resort- 
ing to a completely unnatural use of the English language and would 
obviously be riding on the goodwill of applicant’s trademark. In 
other words, when the trademark is used as a whole and is considered 
in light of the goods, it will be apparent that applicant is using a 
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coined word identifying source and origin, because the immediate and 
only effect of the trademark is to define source and origin rather than 
to give descriptive information. The fact that the mark may be 
suggestive of certain qualities of applicant’s goods is not a proper 
basis for refusal of registration on the Principal Register on the 
ground of being ‘merely descriptive’ within the meaning of Section 
2(d) of the Lanham Act.” 


The argument is completely persuasive, particularly in light of the 
rationale of Ex parte Heatube Corporation, 109 USPQ 423 (46 TMR 1144) 
(Com’r, 1956). The mark presented for registration is suggestive, but not 
merely descriptive. 

The decision of the Examiner of Trademarks refusing registration is 
reversed. 


STIC-KLIP MANUFACTURING CO., INC. v. 
THE AMERICAN LATEX FIBRE CORP. 


No. 34,717 — Commissioner of Patents —December 4, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
A likelihood of confusion exists between applicant’s RUBB AIR for rubberized 
curled hair and fibre, and RUBBAIR for doors of a protective nature with rubberized 
hair sections; there is nothing to indicate that both products are not sold to the 
same purchasing agents and such agents may be aware of the rubberized curled 
hair in opposer’s doors and thereby be led to attribute a common source to or some 
kind of relationship or trade connection between the products. 


Opposition proceeding by Stic-Klip Manufacturing Co., Inc. v. The 
American Latex Fibre Corp., application Serial No. 668,717 filed June 23, 
1954. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Reversed. 


Harold E. Cole, of Boston, Massachusetts, for opposer-appellant. 
Melvin A. Brandt, of Chicago, Illinois, for applicant-appellee. 


LEEpDs, Assistant Commissioner. 

An application has been filed by The American Latex Fibre Corp. to 
register RUBB AIR, enclosed in an ellipse, for rubberized curled hair and 
fibre used in furniture, bedding, and packaging, use since December 29, 
1953 being asserted. 

Registration has been opposed by Stic-Klip Manufacturing Co., Inc., 
registrant of RuBBaIR for doors.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that opposer and its predecessor have, since before 
applicant’s asserted first use, sold light weight, shock absorbing, protective 


1. Reg. No. 567,000, issued to a predecessor on Nov. 18, 1952. 
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doors under the mark RuBBarR. As originally constructed the doors con- 

sisted of rubber outer skins separated by extensions, between which were 

set inflatable bladders. A short time after first production, rubberized hair 

was used in place of the inflatable bladders, and it is this construction 

which is being presently used. Opposer’s doors are sold to building con- 

tractors, to construction engineers, and to industrial concerns which have 

use for such doors. Opposer’s purchasers include Eastman Kodak Com- 

pany, International Harvester, John Dorr Company, Kraft Foods Corpo- 

ration, Armour & Company, Swift & Company and Canada Packers, as 

well as paper mills, department stores, and supermarkets. Opposer adver- 

tises its doors in various trade periodicals, including “Industrial Equip- 

ment News,” National Provisioner,” “Modern Materials Handling,” “Flow 

Magazine,” “Refrigerating Engineering” and “Sweet’s Catalog.” ‘3 
Applicant’s record consists merely of its application. The goods are 

therein identified as “rubberized curled hair and fibre used in furniture, 

bedding, and packaging.” It would appear from such identification that 

the product would, in many cases, be sold to furniture and bedding manu- 

facturers; but it would also appear that it would be sold to industrial 

concerns for packaging purposes, and there is nothing to indicate that 

the same purchasing agents who buy opposer’s doors under the trademark 

RUBBAIR would not also buy applicant’s RUBB AIR rubberized curled hair 

and fibre for packaging purposes. 
It is not unreasonable to assume, under the facts of record, that the 

industrial purchasers of opposer’s RUBBAIR doors know of the use of rubber- 

ized curled hair in such doors, and under such circumstances, it would 

be reasonable to assume that such purchasers would, upon buying RUBB AIR 

rubberized hair or fibre for packaging purposes, be likely to attribute 

common source to, or some kind of relationship or trade connection between 

the producers of, the doors filed with rubberized hair and the rubberized 

hair for packaging purposes. This is confusion within the purview of Sec- 

tion 2(d) of the statute, and opposer is entitled to the relief sought. 

The decision of the Examiner of Interferences is reversed. 



































EX PARTE SAMSON, CRANE CO.., doing business as 
CLINTON CLOTHING MFG. COMPANY 


Commissioner of Patents — December 6, 1957 










REGISTRABILITY—CONCURRENT MARKS 
The first user of the mark JIM CLINTON who subsequently assigned or aban- 
doned in favor of another its rights in six states is entitled to a concurrent 


registration. 






Application for trademark registration by Samson, Crane Co., doing 
business as Clinton Clothing Mfg. Company, Serial No. 617,265 filed 
August 2, 1951. Applicant appeals from decision of Examiner of Trade- 
marks refusing registration. Reversed. 







THE TRADEMARK REPORTER Vol. 48 T.M.R. 





coined word identifying source and origin, because the immediate and 
only effect of the trademark is to define source and origin rather than 
to give descriptive information. The fact that the mark may be 
suggestive of certain qualities of applicant’s goods is not a proper 
basis for refusal of registration on the Principal Register on the 
ground of being ‘merely descriptive’ within the meaning of Section 
2(d) of the Lanham Act.” 


The argument is completely persuasive, particularly in light of the 
rationale of Ex parte Heatube Corporation, 109 USPQ 423 (46 TMR 1144) 
(Com’r, 1956). The mark presented for registration is suggestive, but not 
merely descriptive. 

The decision of the Examiner of Trademarks refusing registration is 
reversed. 


STIC-KLIP MANUFACTURING CO., INC. v. 
THE AMERICAN LATEX FIBRE CORP. 


No. 34,717 — Commissioner of Patents —December 4, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
A likelihood of confusion exists between applicant’s RUBB AIR for rubberized 
curled hair and fibre, and RUBBAIR for doors of a protective nature with rubberized 
hair sections; there is nothing to indicate that both products are not sold to the 
same purchasing agents and such agents may be aware of the rubberized curled 
hair in opposer’s doors and thereby be led to attribute a common source to or some 
kind of relationship or trade connection between the products. 


Opposition proceeding by Stic-Klip Manufacturing Co., Inc. v. The 
American Latex Fibre Corp., application Serial No. 668,717 filed June 23, 
1954. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Reversed. . 


Harold E. Cole, of Boston, Massachusetts, for opposer-appellant. 
Melvin A. Brandt, of Chicago, Illinois, for applicant-appellee. 


LEEps, Assistant Commissioner. 

An application has been filed by The American Latex Fibre Corp. to 
register RUBB AIR, enclosed in an ellipse, for rubberized curled hair and 
fibre used in furniture, bedding, and packaging, use since December 29, 
1953 being asserted. 

Registration has been opposed by Stic-Klip Manufacturing Co., Inc., 
registrant of RUBBAIR for doors.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that opposer and its predecessor have, since before 
applicant’s asserted first use, sold light weight, shock absorbing, protective 


1. Reg. No. 567,000, issued to a predecessor on Nov. 18, 1952. 
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doors under the mark RuBBarR. As originally constructed the doors con- 
sisted of rubber outer skins separated by extensions, between which were 
set inflatable bladders. A short time after first production, rubberized hair 
was used in place of the inflatable bladders, and it is this construction 
which is being presently used. Opposer’s doors are sold to building con- 
tractors, to construction engineers, and to industrial concerns which have 
use for such doors. Opposer’s purchasers include Eastman Kodak Com- 
pany, International Harvester, John Dorr Company, Kraft Foods Corpo- 
ration, Armour & Company, Swift & Company and Canada Packers, as 
well as paper mills, department stores, and supermarkets. Opposer adver- 
tises its doors in various trade periodicals, including “Industrial Equip- 
ment News,” National Provisioner,” “Modern Materials Handling,” “Flow 
Magazine,” “Refrigerating Engineering” and “Sweet’s Catalog.” 

Applicant’s record consists merely of its application. The goods are 
therein identified as “rubberized curled hair and fibre used in furniture, 
bedding, and packaging.” It would appear from such identification that 
the product would, in many cases, be sold to furniture and bedding manu- 
facturers; but it would also appear that it would be sold to industrial 
concerns for packaging purposes, and there is nothing to indicate that 
the same purchasing agents who buy opposer’s doors under the trademark 
RUBBAIR would not also buy applicant’s RUBB AIR rubberized curled hair 
and fibre for packaging purposes. 

It is not unreasonable to assume, under the facts of record, that the 
industrial purchasers of opposer’s RUBBAIR doors know of the use of rubber- 
ized curled hair in such doors, and under such circumstances, it would 
be reasonable to assume that such purchasers would, upon buying RUBB AIR 
rubberized hair or fibre for packaging purposes, be likely to attribute 
common source to, or some kind of relationship or trade connection between 
the producers of, the doors filed with rubberized hair and the rubberized 
hair for packaging purposes. This is confusion within the purview of Sec- 
tion 2(d) of the statute, and opposer is entitled to the relief sought. 

The decision of the Examiner of Interferences is reversed. 


EX PARTE SAMSON, CRANE CO., doing business as 
CLINTON CLOTHING MFG. COMPANY 


Commissioner of Patents — December 6, 1957 


REGISTRABILITY—CONCURRENT MARKS 
The first user of the mark JIM CLINTON who subsequently assigned or aban- 
doned in favor of another its rights in six states is entitled to a concurrent 
registration. 


Application for trademark registration by Samson, Crane Co., doing 
business as Clinton Clothing Mfg. Company, Serial No. 617,265 filed 
August 2, 1951. Applicant appeals from decision of Examiner of Trade- 
marks refusing registration. Reversed. 





532 THE TRADEMARK REPORTER Vol. 48 T. M.R. 





Thomson & Thomson, of Boston, Massachusetts, and Richard G. Radue, of 
Washington, D. C., for applicant. 


LEEDS, Assistant Commissioner. 

An application has been filed by Samson, Crane Co. to register JIM 
CLINTON, displayed in the form of a facsimile signature, for men’s suits, 
topcoats and overcoats. Use since April of 1947 is asserted. According 
to the record, JIM CLINTON is a fictitious name not known to be the name 
of any living individual. 

The mark was published in accordance with Section 12(a), following 
which applicant requested that issue of the registration be withheld “to 
permit the applicant to file an amendment qualifying its exclusive right 
to the use of the trademark JIM CLINTON geographically, and also to indi- 
cate that the mark is used by related companies of the applicant.” The re- 
quest contained the statement, “It appears that, by virtue of an agreement 
with others, executed shortly prior to the filing of this application, applicant 
granted to other interests, namely, Markson Bros., the exclusive right to 
the use of the said trademark in the States of California, Washington, 
Oregon, Idaho, Arizona and Nevada.” 

Three months later applicant submitted a proposed amendment to its 
application setting forth 


(1) that the mark is legitimately used in the entire United States 
with the exception of the States of California, Washington, Oregon, 


Idaho, Arizona and Nevada, by six Massachusetts corporations said 
to be applicant’s related companies by virtue of common stock owner- 
ship and common officers and management; and 


(2) that twenty corporations, all affiliated with and controlled 
by Markson Bros., a Maine corporation having its place of business 
in Boston, Massachusetts, are, by agreement with applicant, using 
and have, since 1951, been using as a trademark and as part of a trade 
name JIM CLINTON in connection with men’s suits, topcoats and over- 
coats, and such use constitutes exceptions to applicant’s claim of 
exclusive use. 


With the amendment applicant submitted a paper signed by the president 
of Markson Bros. in which there appears the statement that Markson Bros. 
“confirms the averments in said amendment respecting the use of JIM 
CLINTON as a trade name and trademark by its said affiliated companies in 
the States of California, Washington, Oregon, Idaho, Arizona and Nevada, 
and hereby consents to the concurrent registration by the applicant Samson, 
Crane & [sic] Co. of the trademark Jim cLINToN for men’s suits, topcoats 
and overcoats for the area comprising all of the states of the United States 
except said six western States.” A final paragraph states that the consent 
is given to effectuate the purposes of an agreement in writing dated on 
or about May 31, 1951 between Markson Bros. and applicant “respecting 
the sale and exclusive use of the name JIM CLINTON. Thereafter the pro- 
posed amendment was refused entry by the examiner on the ground that 
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it did not appear that the use by Markson Bros. was an adverse use. The 
proposed amendment was withdrawn and registration was requested on 
the basis of the original application. For some inexplicable reason, the 
mark was again published in accordance with Section 12(a), after which 
the case was withdrawn from publication for the purpose of reconsidera- 
tion of applicant’s right to register in view of the agreement with another 
person (Markson Bros.) whose affiliates use the mark in six western States. 
A copy of the agreement was called for. 

A copy of the agreement was submitted, and on the basis of the situa- 
tion disclosed by the agreement, registration was refused by the examiner 
on the ground that the mark is not used exclusively by applicant, being 
used by another whose use does not inure to applicant’s benefit. 

Applicant submitted an affidavit of its president, treasurer and sole 
stockholder, and again requested entry of the amendment theretofore 
submitted seeking concurrent registration. The examiner refused to enter 
the amendment as requested on the ground that Markson Bros. had ac- 
knowledged that JIM CLINTON was the sole and exclusive property of appli- 
cant. The examiner then refused registration holding that applicant “has 
divested whatever exclusive rights it has in the name JIM CLINTON.” 

Applicant has appealed. 

The record shows that applicant operates a number of retail stores 
which sell men’s suits, topcoats, overcoats and trousers. About 1940, appli- 
eant’s president and sole stockholder adopted and applicant commenced 
using JIM CLINTON as a trade name. In 1947, it commenced using Jim 
CLINTON as a trademark for its men’s apparel. 

The suits, topcoats, overcoats and trousers which applicant sells under 
the mark are manufactured by Lawrence Clothing Mfg. Corp., of Law- 
rence, Massachusetts, which corporation is affiliated with applicant by 
reason of the fact that applicant’s president and sole stockholder also 
owns the manufacturing company. 

About 1948, applicant’s president and sole stockholder entered upon 
a venture with the officers and stockholders of Markson Bros. with the 
purpose of operating JIM CLINTON stores in California. Applicant’s presi- 
dent and the corporations owned by him, including applicant and the 
men’s apparel manufacturing company, owned fifty percent of the stock 
of the several corporations organized in California to operate the Jim 
CLINTON stores there. The California corporations purchased the men’s 
apparel which they sold under the trademark Jim CLINTON from the manu- 
facturing company owned by applicant’s president. 

The California corporations were given the right by applicant’s presi- 
dent to use JIM CLINTON as a trademark and in their trade names. 

On May 31, 1951, as a result of disagreements between applicant’s 
president and the officers and stockholders of Markson Bros., the “venture” 
or “arrangement” between them was discontinued, and the disagreements 
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and controversies were settled by a formal agreement, copy of which is in 
the record. 

Under the terms of the agreement, applicant’s president, his corpora- 
tions, and others affiliated with him were to sell all of their stock in the 
California corporations and to fulfill all obligations concerning delivery 
of certain manufactured goods; and the outstanding financial obligations 
of the parties were finally compromised and settled. 

Clause 13 of the settlement agreement reads as follows: 


“(a) The Markson Group acknowledges that the names CLINTON 
CLOTHING, JIM CLINTON, and any and all variations thereof and deriva- 
tives thereof, are the sole and exclusive trade names and property of 
the Franks Group, and particularly, of Samson, Crane Co. 


“(b) The Franks Group, and particularly Samson, Crane Co., 
does hereby grant to the Markson Group, and any of them, the sole 
and exclusive right to use the names CLINTON CLOTHING, JIM CLINTON, 
and any and all variations thereof and derivatives thereof, in the 
states of California, Washington, Oregon, Idaho, Arizona and Nevada 
at any time and from time to time without the payment of any com- 
pensation whatsoever at the Franks Group or to any member or 
members of the Franks Group including, particularly, Samson, Crane 
Co. 


“(e) Neither the foregoing provisions of this Clause 13 nor any- 
thing contained elsewhere in this Agreement shall be deemed to pre- 
vent the Markson Group, or any of them, or any combination of them, 
either jointly or severally, from taking advantage of or making use 
of said names, or either of them, in such states or locations where 
by final determination of a proceeding in a court of competent juris- 
diction the exclusive right of the Franks Group, or any of them, to 
said names, or either of them, has been denied. Provided, however, 
that the Markson Group agrees that neither they, nor any of them, 
nor any combination of them, will take any legal action or institute 
any proceedings or voluntarily become a party to any proceedings 
which questions or puts in issue the exclusive right of the Franks 
Group, and particularly Samson, Crane Co., to the exclusive use of 
said names or either of them, except that (and notwithstanding the 
foregoing provisions) the Markson Group, or any of them, or any 
combination of them, shall be entitled to take whatever action, insti- 
tute whatever proceedings, intervene in or become a party to whatever 
proceedings, or defend whatever proceedings, they deem necessary 
to protect the exclusive right to the use of said names in the states 
referred to in subparagraph (b) of this Clause 13.” 


It is apparent from subparagraph (a) quoted above that Markson 
Bros. has recognized that the mark presented for registration belongs to 
applicant. It is likewise apparent from subparagraph (b) quoted above 
that applicant has granted sole and exclusive rights to Markson Bros. to 
use JIM CLINTON in the six far western States, thereby excluding itself from 
entering that territory with the mark. This action by applicant may be 
construed either as a territorial abandonment or a territorial assignment 
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of its right in the mark, but such action does not otherwise adversely affect 
any rights of applicant in the trademark JIM CLINTON. 

It appears clearly from the record that applicant has substantial 
rights in JIM CLINTON as applied to men’s outer apparel, although use has 
been confined primarily to the northeastern part of the United States. It 
is likewise clear that the rights of Markson Bros. are limited to the six 
far western States. The markets of applicant and Markson Bros. are not 
contiguous, and it does not appear that they are likely to meet. Probability 
of confusion within the meaning of Section 2(d) of the statute is not pres- 
ent under the circumstances of this case. 

As a result of applicant’s use since 1947 of the mark Jim CLINTON on 
men’s apparel, it unquestionably had a right prior to May 31, 1951 to seek 
an unrestricted registration with nationwide presumptions flowing there- 
from. With execution of the May 31, 1951 agreement, however, it relin- 
quished its rights to an unrestricted registration by eliminating all of its 
claims to rights in the six far western States. There is nothing in the 
record, though, which indicates that applicant is not entitled to a registra- 
tion restricted so as to exclude the States of California, Washington, 
Oregon, Idaho, Nevada and Arizona. The amendment submitted by appli- 
cant requesting such a registration is hereby entered. 

If this matter were before the Examiner of Trademarks, statutory 
notice would need to be given to Markson Bros. in accordance with the 
provisions of Sections 2(d) and 17. The matter is before the Commissioner, 
however, and since Markson Bros., the user named in the application, has 
filed a paper in the record and since Section 18 of the statute specifically 
authorizes the Commissioner to determine and fix the conditions and limita- 
tions of any registration based on an application for concurrent registra- 
tion, the giving of notice as provided in Section 2(d) and the institution 
of concurrent use proceedings before the Examiner of Interferences would 
result in unnecessary delay and duplication of effort. 

The mark here involved has been published without restriction as to 
territory and no opposition was filed. Publication a third time would 
result in unnecessary delay and would serve no useful purpose. The Ex- 
aminer of Trademarks is therefore instructed to issue to applicant at the 
earliest practicable time a concurrent registration restricted by excluding 
of the States of California, Washington, Oregon, Idaho, Nevada and 
Arizona therefrom. 

The decision of the Examiner of Trademarks refusing to enter the 
amendment seeking concurrent registration and refusing registration to 
applicant is reversed. 





